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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CLOUDSTREET, INC. D.B.A.
ROXBURY ENTERTAINMENT,

Registrant.

)
)
PENTHOUSE DIGITAL MEDIA ) Cancellation No. 92049926
PRODUCTIONS, INC,, )
) Registration Nos. 3189543; 3194255; 3291736
% Mark: ROUTE 66
Petitioner, )
Issued: December 26, 2006; January 2, 2007;
v. g September 11; 1007
)
)
)
)
)

MOTION TO COMPEL THE DEPOSITIONS OF
(1) REGISTRANT CLOUDSTREET, INC. D.B.A. ROXBURY ENTERTAINMENT AND
(2) REGISTRANT’S OFFICER, KIRK M. HALLAM;
DECLARATION OF KRISTIN L. HOLLAND IN SUPPORT THEREOF

L Introduction

Petitioner, pursuant to 37 CFR § 2.120(¢) and TBMP 523.01(1), moves to compel
Registrant’s designation and attendance at a deposition and to compel the production of
documents by Registrant. Petitioner also moves to compel the deposition of Registrant’s officer,
Kirk M. i{allam. These depositions are necessary for Petitioner’s discovery of facts supporting
its claim for cancellation based on fraud.

Discovery closes on June 10, 201 1. Petitioner requests that Registrant be compelled to
produce documents on May 31, 2011 and be compelled to provide a designee or designees and

appear for deposition on June 1, 2 or 3, with each designee available for deposition for up to
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seven hours of testimony. Petitioner requests that Mr. Hallam be compelled to appear for
deposition on June 1, 2 or 3 for up to seven hours of testimony.
II1. Summary of Relevant Facts and Law

A. Registrant’s Failure to Comply with the 30(b)6 Discovery Deposition Notice

Petitioner noticed the deposition of Registrant Cloudstreet, Inc. dba Roxbury
Entertainment (“Registrant™) for April 25, 2011 at 10:00 a.m. A request for production was
included with the notice of deposition. (Declaration of Kristin L. Holland (“Holland Decl.”),
Exhibit A.)

Registrant failed to designate a person or persons pursuant to Fed. R. Civ. P. 30(b)(6) and
failed to appear for the duly noticed deposition. Registrant also failed to respond to the
document requests or produce documents as requested in the deposition notice. (Holland Decl.
19 4-6, Exh. C.) .Additionally, Registrant failed to serve any formal objections to the duly
noticed deposition.

On May 10, 2011, counsel for Petitioner, Kristin L. Holland, met and conferred by
telephone with counsel for Registrant, Kirk M. Hallam, in an effort to resolve these issues.
Mr. Hallam was not willing to provide an unconditional date certain for deposition, nor did he
agree to provide any documents. The parties exchanged some emails on these issues, but
unfortunately, the meet and confer was unsuccessful. (Holland Decl. §7.)

Mr. Hallam contends that discovery is closed in this case based on a stipulation of
counsel. (Holland Decl. § 8.) There is no such written stipulation on file, nor has any been
provided by Mr. Hallam despite Petitioner’s numerous requests‘ that he do so. (Holland Decl. §
8.) Although the parties originally discussed limitations on duplicative discovery and, early in

this case, Petitioner’s counsel hoped that no discovery in this matter would be necessary because
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extensive discovery had been conducted in the district court action, due to changes in the
operative petition and the fact that certain issues were not covered by discovery in the district
court action, Petitioner does require discovery in this proceeding. (Holland Decl. § 8.) The issue
regarding Petitioner’s need for discovery, especially with respect to Mr. Hallam’s deposition, has
already been extensively briefed in this matter. (Holland Decl. § 8; Exh. D.)

Indeed, at the same time that Registrant is opposing its own deposition, Registrant is
seeking extensive discovery from Petitioner, including the 30(b)6 deposition of Petitioner,
document demands and the deposition of several of Petitioner’s counsel, including its in-house
counsel Larry Sutter. (Holland Decl. § 9, Exh. E and F.) Petitioner has served objections to the
improper 30(b)6 notice and met and conferred so that Registrant could cure the various defects in
the notice, but those attempts have been unsuccessful. (Holland Decl. Exh. G.)

Further belying Registrant’s claim that no discovery is allowed, Registrant has asked
questions at a discovery deposition of Paul Supnik, a witness subpoenaed by Petitioner.
(Holland Decl. § 10, Exh. H.) Although Petitioner has proposed a stipulation simplifying
discovery in this case and to allow discovery from the district court matter to be used in this
proceeding, to date, Registrant refused to sign the stipulation. (Holland Decl. § 11, Exh. L.)

Petitioner now files this motion, pursuant to 37 CFR § 2.120(e) and TBMP 523.01(1) in
order to compel Registrant’s designation and attendance at a deposition and to compel the
production of documents. Petitioner requests that Registrant be compelled to designate a
representative or representatives and appear for deposition at the offices of Katten Muchin
Rosenman, LLP, 2029 Century Park East, Suite 2600, Los Angeles, CA 90067 on June 1, 2 or 3,
2011 at 10:00 a.m. Petitioner requests that Registrant be compelled to produce documents on

May 31, 2011.
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Discovery closes on June 10, 2011. Petitioner requests an expedient ruling so that the
trial deadlines are not impacted by Registrant’s blatant failure to comply with discovery.

B. Kirk M. Hallam’s Failure, as Registrant’s Officer and Counsel of Record, to

Appear for Deposition

Petitioner noticed the deposition of Registrant’s officer, Kirk M. Hallam, for April 26,
2011 at 10:00 a.m. (Holland Dec., Exh. B.) Mr. Hallam did not appear, nor did he serve any
formal objections to the duly noticed deposition. (Holland Decl. ] 5-6, Exh. C.) Mr. Hallam is
Registrant’s officer, its counsel of record in this case and likely to be Registrant’s 30(b)6
designee. He is a key witness for Petitioner and his failure to make himself available for a
discovery deposition in this proceeding is prejudicial to Petitioner’s case. (Holland Decl. § 5.)

For the same reasons identified in Section II. A. above, Petitioner now moves to compel
Mr. Hallam’s attendance at deposition. Petitioner requests that Mr. Hallam be compelled to
appear for deposition at the offices of Katten Muchin Rosenman, LLP, 2029 Century Park East,
Suite 2600, Los Angeles, CA 90067 on June 1, 2 or 3, 2011 at 10:00 a.m.
III.  Conclusion.

Registrant and Registrant’s officer, Kirk M. Hallam, should both be compelled to appear
for deposition immediately. Petitioner is in need of this discovery and it would be prejudicial not
to allow this discovery to be completed. As counsel of record in this case, Mr. Hallam is well

aware of his client’s and his own discovery obligations. His refusal to appear for any deposition
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and refusal to produce any documents are particularly egregious given his dual role and the

upcoming deadlines in this case.

Respectfully submitted,

Kristin L. Holland

KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600

Los Angeles, CA 90067-3012
Telephone:  (310) 788-4400
Facsimile: (310) 788-4471

Dated: May 20, 2011
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DECLARATION OF KRISTIN L. HOLLAND

1. I am a partner with the law firm of Katten Muchin Rosenman LLP and am one of
the attorneys for Petitioner Penthouse Digital Media Productions, Inc. (“Petitioner”) in this
proceeding. I make the statements in this declaration of my own personal knowledge.

2. Petitioner noticed the deposition of Registrant Cloudstreet, Inc. dba Roxbury
Entertainment (“Registrant”) for April 25, 2011 at 10:00 a.m. A request for production was
included with the notice of deposition. A true and correct copy of the deposition notice for
Registrant is attached hereto as Exhibit A.

3. Petitioner noticed the deposition of Registrant’s officer, Kirk M. Hallam, for
April 26, 2011 at 10:00 a.m. A true and correct copy of the deposition notice for Mr. Hallam is
attached hereto as Exhibit B.

4. Registrant failed to designate a person pursuant to Fed. R. Civ. P. 30(b)(6) and
failed to attend the discovery deposition. Registrant also failed to respond to the document
requests or produce documents as requested in the deposition notice. Additionally, Registrant
failed to serve any formal objections to the duly noticed deposition.

5. Mr. Hallam failed to appear for deposition as noticed. In addition, Mr. Hallam
failed to serve any formal objections to the duly noticed deposition. Mr. Hallam is Registrant’s
officer, its counsel of record in this case, and likely to be Registrant’s 30(b)6 designee. He is a
key witness for Petitioner and his failure to make himself available for a discovery deposition is

prejudicial to Petitioner’s case.
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6. On April 26, 2011, Petitioner made a record of Mr. Hallam’s failure to appear and
noted that Registrant had also failed to appear or produce documents. A true and correct copy of
the transcript of the non-appearance statement is attached hereto as Exhibit C.

7. On May 10, 2011, I met and conferred by telephone with Mr. Hallam, who is also
counsel for Registrant, in an effort to resolve these issues. Mr. Hallam was not willing to
provide an unconditional date certain for deposition, nor did he agree to provide any documents
in response to the document demands to Registrant. Unfortunately, the meet and confer was
unsuccessful.

8. Mr. Hallam contends that discovery is closed in this case based on a stipulation of
counsel. I am not aware of any such written stipulation on file, nor has any been provided by
Mr. Hallam despite my numerous requests that he do so. Although the parties originally
discussed limitations on duplicative discovery and, early in this case, Petitioner’s counsel hoped
that no discovery in this matter would be necessary, due to changes in the operative pleadings
and the fact that certain issues were not covered by discovery in the district court action,
Petitioner does require discovery in this proceeding. Docket #15 in this proceeding entitled “P’s
Motion to Reopen Discovery” details the status of discovery in the district court action, previous
motions to compel related to Mr. Hallam’s refusal to testify and/or answer pertinent questions in
that proceeding and the reasons that discovery is necessary in this proceeding, at least with
respect to issues Mr. Hallam improperly supported by declaration after the close of discovery in
the district court matter and new issues raised in this case. A true and correct copy of Docket
#15 is attached hereto as Exhibit D.

9. At the same time Registrant is denying Petitioner’s right to take discovery,

Registrant is simultaneously seeking extensive discovery from Petitioner, including the 30(b)6
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deposition of Petitioner, document demands and the deposition of Petitioner’s in-house counsel,
Larry Sutter. True and correct copies of the 30(b)6 notice, objections by Registrant to that
notice, and the notice of the deposition of Mr. Sutter are attached hereto as Exhibits E, F and G
respectively.

10. Also belying its contention that no discovery is available in this matter, Registrant
participated in the deposition of Paul Supnik, a witness subpoenaed by Petitioner. Mr. Hallam
asked questions at Mr. Supnik’s deposition. A copy of Mr. Supnik’s deposition transcript
showing Mr. Hallam’s participation and questioning is attached hereto as Exhibit H.

11. Petitioner has circulated a proposed stipulation simplifying discovery in this case
and allowing discovery from a related District Court matter to be used in this proceeding.
However, to date, Registrant failed to sign the stipulation. A copy of the email to Mr. Hallam
with the proposed stipulation is attached hereto as Exhibit I.

I declare under penalty of perjury under the laws of the United States that the foregoing is

true and correct. Executed this 20th day of May, 2011 at Los Angeles, California.

Kiristin L. Holland
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CERTIFICATE OF SERVICE
I hereby certify that on May 20, 2011 I served the foregoing document described as
MOTION TO COMPEL THE DEPOSITIONS OF (1) REGISTRANT CLOUDSTREET,
INC. D.B.A. ROXBURY ENTERTAINMENT AND (2) REGISTRANT’S OFFICER,
KIRK M. HALLAM; DECLARATION OF KRISTIN L. HOLLAND IN SUPPORT
THEREOF on the interested parties in this action .by placing the document listed above in
sealed envelopes with postage thereon fully prepaid, in the United States mail at Los Angeles,

California addressed as set forth below.

Kirk M. Hallam, Esq. Paul D. Supnik, Esq.

Law Offices of Kirk M. Hallam Law Office of Paul D. Supnik

201 Wilshire Boulevard, 2nd Floor 9401 Wilshire Boulevard, Suite 1250
Santa Monica, CA 90401-1219 Beverly Hills, CA 90212-2945

Tel. (310) 393-4006 Tel. (310) 859-0100

Fax (310) 393-4662 Fax (310) 388-5645

Email kmhallam@aol.com Email pds@supnik.com

DanaM Thompson W/
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA
PRODUCTIONS INC,,

Petitioner,

V. Cancellation No. 92049926

CLOUDSTREET, INC.
d/b/a ROXBURY ENTERTAINMENT,

Registrant.

NOTICE OF DEPOSITION OF CLOUDSTREET, INC.
dba ROXBURY ENTERTAINMENT

TO: . Mr. Paul D. Supnik Mr. Kirk M. Hallam
9401 Wilshire Boulevard, Suite 1250 201 Wilshire Blvd, 2nd Floor
Beverly Hills, CA 90212 Santa Monica, CA 90401

PLEA:SE TAKE NOTICE that pursuant to Rule 30(b)(6) of the Federal Rules of Civil
Procedure and Rule 2.120 of the Trademark Rules of Practice, Petitioner Penthouse Digital
Media Productions Inc. (“Petitioner”), by its attorneys, will take the deposition upon oral
examination of Registrant Cibudstreet, Inc. dba Roxbury Entertainment (“Registrant™), who shall
designate one or more representatives to testify on its behalf in regard to the following subject
areas that are known or reasonably available to Registrant. The deposition will commence on

April 25, 2011 at 10:00 a.m. and, if necessary, will continue from day-to-day thereafter until

completed or adjourned. The deposition will be taken at the offices of Katten Muchin Rosenman
LLP, 2029 Century Park East, Suite 2900, Los Angeles, CA 90067. The deposition will be
conducted before a certified court reporter and may be recorded by sound, sound-and-visual,
videotape and/or stenographic means. The deposition may be used for all purposes contemplated

under the Federal Rules of Civil Procedure and U.S. Trademark Rules.



SUBJECT AREAS OF TESTIMONY

1. Trademark Application Serial Nos. 78977114, 78977115, and 78664154 filed on
behalf of Cloudstreet, Inc. dba Roxbury Entertainment (the “Registrant™) in the U.S. Patent and
Trademark Office (“USPTO”).

2. The Office Action issued by the USPTO on May 18, 2006 relating to Application
Serial No. 78664154 (now Registration No. 3291736).

3. The Statement of Use filed on May 22, 2007 relating to Application Serial No.
78664154 (now Registration No. 3291736).

4. The Amendment to Allege Use filed on July 14, 2006 relating to Application
Serial No. 78977114 (now Registration No. 3189543).

5. The use-based application filed on July 6, 2005 relating to Application Serial No.
78977115 (now Registration No. 3194255).

6. Registrant’s use, as of May 22, 2007, of the ROUTE 66 mark in commerce on or
in connection with a “motion picture film series.” '

7. Registrant’s production of a ROUTE 66 “motion picture film series.”

8. Registrant’s use, as of July 14, 2006, of the ROUTE 66 mark in commerce on or
in connection with “pre-recorded DVD’s and videocassettes featuring - drama, action and
adventure.”

9. Registrant’s use, as of July 6, 2005, of the ROUTE 66 mark in commerce on or in
connection with an “on-going television program.”

10.  Registrant’s use, as of July 6, 2005, of the ROUTE 66 mark in commerce on or in
connection with “television production services.”

11.  “ROUTE 66” DVDs.

12.  “ROUTE 66” videocassettes.

13.  “ROUTE 66 television series.

14.  “ROUTE 66” film and/or movie and/or film series.
15. “ROUTE 66” trademark assignments and/or transfers.
16.  Third-party uses of “Route 66.”

17. Any facts and documents supporting any declarations by an officer and/or
managing agent of Registrant filed in Roxbury Entertainment v. Penthouse Media Group, Inc. et
al., 2:08-cv-3872, in the Central District of California, including any declarations by Kirk M.
Hallam.



PETITIONER’S REQUEST FOR PRODUCTION OF DOCUMENTS PURSUANT TO
RULE 34 OF THE FEDERAL RULES OF CIVIL PROCEDURE

In accordance with Rule 34 of the Federal Rules of Civil Procedure, Petitioner requests
that Registrant produce any and all Documents which relate or refer to each of the fourteen (14)
categories set forth above at above noticed deposition, to the extent such documents have not
already been produced in the related civil action between the parties, Roxbury Entertainment v.
Penthouse Media Group Inc. et al., Case No. CV 08-03872, in the Central District of California.

As used herein, “Document” and “Documents” shall mean and include all written,
recorded, or graphic matters, however pr;)duced or reproduced, whether or not privileged,
pertaining in any way to the subject matter of this action, including but not limited to all those
documents within the scope of the term “documents” under Rule 1001 of the Federal Rules of - .
Evidence. This definition includes,'but is not lifnited to, any and all originals, cépies, or drafts of: .
any and 'all of the following: records; nétés;: :summériés; éontracfs or agreem’enfs; Arawings;
sketches; invoices, orders or acknowledgments; Iabeis, tags, advertising and promotional
materials, CAD images; diaries, reports, forecasts or appraisals; memoranda or telephone or in-
person conversations by or with any person, or any other memoranda; letters, telegrams, telexes,
or cables prepared, drafted, received or sent; tapes, transcripts or recordings; electronic data;
photographs, pictures or films; computer programs or data or other graphic symbolic, recorded or
written materials of any nature whatsoever. Without limiting the scope of the definition of
“Document”, “Document” includes, without limitation, labels, tags, and samples of products.
Any document which contains any comments, notation, addition, insertion or marking of any
kind which is not part of another document or document which does not contain any comment,
notation, addition, insertion, or marking of any kind which is part of another document, is to be

considered a separate document. -




Dated: March 23, 2011

Petitioner Penthouse Digital Media Productions Inc.

Byzwﬁuw

One of its attorney;

Floyd A. Mandell

Cathay Y. N. Smith

KATTEN MUCHIN ROSENMAN LLP
525 West Monroe Street
Chicago, Illinois 60661

(312) 902-5200

- Kiistin L. Holland
KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600
Los Angeles, California
(310) 788-4400



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
- BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)
Petitioner, )
)

v. ) Cancellation No. 92045926
)
CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
' )
Registrant. )

CERTIFICATE OF SERVICE

I hereby certify that on this 23rd day of March, 2011, I caused a true and correct copy of '
the foregomg to be served upon:

Mr. Paul D. Supnik
9401 Wilshire Boulevard, Suite 1250
Beverly Hills, CA 90212 ‘

via Hand Delivery and E-Mail, and
Mr. Kirk M. Hallam

201 Wilshire Blvd, 2nd Floor
Santa Monica, CA 90401

CosOrasn sNish

Cathay Y. N. Smith

via First Class Mail and E-Mail.



EXHIBIT B




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)
Petitioner, )

) v

V. ) Cancellation No. 92049926

* )
CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
)
Registrant. )

NOTICE OF DEPOSITION OF KIRK M. HALLAM

TO:  Mr. Paul D. Supnik Mr. Kirk M. Hallam
9401 Wilshire Boulevard, Suite 1250 201 Wilshire Blvd, 2nd Floor
Beverly Hills, CA 90212 Santa Monica, CA 90401

PLEASETAKE NOTICE that pursnant to Rules 26, 30, and 37 of the Federal Rules of
Civil Proceciure and Rule 2.120 of the Trademark Rules of Practice, Petitioner Penthouse Digital
Media Productions Inc. (“Petitioner”), by its attorneys, will take the deposition upon oral
examination of Mr. Kirk M. Hallam. The deposition will commence on April 26, 2011 at 10:00
am. and, if necessary, will continue from day-to-day thereafier until completed or adjourned.
- The deposition will be taken at the offices of Katten Muchin Rosemﬁan LLP, 2029 Century Park
East, Suite 2900, Los Angeles, CA 90067. The deposition will be conducted before a certified
court reporter and may be recorded by sound, sound-and-visual, videotape and/or stenographic
means. The deposition may be used for all purposes contemplated under the Federal Rules of

Civil Procedure and U.S. Trademark Rules.




Dated: March 23, 2011

Petitioner Penthouse Digital Media Productions Inc.

By:
One of its attornelys

Floyd A. Mandell

Cathay Y. N. Smith

KATTEN MUCHIN ROSENMAN LLP
525 West Monroe Street
Chicago, Illinois 60661

(312) 902-5200

Kristin L. Holland

KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600
Los Angeles, California

(310) 788-4400



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)
Petitioner, )
)

V. ) Cancellation No. 92049926
' )
CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
' )
Registrant. )

W

I hereby certify that on this 23rd day of March, 2011, I caused a true and correct copy of
the foregoing to be served-upon:

Mr. Paul D. Supnik :
9401 Wilshire Boulevard, Sulte 1250
Beverly Hills, CA 90212

via Hand Delivery and E-Mail, and

M. Kirk M. Hallam
201 Wilshire Blvd, 2nd Floor
~ Santa Monica, CA 90401

via First Class Mail and E-Mail.

Cathay Y. N. Smith
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA
PRODUCTIONS, INC.,

CANCELLATION NO.

Petitioner, 92049926
STATEMENT OF COUNSEL
Vvs. RE DEPOSITION OF

KIRK M. HALLAM

CLOUDSTREET, INC. d/b/a ROXBURY

ENTERTAINMENT,
PAGES 1 - 5

Registrant.

STATEMENT OF COUNSEL RE
DEPOSITION OF KIRK M. HALLAM
TAKEN ON

TUESDAY, APRIL 26, 2011

REPORTED BY: KIMBERLY WILDISH

CSR NO. 8078

1

KIMBERLY COURT REPORTERS - 818.789.8960
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STATEMENT OF COUNSEL RE DEPOSITION OF KIRK M.
HALLAM, TAKEN ON BEHALF OF THE PETITIONER, AT 2029
CENTURY PARK EAST, SUITE 2600, LOS ANGELES, CALIFORNIA,
90067, AT 10:00 A.M. ON TUESDAY, APRIL 26, 2011,
BEFORE KIMBERLY WILDISH, CSR NO. 8078, PURSUANT TO

NOTICE.

APPEARANCES :

FOR THE PETITIONER:

KATTEN, MUCHIN, ROSENMAN, LLP

BY: KRISTIN L. HOLLAND, ESQ.

2029 CENTURY PARK EAST

SUITE 2600

LOS ANGELES, CALIFORNIA 90067
310.788.4400

FOR THE REGISTRANT:

ROXBURY ENTERTAINMENT

BY: KIRK M. HALLAM, ESQ.

201 WILSHIRE BOULEVARD

SECOND FLOOR

SANTA MONICA, CALIFORNIA 90401
310.393.4006

(NOT PRESENT)
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LOS ANGELES, CALIFORNIA; TUESDAY, APRIL 26, 2011

10:00 A.M.

STATEMENT OF COUNSEL

MS. HOLLAND: Let's go on the record.
All right. My name is Kristin
Holland, and I am counsel for Petitioner, Penthouse
Digital Media Productions, Inc., in the Cancellation

Proceeding 92049926.

I am appearing today in order to take
the deposition of Kirk M. Hallam, pursuant to what
we've marked as Exhibit 14, the Notice of Deposition
of Kirk M. Hallam.

(THE DOCUMENT REFERRED TO WAS

MARKED AS EXHIBIT 14 AND IS

ATTACHED HERETO)

MS. HOLLAND: This deposition was scheduled to
commence today at 10:00 A.M. in my offices.

Mr. Hallam is not present, and has
indicated via e-mail that he does not plan to appear,
even though last week, during the deposition of

Mr. Supnik, he was agreeable to appearing for at
3
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least one day of the two days noticed.

Exhibit 14 was served on Paul Supnik
and Mr. Hallam on March 23rd, 2011.

We have received no formal written
objections, nor have we been served with a motion for
protective order, or any other motion for relief from
the obligation to appear at deposition today.

I've also marked as Exhibit 15 the
Notice of Deposition of Cloudstreet, Inc., dba
Roxbury Entertainment.

This notice included subject areas of
testimony, Numbers 1 through 17, and also a request
for production of documents.

(THE DOCUMENT REFERRED TO WAS

MARKED AS EXHIBIT 15 AND IS

ATTACHED HERETO)

MS. HOLLAND: We have received no documents,
nor has anyone appeared for deposition on behalf of
Cloudstreet, Inc., dba Roxbury Entertainment.

Exhibit 15 was served on Mr. Supnik
and Mr. Hallam on March 23rd, 2011, and no one has
appeared for deposition as of today, April 26th.

This concludes my statement.

(AT 10:03 A.M. THE

STATEMENT WAS CONCLUDED)
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I, KIMBERLY WILDISH, CSR NO. 8078, A
CERTIFIED SHORTHAND REPORTER FOR THE STATE OF

CALIFORNIA DO HEREBY CERTIFY:

THAT SAID STATEMENT OF COUNSEL WAS TAKEN
BEFORE ME AT THE TIME AND PLACE THEREIN SET FORTH,
AND WAS TAKEN DOWN BY ME IN SHORTHAND, AND WAS
THEREAFTER REDUCED TO TYPEWRITING VIA COMPUTER-AIDED
TRANSCRIPTION UNDER MY DIRECTION;

I FURTHER CERTIFY THAT I AM NEITHER COUNSEL
FOR, NOR RELATED TO, ANY PARTY TO SAID ACTION, NOR IN
ANYWISE INTERESTED IN THE OUTCOME THEREOF;

IN WITNESS WHEREOF, I HAVE HEREUNTO

SUBSCRIBED MY NAME THIS 26TH DAY OF APRIL, 2011.

Ig?éERLY WILDISH
R NO. 8078
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA
PRODUCTIONS INC,,

Petitioner,

V. Cancellation No. 92049926

CLOUDSTREET, INC.
d/b/a ROXBURY ENTERTAINMENT,

Registrant.

NOTICE OF DEPOSITION OF KIRK M. HALLAM

TO: Mr. Paul D. Supnik " Mr. Kirk M. Hallam
9401 Wilshire Boulevard, Suite 1250 - 201 Wilshire Blvd, 2nd Floor
Beverly Hills, CA 90212 : Santa Monica, CA 90401

PLEASE TAKE NOTICE that pursuant to Rules 26 30 and 37 of the Federal Rulesof. © =% .. .
C1v11 Procedure and Rule 2.120 of the Trademark Rules of Practice, Petmoner Penthouse Digital.
Media Productions Inc. (“Petitioner”), by its attorneys, will take the deposition upon oral

examination of Mr. Kirk M. Hallam. The deposition will commence on April 26, 2011 at 10:00

am. and, if necessary, will continue from day-to-day thereafter until completed or adjourned.
- The deposition will be taken at the offices of Katten Muchin Rosenman LLP, 2029 Century Park
East, Suite 2900, Los Angeles, CA 90067. The deposition will be conducted before a certified
~ court reporter and may be recorded by sound, sound-and-visual, videotape and/or stenographic

means. The deposition may be used for all purposes contemplated under the Federal Rules of

Civil Procedure and U.S. Trademark Rules.

exHIBIT NO. L1

d4-2¢ 220
K. WILDISH




Dated: March 23, 2011

Petitioner Penthouse Digital Media Productions Inc.

By:
One of its attorneys

Floyd A. Mandell

Cathay Y. N. Smith

KATTEN MUCHIN ROSENMAN LLP
525 West Monroe Street
Chicago, llinois 60661

(312) 902-5200

Kristin L. Holland

KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600
Los Angeles, California

(310) 788-4400



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)

Petitioner, )

)

V. ) Cancellation No. 92049926

)

CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
)

Registrant. )

CERTIFICATE OF SERVICE

I hereby certify that on this 23rd day of March, 2011, I caused a true and correct copy of
the foregoing to be served upon:

Mr. Paunl D. Supnik
9401 Wilshire Boulevard Sulte 1250
. Beverly Hills, CA 90212 . =

via Hand Delivery and E-Mail, and

Mr. Kirk M. Hallam
201 Wilshire Blvd, 2nd Floor
Santa Monica, CA 90401

via First Class Mail and E-Mail.

QW@\@/

Cathay Y. N. Smith






IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA
PRODUCTIONS INC,,

Petitioner,

V. Cancellation No. 92049926

CLOUDSTREET, INC.
d/b/a ROXBURY ENTERTAINMENT,

vvvvvvvvvvv'

Registrant.

NOTICE OF DEPOSITION OF CLOUDSTREET, INC.
' dba ROXBURY ENTERTAINMENT

TO:  Mr. Paul D. Supnik | Mr. Kirk M. Hallam
9401 Wilshire Boulevard, Suite 1250 201 Wilshire Blvd, 2nd Floor
Beverly Hills, CA 90212 - - - .- +Santa Monica, CA 90401

PLEASE TAKE NOTICE that pursu;a_u;f.!:to 'i{mé-'3'0(b)(6)§o'f'.thé Federal Rules of Civil
Procedure and Rule 2.120 of the Trademark Rules of Practice, Petitioner Penthouse Digital
Media Productions Inc. (“Petitioner”), by its attorneys, will take the deposition upon oral
examination of Registrant Cloudstreet, Inc. dba Roxbury Entertainment (“Registrant”), who shall
designate one or more representatives to testify on its behalf in regard to the following subject
areas that are known or reasonably available to Registrant. The deposition will commence on

April 25, 2011 at 10:00 a.m. and, if necessary, will continue from day—to-déy thereafter until

completed or adjourned. The deposition will be taken at the offices of Katten Muchin Rosenman
LLP, 2029 Century Park East, Suite 2900, Los Angeles, CA 90067. The deposition will be
conducted before a certified court reporter and may be recorded by sound, sound-and-visual,
videotape and/or stenographic means. The deposition may be used for all purposes contemplated

under the Federal Rules of Civil Procedure and U.S. Trademark Rules.

4 {a ey
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SUBJECT AREAS OF TESTIMONY

1. Trademark Application Serial Nos. 78977114, 78977115, and 78664154 filed on
behalf of Cloudstreet, Inc. dba Roxbury Entertainment (the “Registrant”) in the U.S. Patent and
Trademark Office (“USPTO”).

2. The Office Action issued by the USPTO on May 18, 2006 relating to Application
Serial No. 78664154 (now Registration No. 3291736).

3. The Statement of Use filed on May 22, 2007 relating to Application Serial No.
78664154 (now Registration No. 3291736).

4. The Amendment to Allege Use filed on July 14, 2006 relating to Application
Serial No. 78977114 (now Registration No. 3189543).

5. The use-based application filed on July 6, 2005 relating to Application Serial No.
78977115 (now Registration No. 3194255).

6. Registrant’s use, as of May 22, 2007, of the ROUTE 66 mark in commerce on or
_in connection with a “motion picture film series.” .

7. Registrant’s production of a _RAO_UTE'66 “motion picture film series.”

& Registrant’s use, as of July 14, 2006, of-.the ROUTE 66 mark in commerce on or
" in "connection with “pre-recorded DVD’S ‘and’ videocassettes ' featuring - drama, action and::-
adventure.” .

9. Registrant’s use, as of July 6, 2005, of the ROUTE 66 mark in commerce on or in
connection with an “on-going television program.”

10. Registrant’s use, as of July 6, 2005, of the ROUTE 66 mark in commerce on or in
connection with “television production services.” '

11.  “ROUTE 66” DVDs.

12. “ROUTE 66” videocassettes.

13. “ROUTE 66 television series.

14.  “ROUTE 66” film and/or movie and/or film series.
15. “ROUTE 66” trademark assignments and/or transfers.
16.  Third-party uses of “Route 66.”

17. Any facts and documents supporting any declarations by an officer and/or
managing agent of Registrant filed in Roxbury Entertainment v. Penthouse Media Group, Inc. et
al., 2:08-cv-3872, in the Central District of California, including any declarations by Kirk M.
Hallam.



PETITIONER’S REQUEST FOR PRODUCTION OF DOCUMENTS PURSUANT TO
RULE 34 OF THE FEDERAL RULES OF CIVIL PROCEDURE

In accordance with Rule 34 of the Federal Rules of Civil Procedure, Petitioner requests
that Registrant produce any and all Documents which relate or refer to each of the fourteen (14)
categories set forth above at above noticed deposition, to the extent such documents have not
already been produced in the related civil action between the parties, Roxbury Entertainment v.
Penthouse Media Group Inc. et al., Case No. CV 08-03872, in the Central District of California.

As used herein, “Document” and “Documents” shall mean and include all written,
recorded, or graphic matters, however produced or reproduced, whether or not privileged,
pertaining in any way to the subject matter of this action, including but not limited to all those
~ documents within the scope of the term “documents™ under Rule 1001 of the Federal Rules of
Evidence. This definition includes, buf is not limited to, any and all originals, copies, or drafts of
= ‘any ‘andz .al‘lv of rthe following: records; noteéi'; summanes,contracts or'agreements;“ drawings; o
sketches; fnvoices, orders or acknowledgments; labels, tags, advertising and promotional
materials, CADv images; diaries, reports, forecasts or appraisals; memoranda or telephone or in-
person conversations by or with any person, or any other memoranda; letters, telegrams, telexes,
or cables prepared, drafted, received or sent; tapes, transcripts or recordings; electronic data;
photographs, pictures or films; computer programs or data or other graphic symbolic, recorded or
written materials of any nature whatsoever. Without limiting the scope of the definition of
“Document”, “Document” includes, without limitation, labels, tags, and samples of products.
Any document which contains any comments, notation, addition, insertion or marking of any
kind which is not part of another document or document which does not contain any comment,

notation, addition, insertion, or marking of any kind which is part of another document, is to be

considered a separate document.



Dated: March 23, 2011

Petitioner Penthouse Digital Media Productions Inc.

One of its attorney,

Floyd A. Mandell

Cathay Y. N. Smith

KATTEN MUCHIN ROSENMAN LLP
525 West Monroe Street
‘Chicago, Illinois 60661

(312) 902-5200

Kiristin L. Holland

KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600
Los Angeles, California '
(310) 788-4400



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)

Petitioner, )

)

V. ) Cancellation No. 92049926

)

CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
)

Registrant. )

CERTIFICATE OF SERVICE

I hereby certify that on this 23rd day of March 2011, 1 caused a true and correct copy of
the foregoing to be served upon:

Mr. Paul D. Supnik - g :
9401 Wilshire Boulevard, Suite 1250
Beverly Hills, CA 90212 - S

via Hand Delivery and E-Mail, and

Mr. Kirk M. Hallam
201 Wilshire Blvd, 2nd Floor
Santa Monica, CA 90401

vig First Class Mail and E-Mail.

Com oy shial

Cathay Y. N. Smith
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Trademark Trial and Appeal Board Electronic Filing System. http.//estta. uspto.gov
ESTTA Tracking number: ESTTA345006

Filing date: 04/30/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92049926

Party Plaintiff
Penthouse Digital Media Productions Inc.

Correspondence Floyd A. Mandell, Esq.

Address Katten Muchin Rosenman LLP

525 W. Monroe St.

Chicago, IL 60661

UNITED STATES

floyd.mandell@kattenlaw.com, lisa.shebar@kattenlaw.com,
cathay.smith@kattenlaw.com

Submission Motion to Reopen

Filer's Name Cathay Y. N. Smith

Filer's e-mail floyd.mandell@kattenlaw.com, cathay.smith@kattenlaw.com,
lisa.shebar@kattenlaw.com

Signature Is/

Date 04/30/2010

Attachments Petitioner's Request to Reopen Proceeding and For Telephone Conference.pdf (

52 pages )(2625959 bytes )




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)

Petitioner, )

)

v. ) Cancellation No. 92049926

)

CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
)

Registrant. )

PETITIONER’S REQUEST TO REOPEN PROCEEDING
AND FOR TELEPHONE CONFERENCE

Petitioner Penthouse Digital Media Productions Inc. (“Petitioner”) respectfully requests
tﬁe Board to resume this proceeding in'light ‘'of the stay of the U.S. District Court civil action that
gccasioned Vthe suspension of this proceedivng,‘ and fespectfully_ réél;lests ételephone cénfer,ence,to
be scheduled w1th the Interlocutory Attorney‘in ord¢r to resolve certain scheduling issues in this
proceeding.

1. On February 19, 2009, the Board suspended this proceeding (the “Cancellation
Proceeding”) pursuant to the parties’ stipulation filed in the U.S. District Court, Central District
of California, Civil Action No. CV-08-03872 FMXC (JWIx) (the “Civil Action”). (See Docket
No. 10.)

2. On April 22, 2010, the District Court ordered the Civil Action stayed in its
entirety in order to permit the Board to first resolve this Cancellation Proceeding. The District
Court’s “Order To Stay Case” is attached hereto as Exhibit A.

3. Petitioner’s views concerning the scheduling and status of this Cancellation

Proceeding, which were filed with the District Court, are attached hereto as Exhibit B; and



Registrant’s views concerning the scheduling and status of this Cancellation Proceeding, which
were filed with the District Court, are attached hereto as Exhibit C.

4. From these filings it appears that Petitioner and Registrant agree that: (1)
Registrant’s reply to Petitioner’s counterclaim in the Civil Action should serve as Registrant’s
responsive pleading in this Cancellation Proceeding, and (2) the discovery period should be
closed in this Cancellation Proceeding.

5. Nevertheless, as described in Exhibit B, Petitioner believes that there are issues
remaining concerning the status and scheduling of this Cancellation Proceedihg and,
accordingly, believes the most effective and efficient manner to deal with such issues is a
telephone conference with the Interlocutory Attorney and counsel for the parties in order to seek

resolution of these issues and to set a scheduling order in this Cancellation Proceeding.’

Date: April 30,2010

Respectfully submitted,

o 80y Mhiniha,

Floyd A. Mandfilj
Lisa K. Shebar
Cathay Y. N. Smith

Attorneys for Petitioner

Katten Muchin Rosenman LLP
525 West Monroe Street
Chicago, Illinois 60661

(312) 902-5200




Exhibit A

Penthouse Digital Media Productions Inc. v. Cloudstreet, Inc. d/b/a
Roxbury Entertainment, Cancellation No. 92049926

Petitioner’s Exhibit



Case 2:08-cv-03872-JHN-FMO Document 220 Filed 04/22/10 Page 1 of 1

JS-5
UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA
_ CIVIL MINUTES - GENERAL
Case No.  2:08-cv-03872-JHN-FMOx vD'at‘,e»:v, April 22,2010
.T.i_ﬂe . Roxbury Entertainment v. Penthouse Media Group, Inc. et al
- JACQUELINE H. NGUYEN
Alicia Mamer Not Reported N/A
Deputy Clerk ' Court Reporter / Recorder Tape No.
Attorneys Present for Plaintiffs: Attorneys Present for Defendants:

Not present Not present

Proceedings: ORDER TO STAY CASE (In Chambers)

The Court has read and considered the parties' responses to the Order to Show Cause ("OSC") issued by
the Court on March 25, 2010, as to whether the Court should stay this litigation in order to permitthe « . .
Trademark Trial and Appeal Board ("TTAB") to resolve the cancellation proceedings initiated by* .-, .
Defendants. BFRTEER

The only claims that remain pending in this litigation involve the validity of Plaintiff's trademark .
registrations, which Defendants seek to cancel. As such, the Court agrees with the parties’
determination that a stay is appropriate in this case. However, the Court declines to rule on the
evidentiary objections Defendants mention in their responsive briefing, and the Court is not persuaded
that it can, or should, attempt to direct the TTAB's handling of substantive or procedural matters
presented in connection with Defendants’ cancellation claims. Cf,, e.g., Howsam v. Dean Witter
Reynolds, Inc., 537 U.S. 79, 81-85 (2002) (considering the interpretation and application of a section of
the National Association of Securities Dealers ("NASD") Code of Arbitration Procedure and finding that
the applicability of the NASD time limit rule presented the type of "procedural” question that "grow]s]
out of the dispute and bear[s] on its final disposition," rendering it a matter for the arbitrator, not the
court, to decide). Accordingly, the Court hereby ORDERS that this case is STAYED in its entirety in
order to permit the TTAB to resolve the cancellation proceedings initiated by Defendants. The Court
also ORDERS the parties to meet and confer and to file a joint status report with the Court every 90
days until the stay is lifted by the Court.

IT IS SO ORDERED.
N/A

Initials of Preparer AM

CV-90 (06/04) CIVIL MINUTES - GENERAL Page 1 of 1



~ Exhibit B

Penthouse Digital Media Productions Inc. v. Cloudstreet, Inc. d/b/a
Roxbury Entertainment, Cancellation No. 92049926

Petitioner’s Exhibit
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Case 2:08-cv-03872-JHN-FMO Document 218 Filed 04/19/10 Page 1 of 33

Kristin L. Holland (SBN 1873 14?

David M. Newman (SBN 246351)
KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600

Los Angeles, CA 90067-3012

Telephone: 310.788.4400

Facsimile: 310.788.4471

Floyd A. Mandell (admitted pro hac vice)
Cat a¥ Y. N. Smi n&admltted ro hac vice)
KATTEN MUCHIN ROSENMAN LLP
525 W. Monroe Street

Chicago, IL 60661-3693

Telephone: 312.902.5200

Facsimile: 312.902.1061

Ira P. Rothken (SBN 160029
ROTHKEN LAW FIRM LLP
3 Hamilton Landing, Suite 280
Novato, CA 94949-8271
Telephone: 415.924.4250
Facsimile: 415.924.2905
Attorneys for Defendants and Counterclaimants
UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA |
WESTERN DIVISION (Los Angeles)

ROXBURY ENTERTAINMENT, a CASE NO. 2:08-cv-03872 JHN (FMOx)
California corporation, ' :
o | DEFENDANTS’ RESPONSE TO
Plaintiff, ORDER TO SHOW CAUSE RE:
: STAY OF LITIGATION AND
Vs. TRANSFER TO TTAB;
DECLARATION OF KRISTIN

PENTHOUSE MEDIA GROUP, INC.,a) HOLLAND; PROPOSED ORDER
Nevada corporation; PENTHOUSE :
DIGITAL MEDIA PRODUCTIONS

INC., 2 New York corporation; PULSE

DISTRIBUTION, LLC, a California

LLC; and DOES 1-10, inclusive,

Defendants.

AND RELATED COUNTERCLAIM. §

31521270_214143_00028 N | 2:08-cv-03872 JHN (FMOx)
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RESPONSE TO ORDER TO SHOW CAUSE
Defendants hereby _respond to the March 25, 2010 Order to Show Cause

regarding whether the Court should stay this litigation in order-to permit the
Trademark Trial and Appeal Board (“TTAB”) to first resolve the cancellation
proceedings initiated by Defendants.

1. The Court Should ‘Stéy; This Litigation To Allow The TTAB To First
Resolve The Cancellation Proceeding Initiated By Defendants

On April 8, 2010, counsel for the parties met and conferred pursuant to the

Court’s Order. The parties agreed to a stay of this litigation pending the TTAB
resolving the cancellation proceeding initiated by Defendants in the TTAB.

(Declaration of Kristin Holland (“Holland Decl.”), ¥ 2.) '

Accordmgly, this Court should exerc1se its discretion to stay this litigation in| . - . : .

order to penmt the TTAB to first resolve the cancellation proceedmg 1n1t1ated by
Defendants. See, e.g., Citicasters Co. v. Country Club- Commumcatzons 44 U SP.Q.|
2d 1223, 1223-24 (C.D. Cal. 1997); Microchip Technology, Inc. v: Motorola Incd,No
Civ. A. 01-264-JJF, 2002 WL 32332753, at *3.(D. Del. May 28, 2002); Kemin
Industries, Inc. v. Watkins Products, Inc., 183 U.S.P.Q. 799 (D. Minn. 1974).

II. Defendants Will Be Prejndiced If The Court Does Not Resolve Certain
Discovery Issues Prior To Stay Of This Litigation .

Counsel for the parties discussed several additional issues during the April 8,
2010 meet and confer, and further in an April 15, 2010 E-Mail. Defendants believe
they would be prejudiced should these issues not be resolved by this Court before a

stay is imposed. The parties were not able to reach a consensus on all of these issues.

(Holland Decl.,, 1Y 2-3.) In order to prevent prejudice to Defendants, Defendants

! The Complaint in this case was dlsmlssed on December 21, 2009, when this Court
anted Defendants’ motion for summary judgment. (Docket H 189 195.) That
ecision is currently bein ap_pealed by P am’uff At this time, only Defendants’

Counterclaims, Plaintiff’s Motion for Summarg Judgment, and Defen ants’ motions

for fees sanctions, and costs (Docket ## 199, 201) remam pending.

31521270_214143_00028 - ) 2 2:08-cv-03872 JHN (FMOx)
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Kristin L. Holland (SBN 1873 14?

David M. Newman (SBN 246351)
KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600

Los Angeles, CA 90067-3012

Telephone: 310.788.4400

Facsimile: 310.788.4471

Floyd A. Mandell (admitted pro hac vice)
Cat 'I?’if Y. N. Smith (admitted pro hac vice)
HKATTEN MUCHIN ROSENMAN LLP
525 W. Monroe Street

Chicago, IL 60661-3693

Telephone: 312.902.5200

Facsimile: 312.902.1061

Ira P. Rothken (SBN 160029
ROTHKEN LAW FIRM LLP
3 Hamilton Landing, Suite 280
Novato, CA 94949-8271
Telephone: 415.924.4250
{|Facsimile: 415.924.2905

At_tbi‘neys for Deféh‘dants and Counter@laimants R v

. UNITED STATES DISTRICT COURT .. R

' CENTRAL DISTRICT OF CALIFORNIA * - ..
WESTERN DIVISION (Los Angeles) -

ROXBURY ENTERTAINMENT, a CASE NO. 2:08-cv-03872 JHN (FMOx)
California corporation, ‘ . R
- DEFENDANTS’ RESPONSE TO
Plaintiff, ORDER TO SHOW CAUSE RE:
: STAY OF LITIGATION AND
VS. TRANSFER TO TTAB;
DECLARATION OF KRISTIN

PENTHOUSE MEDIA GROUP, INC.,a) HOLLAND; PROPOSED ORDER
Nevada corporation; PENTHOUSE : :
DIGITAL MEDIA PRODUCTIONS

INC., a New York corporation; PULSE

DISTRIBUTION, LLC, a California

LLC; and DOES 1-10, inclusive,

Defendants.

AND RELATED COUNTERCLAIM. i

31521270_214143_00028 -1 2:08-cv-03872 JHN (FMOx)
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Case 2:08-cv-03872-JHN-FMO Document 218  Filed 04/19/10 Page 2 of 33

RESPONSE TO ORDER TO SHOW CAUSE
Defendants hereby respond to the March 25, 2010 Order to Show Cause
regarding whether the Court should stay this litigation in order to permit the
Trademark Trial and Appeal Board (“TTAB”) to first resolve the cancellation

proceedings initiated by Defendants.
j ‘The Court Should Stay This Litigation To Allow The TTAB To First

Resolve The Cancellation Proceeding Initiated By Defendants

On April 8, 2010, counsel for the partieé met and conferred pursuant to the|

Court’s Order. The parties agreed to a étay of this litigation pending the TTAB
resolving the cancellation proceeding initiated by Defendants in the TTAB.!
(Declaration of Kristin Holland (“Holland Decl.”), §2.) |

i *Accoidingly, this Court should exercise its discretion to stay this litigation in
‘Qrderv‘té pe;ﬁ;nit the TTAB to first resolve the cancellation proceeding initiated by|.

fDefeﬁdants. See, e.g., Citicasters Co. v."Country Club Communications, 44 USPQ B g

2d 1223, 1223-24 (C.D. Cal. 1997); Microchip. Technology, Inc. v. Motorola, Inc., No.|.
Civ. A. 01-264-JJF, 2002 WL’ 32332753, at *3 (D. Del. May 28, 2002); Kemin
Industries, Inc. v. Watkins Products, Inc., 183 U.S.P.Q. 799 (D. Minn. 1974).
II. Defendants Will Be Prejudiced If The Court Does Not Resolve Certain
|| Discovery Issues Prior To Stay Of This Litigation '
Counsel for the parties discussed several additional issues during the April 8,
2010 meef and confer, and further in an April 15, 2010 E-Mail. Defendants believe
they would be prejudiced should these issues not be resolved by this Court before a

stay is imposed. The parties were not able to reach a consensus on all of these issues.

(Holland Decl., 9 2-3.) In order to prevent prejudice to Defendants, Defendants

! The ComPIaint in this case was dismissed on December 21, 2009, when this Court
anted Defendants’ motion for summary judgment. (Docket ## 189, 195.) That
ecision is currently being ‘appealed by Plaintiff. At this time, only Defendants’

Counterclaims, Plaintiff’s Motion for Summary Judgment, and Defendants’ motions

for fees, sanctions, and costs (Docket ## 199, 201) remain pending.

31521270_214143_00028 2 2:08-cv-03872 JHN (FMOzx)
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Case 2:08-cv-03872-JHN-FMO Document 218  Filed 04/19/10 Page 3 of 33

respectfully request that the Court consider, and resolve, the following issues before it

stays this litigation:
1. Use Of Discovery From This Litigation In The TTAB Cancellation

Proceeding,.
Discovery is now closed in this litigation. Accordingly, in order to avoid the

duplication of efforts concerning discovery of the same factual and legal issues, and to
avoid any unnecessary costs and delay, discovery should be closed in the TTAB
cancellation proceeding, and the parties should be permitted to use all discovery|.
obtained by them in this litigation, including documents, disclosures, and testimony,

in the TTAB cancellation proceeding. Defendants believe that Plaintiff agrees to this

position.

Plamtlff’s Motmn for Summary Judgment..

.2, Defendants Should Be Permitted To Supplement Their Response to;- .. . .

On October 5, 2009, Plaintiff. filed a2 Motion for Summary Judgment (“MSJ’ ), e
atid Defendarits responded . on ()ctober 26,.2009.. . (Docket ## 147 166) Onj-

November 9, 2009, the Court took. Plaintiff’s MSJ off calendar. (Docket # 186.)|
Indeed, if the Court stays this litigation, and if Plaintiff’s MSJ is to be decided by the
TTAB, Defendants would be prejudiced if they do not have the opportunity to
supplement and/or file a new opposition brief with applicable law from the TTAB and
the Federal Circuit. The current briefing assumes that the law of the 9th Circuit and of
'|| this District controls. |

3.  Evidence Not Produced During Discovery Should Be Barred
The parties should be barred from presenting any evidence in the TTAB

cancellation proceeding that they did not produce by the close of discovery pursuant
to a txmely request and/or mandated by Rule 26 disclosures in this ht1gat10n
including, without limitation, documents, disclosures, and testimony.

For instance, in support of its Motion for Summary Judgment (“MSJ”),’and
after the close of discovery, Plaintiff submitted two declarations: one of Kirk Hallam

31521270_214143_00028 .3 2:08-cv-03872 JHN (FMOx)
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(Plaintiff’s principal owner and primary officer and agent, as well as its legal counsel)
and one of Paul Supnik (Plaintiff’s trademark counsel). (Docket # 147-2.) These
declarations were used to purportedly demonstrate that Plaintiff did not engage in
fraudulent conduct when it secured three trademark registrations for the mark “Route
66” — an issue at the heart of Defendants’ cancellation proceeding in the TTAB, and
its Counterclaims in this case. » |

In opposition to the MSJ, Defendants timely submitted Evidentiary Objections
to both declarations. (Docket ## 166-5 and 166-6.) Defendants obj ected on numerous
grounds, including that Plaintiff refused during the discovery period to produce the
specific information contained in the two declarations or related information, although

it was requested as part of a Fed. R. Civ. P. 36(b) notice and as part of written|

||discovery.2 i v s

Specifically, Defendants had deposed Mr. Hallam personally, and as a Fed. R.

1l civ P. 30(b)(6) witness after Magiélrate' Judge Olguin ordered him:to appear pursuant| . > .. .

||to-a’ AM_‘Otio-n"fjtoﬂ Compel, . filed after’ he “failed to. appear at a previously noticed-

‘|| deposition. (Holland Decl., §7.) Mr. Hallam was questioned regarding the very facts
asserted in those declarations. Mr. Hallam instructed himself not to answer these
questions and refused to provide such information. during his deposition on the
grounds that it would violate the attorney-client privilege and the attorney work-| .
product doctrine. Mr. Hallam’s conduct forced Defendants to file numerous discovery
motions (Docket ## 118, 119, 142) to compel Plaintiff to provide this neéessary :
testimony. Those discovery motions, however, have not been resolved. (Holland
Decl., §94-12.)

As a result, Defendants were not able to réopen Mr. Hallam’s deposition nor

were they on notice that Mr. Supnik would be a witness. To date, the Court has not

2 Defendants also objected to the Declaration of Paul Supnik on the, ounds that he
had never been identified as a potential witness for Plaintiff in Plaintiff’s Initial Rule
26 Disclosure, its discovery responses, or at the deposition of Mr. Hallam. As such,
Defendants were not on notice that Mr. Supnik would be a witness and did not depose

him.

31521270_214143_00028 4 2:08-cv-03872 JHN (FMOx)
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ruled on Defendants’ Evidentiary Objections (filed concurrently with Defendants’
Opposition) because it deferred its ruling on the MSJ. Therefore, despite the fact that
Defendants timely objected to the declarations. (see Pfingston v. Ronan Engineering
Co., 284 F. 3d 999, 1003 (9th Cir. 2002)), and had attempted to compel Mr. Hallam’s
testimony prior to the discovery cut-off, the issue of whether the declarations are
admissible evidence remains unresolved.

Allowing the admission of such untimely “evidence” in the TTAB cancellation
proceeding would prejudice Defendants, especially where, as here, Defendants are
foreclosed from examining the declarants of such evidence. Indeed, Plaintiff should
not be able to refuse to provide informaﬁon when sought by Defendants during
discovery, but then provide it in support of Plaintiff’s case in the TTAB cancellation
proceeding. Accordingly, Defendants respectfully request that the Court strike Mr.

|| Hallam’s and Mr. Supnik’s Declarations, and/or. bar:either ,partygfrom'prgasenting,an}c o
|levidente in the TTAB cancellation proceeding that they did:not pl;qdubégbyr.the closef-. = -.

of discovery pursuant to a timely request andfor mandated by Ru1e26 diS,CldSUTGS inf. -

|| this Hﬁgéﬁon, including, without limitation, documents, disclosures, and testimony. ... .- ° v

Alternatively, if the Court declines to do so, Defendants respectfully request
that the Court permit Defendants to depose Mr. Hallam and Mr. Supnik on the limited| -

issues relating to the facts contained in their Declarations.” Given Mr. Hallam’s past

3 During the meet and confer, Plaintiff objected to this as a “reopening of discovery”
after the discovery deadline has passed.  That characterization is incorrect.
Defendants do not seek to reopen discovery and do not intend to pursue discovery on
any additional facts beyond those that Plaintiff improperly prevented Defendants from
obtaining. Defendants seek only to discover facts that Plaintiff improperly prevented
them from doing so before the close of discovery. In any event, even if this were an
issue regarding the “modification” of the standing discovery schedule in this action,
Defendants’ predicament clearly establishes “good cause” for the Court to permit
Defendants to depose Mr. Hallam and Mr. Supnik on very limited topics relating to
their testimony offered in the Declarations. F.R.C.P. 16(b) (Adv. Comm. Notes on
1983 Amendment to Rule 16(b).) While testimony of these witnesses can be obtained
by calling them as adverse witnesses during this testimony period, at that stage, it
would be after the consideration of a summary judgment motion, and thus, would

31521270_214143_00028 5 2:08-cv-03872 JHN (FMOx)
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1 {| conduct of refusing to respond to questions on the ground of privilege after it is clear
2 |/that he has opened to door to facts by virtue of his filing self-serving declarations, this
3 || Court should retain jurisdiction to enforce any discovery order. This will ensure that
4 || Mr. Hallam and Mr. Supnik do not refuse to answer questions dir_ectl'y related to their
-5 |l declarations. Plaintiff should not be allowed to use the attorney-client privilege when
. 6 ||it suits its purposes, while affirmatively giving tesﬁmony on the identical subject
7 ||areas. ' |
8 ||III. Defendants Believe The Anticipated Duration Of The TTAB Cancellation
9 || Proceeding Will Be Approximately 12 Months |
10 The depositions of Mr. Hallam and Mr. Suf)nik can be completed within two
11 ||consecutive business days. (Holland Decl., § 13.) Thereafter, absent any extensions
s 12 |jof time or motions for summary judgment, a typical TTAB cancellation proceeding
a% g% 13 ||1asts 6 % months from the.day. discoverycloses to the.end of the parties’. trial periods
5 i §8 14 {|when'the case is ready for decision..(Holland Decl;, 14.). Addiﬁqnguy,a;accoﬁrgding to
E § ‘E%ﬁé:’IS |lthe TTAB’s- website, the TTAB. presently: remders. ;decision‘s‘ in'j‘prpc';g@dings
: * /16 ||approximately 24 weeks after the case is ready for decision. (Holland Decll; g 14.)
17 || Accordingly, if discovery is closed in the TTAB cancellation proceeding, Defendants
18 || believe that the TTAB cancellation proceeding will likely last approximately 12 %
19 ||months absent any extensions and/or stays.
20 |{/7/
21 |{//7/
22 /11
23 ||/ 11
24 |11/
25 (/17
26 (1//7
27
28 Ifa_gejudice Defendants unless the declarations are stricken pursuant to the objections on
ile. : :
31521270_214143_00028 6 2:08-cv-03872 JHN (FMOx)
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Accordingly, Defendants agree that the Court should exercise its discretion to

stay this litigation in order to permit the TTAB to first resolve the cancellation

proceedings. -

Dated: April 19, 2010 KATTEN MUCHIN ROSENMAN LLP

By: _s/Kristin L. Holland
Attomeys for Defendants and Counterclaimants

KATTEN MUCHIN ROSENMAN LLP

By: __s/Floyd A. Mandell "
Attorneys for Defendants and Counterclaimants

s ROTHKEN-LAW FIRMLLP . . - -

i -

_ By:_s/TIraP. Rothken ST
-+ -Attorneys for Defendants and (fb_lm_terclalmants‘

31521270_214143_00028 7 " 2:08-cv-03872 JHN (FMOx)
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DECLARATION OF KRISTIN HOLLAND

I, Kristin Holland, hereby declare:

1.  Iam an attorney licensed in all the courts of the State of California and
before this Court, and I am a partner at the law firm of Katten Muchin Rosenman
LLP, attorneys of record for defendants and counterclaimants Penthouse Media Group
Inc., n/k/a FriendFinder Networks Inc., Penthouse Digital Media Productions Inc., and
Pulse Distribuﬁon LLC (collectively, “Defendants”). I make this Declaration in

support of Defendants’ Response to Order to Show Cause.
2. On April 8, 2010, 1, along with my colleagues Floyd Mandell and Dav1d

Newman, ‘met and conferred telephonically with Kirk Hallam, counsel for plamtlff
Roxbury Entertainment (“Plaintiff”). A court reporter was present to transcribe the
proceeding. As a general matter, the parties agreed to-a stay of this action while the

{Imatter is transferred to the TTAB. SETL e e S O TS H

3. On April 15, 2010, after con31der1ng Mr.: Hallam S posmon and w1sh1ng o

to compromise and clarify our position, I further sent an e-mail to Plamtlff’s counsel BT

inviting Plaintiff to agree on certain discovery related issues. A true and correct copy

of this e-mail is attached heteto as Exhibit A.
4, One of the issues that was not resolved during the meet and confer was

whether the Court should strike Mr. Hallam’s and Mr. Supnik’s declarations in
support of Plaintiff’s Motion for Summary Judgment (“MSJ”), or whether Defendants
should be able to depose Mr. Hallam and Mr. Supnik regarding the statements they
made in their declarations. This requires a brief explanation of the background of|
Defendants’ attempts to depose Plaintiff and ascertain the facts asserted in those
declarations. '

5. Pursuant to an agreement of the parties in early July, Defendants noticed
Plaintiff’s 30(b)(6) deposition for July 29, 2009. However, neither Mr. Hallam, nor
any witness(es) for Plaintiff, appeared at this deposition, nor did Plaintiff seek a

timely protective order.

31521270_214143_00028 o 2:08-cv-03872 JHN (FMOx)
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6.  As a result, Defendants filed a Motion to Compel and For Sanctions to
force Plaintiff to appear for its deposition and to reimburse Defendants the costs and
fees that were needlessly incurred in light of Plaintiff’s unilateral “cancellation” of the
deposition just 36 hours before is was set to proceed. Just a few days later, Plaintiff
filed 2 Motion for Protective Order in an attempt to avoid having to produce a witness
to appear for any deposition, which Defendants opposed. |

7. After reviewing the parties’ respective motions, Magistrate Judge Olguin
issued an “Order re: Discovery Motion” on August 17, 2009. The Order compelled
Plaintiff to appear for its 30(b)(6) deposition on August 26, 2009 and to provide
substantive testimony. Judge Olguin determined that Plaintiff’s purported grounds for
refusing to appear were “h,ieritless” and thwarted Defendants’ right to discover facts
“{} about Plaintiff and Plaintiff’ s allegations in the Complaint: (Docket # 138.) . .-

. ;Among ‘the areas of testimony for. which Plaintiff was requlred to}

| produce a witness pursuant to Fed. R. Civ. P. 30(b)(6) were. Plamtlft’s “ﬁrst use: .and| .
- f‘alleged continuous -use of the Route 66. Mark ? “Plaintiff’s acqulsmon of its. Blalmed
ghts in the Route 66 Mark,” “any- and all allegations contained in . Dcfendants
First Amended Counterclaim, and Plaintif’s Answer and Affirmative Defenses to
Defendants’ First Amended Counterclaim,” “all facts relating to the federal trademark
applications and registrations for the Route 66 Mark,” “information relating to any
and all alleged motion pictures produced, distributed, sold, marketed, and/or
advertised -under the Route 66 Mark,” “the evidence Plaintiff intends to introduce at
trial,” “the witnesses Plaintiff intends to call to testify- at trial,” and “information
relating to ownership of the Route 66 Mark.” A true and correct copy of the Amended|.
Notice of Deposition of Roxbury Entertainment is attached hereto as Exhibit B.

9. On August 26 and 27, 2009, Mr. Hallam appeared as the sole designated
witness for Plaintiff’s 30(b)(6) deposition. At the deposition, Mr. Hallam was either
unprepared or unwilling to answer questions about basic elements of Plaintiff and

Plaintiffs claims; improperly refused to answer questions; failed to produce

31521270_214143_00028 © 10 2:08-cv-03872 JHN (FMOx) :
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responsive documents; and instructed himself not to answer questions that pertained to
factual issues in this action on the grounds of attorney-client privilege and attorney
work-product doctrine. This includes questions bearing directly on grounds for
canceling Plaintiff’s fraudulent trademark registrations.

10. As a result of Mr. Hallam’s evasive and non-responsive testimony,
Defendants. filed a Motion for Sanctions (Docket # 142) seeking to prevent Plaintiff
from producing any evidence at trial or otherwise on the numerous topics that Plaintiff
failed to provide substantive, factual testimony. The transcript of the 30(b)(6)
deposition is attached as an exhibit to that motion, as well as multiple appendices that
list all of the unanswered questions for which Mr. Hallam refused to provide any
substantive testimony.

11, On October 5, 2009, Plaintiff filed its MSJ.. In support of the MSJ, Mr.}, -
Supmk subrmtted an eleven (11) page Declaration purporting to. testify | toa number, off .

toplcs related to Plaintiff’s trademarks and trademark apphcatlons (Docket # 147-2. ) TN
|| M. SUpmk was never identified as a potential w;ltness at any stage n the lmgatlon ~ 1\,; S

not m. Plaintiff’s Initial: Disclosures, not in Plaintiff’s discovery responses, and not|
durinf;r, Plaintiff’s 30(b)(6) deposition. Accordingly, Defendants objected to Mr.
Supnik’s testimony on the grounds that Defendants had been improperly prevented
from discovering the very facts that he asserted in his Declaration. |

12. Mr. Hallam also submitted a Declaration in support of the MSJ
purporting to provide evidence on a wide range of topics. (Docket # 147-2, attached
hereto as Exhibit C.) Notably, Mr. Hallam “testifies” to factual matters that he was
specifically -asked during Plaintiff’s 30(b)(6) deposition but for which he refused to
provide any substantive answers. For instance, during Mr. Hallam’s deposition,
Defendants sought information regarding Plaintiff’s alleged continuous use of its
trademark since 1960. Mr. Hallam hid behind the attorney-client and attorney-work
product doctrine. Below is an excerpt from Mr. Hallam’s deposition transcript, a true

and correct copy of which is attached hereto as Exhibit D.

|| 31521270 214143 _00028 11 2:08-cv-03872 JHN (FMOx)
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Q. Do you have evidence showing continued use of

“Route 66” by you or by your predecessors in interest for the

last 48 years?

A.  Yes.

Q. - What is that evidence?

A. | That, you’re asking me for my opinions and
- conclusions and knowledge as the litigator handling this

case on behalf of Roxbury Eﬁtertainment and as counsel for
- Roxbury Entertainment, I have to assert attorney-client and

workplace /sic/ privileges notto answer.

Remarkably, in support of Plaintiff’s MSJ, Mr. Hallam provides extensive

testiinony‘regarding the first use, and continuous use, of “Route 66”.in paragraphs 9-| = ... -
11- of his Declaration. Thus, on-the one, hand, he refused to disclose: thls mformauon e v

4||on the ba31s “of “privilege” during -his -deposition,.‘but then: ﬁeely provxdes L

information m support of Plaintiff’s MSJ.. . Plaintiff- should not be able to-refusd to o

‘provide this information when'sought by Defendants during Mr. Hallam’s deposmon,
but then provide it in support of Plaintiff’s MSJ or as evidence in support of Plaintiff’s
case in the TTAB cancellation proceeding.

13. Based on Mr. Hallam’s past conduct, Defendants are concerned that any
order that Mr. Hallam and Mr. Supnik submit to a deposition may be fittile unless this
Court retains jurisdiction to ensure compliance with such order. If the witnesses are
straightforward and cooperative, their depositions can be completed in less than two
business days.

14. 1 am informed and believe, based upon my review of several TTAB
orders scheduling trial dates and conversations with TTAB specialists in my firm, that
a typical TTAB proceeding lasts 6 % months from the date discovery closes through

the end of the parties’ trial periods when the case is ready for decision. Furthermore,

.the TTAB website, located - at <http://www.uspto.gov/trademarks/process/ '

31521270 _214143_00028 ' 12 2:08-cv-03872 JHN (FMOx)
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appeal/guidelines/ttabfag.jsp>, states that “[p]resently, the TTAB is rendering

decisions in proceedings approximately 24 weeks after the case is ready'for decision.”
Accordingly, it is my belief that the TTAB cancellation proceeding will last

approximately 12 % months absent any extensions of time or motions for summary

judgment. :
I declare under penalty of perjury under the laws of the United States that the

foregoing is true and correct. Executed this 19th day of April, 2010, at Los Angeles,
California. '

s/ Kristin Holland

31521270_214143_00028 13 : . 2:08-cv-03872 JHN (FMOx)
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Néwman, David M

From: Holland, Kristin L.

Sent: Thursday, April 15, 2010 10:06 AM

To: ‘*kmhallam@aol.com’

Cc: Mandell, Floyd A.; Newman, David M _

Subject: Roxbury/Penthouse — Proposed Order Regarding Transfer/Stay of Case
Attachments: Penthouse - Proposed Order on Transfer fo TTAB (3).00C

Kirk,

" We attach a proposed order regarding the stay of the case which plan to submit to the Court with our brief on
Monday. We invite you to agree to the attached order, or suggest any changes to the order for our consideration
on or before Noon tomorrow (12 p.m. on April 16, 2010), as briefs are due on April 19, 2010. You are aiso
‘welcome to call us if you would prefer to speak with us over the phone.

Kristin

KRISTIN L. HOLLAND

Partner S ‘

Katten Muchin Rosenman LLP o

2029 Century Park East, Suite 2600/ Los Angeles, CA 90067-3012 -~

p /(310) 788-4647 1/ (310) 712-8424
.$_<risﬁn.holland@‘kattenlaw.cornI www.kattenlawseoni: © i '

15 .-
4/19/2010
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Kristin L. Holland (SBN 1873 14?

David M. Nem%a]gé\SIBN 246351)

KATTEN MU ROSENMAN LLP

2029 Century Park East, Suite 2600

Los Angeles, CA 90067-3012

Telephone:. 310.788.4400

Facsimile; 310.788.4471

kristin.hollan ttenlaw.com
avid.newman({@kattenlaw.com

Floyd A. Mandell tgladmittgad pro hac vice)

Cathay Y. N. Smith (admitted pro hac vice)

KATTEN MUCHIP ROSEI\KV,[AN LLP

525 W. Monroe Street 4

Chicago, IL 60661-3693

Telephone: 312.902.5200

|| Facsimile: 312.902.1061

O 0 N1 Y W N e

10 ||Ira P. Rothken XSBN 160029
ROTHKEN LAW FIRM LLP

11 ||3 Hamilton Landing, Suite 280
Novato, CA 94949-8271

12 || Telephone: 415.924.4250-

13 Facsimile: 415:924.2905

” Attonieys for Defendants and Qountgrc}aimantg .

15 UNITED STATES DISTRICT COURT

16 CENTRAL DISTRICT OF CALIFORNIA

17 WESTERN DIVISION (Los Angeles)

18 ||ROXBURY ENTERTAINMENT, a CASE NO. 2:08-CV-03872 FMC (JWJx)
California corporation, -

19 Plaintiff. AMENDED NOTICE OF

20 ? { DEPOSITION OF ROXBURY

01 vS. ENTERTAINMENT

- || PENTHOUSE MEDIA GROUP INC,, )
22 [In.k.a. FriendFinder Network Inc., a DATE: . July 29, 2009
vy | Devada corporation: PENTHOUSE, ) LAGE:  Ratten Muckin
: INC... 2 New York co%oraﬁoq; PULSE PLACE: Katten Muchin Rosenman LLP

24 || DISTRIBUTION, LLC, a California 2029 Century Park East

. LLC; and DOES 1-10, inclusive, : Suite 2600

25 Defendants ' Los Angeles, CA 90067-3012

26 _ '

27 || AND RELATED COUNTERCLAIM. ;

28

31485015_214143-00028 ' 17 1 2:08-CV-03872 FMC (YWJx)
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6. Products and/or services created, produced, engineered, marketed,
advertised, promoted, distributed, sold and/or offered for sale, by, for or on behalf of
Plaintiff, for, under, on or in connection with the Route 66 Mark (collectively,
“plaintiff's ROUTE 66 Products/Services”).

7. Investigations, surveys, studies, market research or _other analyses
regarding (a) the familiarity of consumers with Plaintiff and/or the Route 66 Mark; (b)
the respective services, products and/or marks of Plaintiff or Defendants; (c) any
confusion or likelihood of confusion resulting from Defendants’ activities as alleged
in the Complaint; and/or (c) Defendants’ activities as alleged in the Complaint.

8. Advertising, promotion and marketing of the Route 66 Mark and/or
Plaintifs ROUTE 66 Products/Servxces, including the dollar amounts expended by

9. D1str1but10n and/or sale and/or attempted dlstnbutlon and/or sales . of
goods and/or services by Plamtlﬂ' under the Route 66 Mark. ah 'f .

10. ‘The demographic charactenstlcs of the' consumer group to whxch
Plaintif’s ROUTE 66 Products/Services are: sold, advertised, marketed and/or
promoted and any evidence supportmg such. - _ ' '

11. Communications with customers, licensees, consumers, potential
customers, licenses and/or consumers regarding the Route 66 Mark, Plaintiff’s Route
66 Products/Services, and/or Defendants.

12. Grants, licenses, permissions, agreements and/or assignments obtained
and/or issued by Plaintiff, and ahy negotiations thereof, with respect to the Route 66
Mark and/or Plaintiff’s ROUTE 66 Products/Services, including, without limitation,
Plaintiff’s claimed acquisition of rights, assignrr'lents‘ to it, consideration paid, and
| each predecessor’s claims to title.
13. Any instances of actual confusion and/or reverse confusion among

members of the relevant public regarding any possible relationship between Plaintiff]

31485015_214143-00028 18 3 : 2:08-CV-03872 FMC (JWJix)
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and Defendants or the respective services, products or marks of Plaintiff and
Defendants. | A
14. Opinions, advice, reports, studies, facts, or information about|
Defendants’ activities as alleged in the Complaint. '
15. Past, present or future business plans for the creation, dissemination,
distribution, marketing, advertisement, promotion, saie and/or offering for sale of
Plaintiff's ROUTE 66 Products/Services. |
16. Cease and desist demanﬂs, objections, lawsuits, and/or proceedings
against third parties involving the Route 66 Mark and/or Plaintiff's ROUTE 66
Products/ Semces, other than this actlon .
17. Any investigation by P1a1nt1ff into third partles use of the Route 66

Mark. AT ,
- 5184. The action, 1f any; Plamtlff has taken to. stop any person from usmg al '

Mark. -

19; Plaintiff's awareness and first awareness of Defendaﬁts" 'a;iidIOr
Defendants’ use of any word or mark that Plaintiff contends infringes its alleged .ri‘ghts
in the Route 66 Mark.

computation of each item of monetary relief Plaintiff seeks and the basis of each such
computation. |
21. Plaintiff’s document retention policy.
22. Plaintiff’s decision to bring this lawsuit.
23. The location, custody, and identity of the documents requested in
Defendants’ First and Second Set of Document Requests.
24. Any .and all search reports or opinions relating to use of the term
“ROUTE 66” alone or as part of a trade name, trademark or service mark in

connection with Plaintiff’s business at any time.

2:08-CV-03872 FMC (JWJx)
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25.  Communications of any kind with any third party using “ROUTE 66 as
part of a-trade name, trademark, or service mark.

26." Any and all allegations contained in the Complaint, proposed Amended
Complaint, Defendants’ 'Answer and Affirmative Defenses, Defendants’ Amended
Answer, Affirmative Defenses, and Counterclaim, Defendants’ First Amended
Counterclaim, and Plaintiff’s Answer and Affirmative Defenses to Defendants® First
Amended Counterclaim.

27. Plaintiff’s responses to the First Set of Requests for Admission
propounded by Defendants. .

28. Knowledge of any or all third party. uses of “Route 66” in connection
w1th entertainment products or services. _

29. All facts relating to the federal trademark applications and registrations |

3" for the Route 66 Mark,- mcludmg, without hmltatwn, information . relatmg fo. the}. -

' speclmens of use submmed to the Umted States Patent and Trademark Oﬁice

dist’tibuted sold, marketed, and/or adverhsed urider the Route 66 Mark.
31. Information or documents in which any or all of the defendants in this ”
action are referenced and/or mentioned.
32. Information or documents relating to any communications with any third
party, including, without limitation, the press, concerning this lawsuit and/or
concerning Defendants.
33. Information, documents, or communications relating to Plaintiff’s efforts
to purchase the Penthouse: Route 66 film and/or any other prbduct or service offered

by any of the defendants in this action.
34. Information or documents relating to Plaintiff’s claim that its Route 66

Mark is famous among members of the general public and/or has acquired a

secondary meaning,.

31485015_214143-00028 20 5 I 2:08-CV-03872 FMC (JWIx)

30. Information relating. to any and all alleged motion plctures produced, L
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35. Information, documents, or communications relating to any press releases

1
2 |lissued and/or authorized by Plaintiff and/or any licensee of Plaintiff regarding
3 || Plaintiff, the Route 66 Mark and/or Plaintiff’s ROUTE 66 Products/Services.
4 36. Plaintiff’s responses to the Interrogatories propbunded by Defendants.
5 37. The channels of distribution of Plaintiff’s ROUTE 66 Products/Services. .
6 38. The corporate structure of Plaintiff.
71 39. * The officers and directors of Plaintiff.
8 40. The evidence Plaintiff intends to introduce at trial.
9 41. The witnesses Plaintiff intends to call to testify at trial.
10 42. The rclaﬁonship between Plaintiff and Cloudstreet.
11 43. The job duties and re‘sponsibilities of Kirk Hallam as an officer of
12 ‘|| Plaintiff. Gt . L
S § ;-:;fl 3 | - o« “44. Information relatmg 1o, any exhlbmon ats the Fort Lauderdale F11m o
! 5; gfgflzl--f Festtval of film(s).entitled ‘Route 66™. .. - o o0 e S v i
o= f.% 15 - 45 Information relating to. ownershlp of the Route 66 Mark. - ;
g Qg , fs “16 46 ~Any evidence that any of Defendants’ activities have tarmshed thc Route
17 66 Mark.
18 47. Customer complaints of Plaintiff.
o ’
20 |{Dated: July 21, 2009 ©+  KATTEN MUCHIN ROSENMAN LLP
21 28
22
23 . .
o Attorneys for Defendants and Counterclaimants
25
26
27
28

2:08-CV-03872 FMC (JWJx)

31485015_214143-00028 ’ . 6
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PROOF OF SERVICE

(R

STATE OF CALIFORNIA g

COUNTY OF LOS ANGELES )
I am a resident of the State of California, over the age of eighteen years, and not a party

to the within action. My business address is Katten Muchin Rosenman, 2029 Century Park East,

Suite 2600, Los Angeles, CA 90067-3012. On July 21, 2009, I sgrved the within c}ocuments:

AMENDED NOTICE OF DEPOSITION OF ROXBURY ENTERTAINMENT

Ss

BY FACSIMILE - I sent such document from facsimile machine 310.788.4471 on
""" X July 21, 2009. I certify that said transmission was completed and that all pages were
received and that a report was generated by facsimile machine 310.788.4471 which

Nyt AR WM

8
‘ confirms said transmission and receipt. I, thereafter; mailed a copy to the interested
9 party(ies) in this action by placing a true copy thereof enclosed in sealed envelope(s)
addressed to the parties listed below. : .
BY U.S. MAIL - by placing the document(s) listed above in a sealed envelope with
11 postage thereon fully prepaid, in the United States mail at Los Angeles, addressed as
set forth below. .
12 '

. : BY ELECTRONIC MAIL — by transmitting electronically to the parties at the email
13 X address indicated below. To the best of my knowledge the transmission was reported

s ofle o o KirkM. Hallam, Esq. - -0 o L
154] ! Law Offices of Kirtk M. Hallam =~
D | N 201 Wilshire Boulevard, 2nd Floor . . - -
16 || Santa Monica, CA 90401 =~ o
'17 o Email: kmhallam@aol.com
18 I am readily familiar with the firm’s practice of collection and processing cofrespondence:

for mailing. Under thst practice it would be deposited with the U.S. Postal Service on that same
19 || day with postage thereon fully prep aid in the ordinary course of business. Iam aware that on
motion of the patty setved, service is presumed invahd if postal cancellation date or postage

20 || meter date is more than on day after the date of deposit for mailing in affidavit.

21 1 declare that I arit employed in the office of 2 member of the bar of this court whose
2 direction the service was made. .
. Executed on July 21, 2009, at Los Angeles, California. '
24 ./‘ ZO ) oo
’ ' CO’UM/;( ¢
25 ~ Kamay QYrngio Y
26 ‘ '
27
28.

22

. as complete and I did not receive a notice of failure of receipt of each such document. . ..
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DECLARATION OF KIRK M. HATLAM

I, Kirk M. Hallam, declare as follows:

1. Iam an attorney licensed to practice before all the courts in the State of
California. I am a sole practitioner and am counsel of record for plaintiff’ Roxbury
Entertainment ("Roxbury" or "Plaintiff"). I have personal knowledge of the following
facts. If called to testify under oath, I could and would competently testify to those
facts of my own personal knowledge. '

2. I am the President and Co-Founder of Roxbury Entertainment, and the

'perso‘n who principally communicated with Paul Supnik on behalf of Roxbury
Entertainment during Mr. Supnik's preparation of Roxbury's filings with the Patent
and Trademark Office ("the PTO") for registration of Roxbury's trademarks in "Route
66." - | .
3. Due to my lack oﬁ:‘aipy;;"‘e_)‘@pgri:enceﬁ ‘with. the filing and processingf,;;of
applications for trademark registration with the PTO, I retained Mr. Supnik on behal|-
of Roxbury sometime in 2005‘ to ”h:ahdle -trademark - applications for Route 66
Throughout the process of applying for and obtaining Trademark Registrations for
Roxbury in Route 66, I relied upon Mr. Supnik's extensive knowledge and expertise in
preparing and pursuing such trademark registrations, since I knew Mr. Supnik to be a
very experienced and knowledgeable trademark lawyer who previously had handled
trademark applications for other of my clients. ' ‘

4.  From April or May of 2005, when Roxbury first retained Mr. Supnik to
prepare and file its applications for the Route 66 Trademark Registrations, through the
issuance of those Trademark Registrations in January and September of 2007, I
provided Mr. Supnik with the best and most accurate information that I had or could
obtain to assist him in preparing and processing those applications. I was not at al|.

personally knowledgeable with respect to the intricate and esoteric procedures and

22
24

Decl. of Kitk M, Hallam
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terminology involved in applying for trademark registrations. For that, 1 relied
exclusively on Mr. Supnik. '

5 I have reviewed Defendants' First Amended Counterclaim for
Cancellation of Roxbury's DVD/Videocassette Registration based on fraud, and I am
not aware of any false or misleading statements or information which was provided to
the PTO either by Roxbury or Mr. Supnik in connection with that application. I
certainly never provided any false statements or information in that regard, nor am I}
aware of any false or fraudulent statements being made to the PTO by Mr. Supnik or
Roxbury. (A true and correct copy of Defendants’ First Amended Counterclaims is

attached hereto as Exhibit A.) '
6.  InJune or July of 2006, I researched at Mr. Supnik's request the first date

| when ' Roxbury's predecessor-in-interest, Sony Pictures Entertainment ("Sony"), had

DVD/Videocassette Registration. - beheved then and I believe now. that this
information was and is correct.

7. Atno point did I intend to indicate to the PTO, through Roxbury's filings,
that the Route 66 Television Program had been distributed on DVD in 1995, or any
other date prior to the actual DVD distribution- commencing in 2005. I had never
heard any suggestion prior to this litigation that Rokbury was obligated by PTO rules
or guidelines to differentiate between the first date of distribution on Videocassette
and on DVD, and I have no reason to believe that any of Roxbury's filings in this
regard, prepared by Mr. Supnik, contained any false or misleading information
regarding the legal term "dates of first use." '

8. I also have reviewed Defendants' Second Counterclaim for Cancellation
of the TV Program Registration (Ex. A), and I am not aware of any false or
misleading statements or information which was provided to the PTO either by

23
25

released the Route 66 Television Pr'ogram on videocassette, and obtained the date off... - .
'February 28, 1995 from Sony's legal dEpartment I then provided that mformatxon to: .,
M. Supmk who included that date as the "date of fist use" in Roxbury's filing for the RS
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{|to Mr: Supmk with this information. -~ . . oo o
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Roxbury or Mr. Supnik in connection with that applicétion. Specifically, I have read
Defendants' allegations of fraud on the PTO in relation to the "dates of first use" and
"current use in commerce,” and although I had no knowledge regarding the meaning
of those legal phrases until the filing of Defendants' Counterclaims, I do not believe
that either Mr. Supnik or Roxbury in its application or filings for the Television
Program Registration made any false or misleading statements to the PTO or the
examining attorney.

9.  In April or May of 2005, I obtained at Mr. Supnik's request and provided
to him the most reliable information I had access to, describing the first dates for
broadcast of the 116 episodes of the original Route 66 Television Program. To the
best of my. knowledge, the Route 66 Television Program originaily aired on CBS from
111960-1964. “Exhibit 2 to. Mr. Supnik's Declaration in support of this Motion for{x'f

o “'10';’;, “To the best.of my knowledge thxs mformatmn regardmg the first use of
1| "Route 66" in connection with the broadca_st-of the original Television Program was
and is entirely accurate, and nothing in the filings which Mr. Supnik prepared on
Roxbury's behalf and pertaining to the Television Program Registration is in the least
bit false or misleading. ‘
11. I am also aware of Defendants' contention that the Route 66 Telev151on
Program was not broadcast between 1964 and 1985, and again in the late 1,990'8. And
although I was never asked to research the issue of any periods of non-use of the
Route 66 Mark during the 1960's, 70's, 80'5 or 90's, I did believe in 2005, when the
Television Program Application was submitted, and I believe now, that the Route 66
Television Program aired on lbcal television stations for many years after it was
cancelled on CBS, and that it also aired again on national television in the 1980's, and
that a remake of the Series was produced and distributed in the 1990's. My

knowledge in this regard was based on conversations I had with the original creator

24
26

Summary Judgment is-a true.and: correct copy of the document I located and prov1ded S e
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' and producer of the Route 66 Television Program, Herbert Leonard, and on

L

information I read on the Internet.

12. In July of 2005, when Mr. Supnik prepared the initial application for
Roxbury's filing of the DVD/Videocassette Registration, I was personally involved in
Roxbury's efforts to produce a remake of the original Television Program, having
been approached by Ford Motor Company's entertainment marketing divisidn, who
proposed a corporate sponsorship to produce the Series due to Roxbury's ownership of
the Program and its common law trademark in Route 66. '

13. Also in July of 2005, I believéd that the Route 66 Televisipn Program

was still being broadcast by some foreign licensees of Sony, and Sony's licensee for

\?OO\]O\UI&UJN

e
-0

{lvideo distribution was continuing to "sell off" its remaining inventory of the Program

in the United States. '
.=+ 714, Lalso have reviewed Defendants' Third Counterclaim.for Cancellation of}- - .+ -

W N

the Motion Picture Registration (Ex. A), '.-ande am not aware of any false .-or'misleadfﬁg= '

|| statemenits ‘or information which was prox}idéd to the PTO either by Roxbury oer e

b
E =N

(¥

{|Supnik in connection with that' application. Specifically, I am aware Defendants are
alleging that Roxbury or Mr. Supnik made false statements o the PTO regarding the

date of "first use” and "actual use" in connection with the Motion Picture Registration.

& 0 2 N

I had no knowledge of any distinction between "a single work" and a "series of works"

'under the trademark rules until the filing of Defendants' Counterclaim for Cancellation

]
(=

(Ex. A), and I had no knowledge of any false statement being made to the PTO in this
regard. Nor do I believe that Mr. Supnik had any intention to mislead the PTO or the

NN
BN R

examining attorney in describing Roxbury's goods as "motion picture film series

featuring action, drama or adventure.”

3
-

15. 1 was involved in setting up the public exhibition of multiple episodes of

N
w

Route 66, edited together as movies, which were publicly exhibited in Ft. Lauderdale,

o]
N

Florida, in 2005, 2006 and again in 2007, based on an idea given to me years earlier

NN
[--IEC I

by the original creator and producer of Route 66, Herbert Leonard. Although I was

25
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not present during the theatrical exhibition of Roxbury's motion picture film series in
Ft. Lauderdale in May of 2007, I understand from my review of photographs taken
during this theatrical exhibition, that approximately 30 members of the public attended
each showing, and that several episodes of the Route 66 Television Program were
shown in this motion picture film series. .

16. Sometime during the application process for the Motion Picture
Registration, Mr. Supnik asked me whether the Route 66 Television Programs were
on film or tape. I informed Mr. Supnik that I knew for a fact that all 116 episodes of|
Route 66 were Shot and maintained on either 16 or 35 millimeter film, because I
personally had seen the reels of film which were in Roxbury's constructive possession.

17. I never knowingly or intentionally made any false s‘tatemen't to the PTO

or to Mr. Supnik in reviewing and electronically signing Roxbury's applications for'its| .

‘||Route 66 TFradémark Registrations, and:I do not believe that Mr. Supnik knowingly.or el e R

intentionally ever made any- false -or ﬁ'auduient statements. to the PTO or thel - .-

examining attorney. . .* o L | o
' '18.  On April 3, 2009, the Court entered its Order Denying Plaintiff's Motion|:: -

true and correct copy of that Order is attached hereto as Exhibit B.)
I declare under penalty of perjury under the laws of the United States that the

foregoing is true and correct.
- Executed this 5™ day of October, 2009, at Santa Monica, California.

/s/.
"KIRK M. HALLAM

26
28
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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

WESTERN DIVISION (Los Angeles)

ROXBURY ENTERTAINMENT, a )
California corporation, ) Case No.
)
Plaintiff, ) 2:08-CvV-03872 FMC
) (JWIx) '
vs.

PENTHOUSE MEDIA GROUP INC.,
n.k.a. FriendFinder Network
Inc., a Nevada corporation;
PENTHOUSE_DIGITAL MEDIA
PRODUCTIONS INC., a New York
corporation; PULSE DISTRIBUTION,
L1.C, a California LLC, and
DOES 1-10, inclusive,

Volume. 1
(Pages 1-229)

... ..Defendants.

Yo

VIDEOTAPED  DEPOSITION OF:
" 'KIRK M. HALLAM
WEDNESDAY, AUGUST 26, 2009

10:01 A.M.

REPORTED BY:
SUSAN NELSON
C.S.R. No. 3202

MERRILL LEGAL SOLUTIONS
800-826~0277 818-593-2300. Fax 818-593-2301 www.merrillcorp.com
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12:13:36 8
12:13:56 9
12:14:02 10
12:14:05 11
12:14:06 12
12:14:1013
12:14:12 14
12:14:1215
12:14:16 16
12:1421917
12:14:2218
12:14:2319
12:14:27 20
12:14:28 21
-§12:14:31 22
12:14:36 23
12:14:40 24

And I am entitled under the rules, if you
continue to ask questions that have no relevance to
this litigation whatsoever and are designed solely to
harass me and my client, I am entitled to discontinue
this deposition and seck an order of the court, which
I will do if you persist.

Q. Again, disagree completely, but I'll move on
to my next question. And I just waut to point out
that category 38 required you to come today prepareg
to testify about the corporate structure of
Plaintiff.

Category 39 requirestestimony about the
officers and directors of Plaintiff.

A. -Hm-hm.

Q. And that within both of those categories,
questions about corporate formalities and other
issues associated with the corporate structure and
identity of the plaintiff in this case would — would
be well within the bounds of those categories.

Also, you did not ohject to this notice,

You never filed @ny sort of objection indicating that
you'd have any reticence ta testify about something
as simple as whether there have been board of.
directors meetings at the company. ButX — I wilt

[12:16:09

12:15:55 1
12:15:56 2
12:15:57 3
12:15:59 4
12:16:02 5
12:16:04 6
12:16:07 7
12:16:09 8
]
12:16:12 10
12:16:1511
12:16:17 12
12:16:2013
12:16:2214
12:16:24 15
12:16:28 16
12:16:28 17
12:16:3018
12:16:3219
12:16:35 20
12:16:3521
12:16:39 22
12:16:4223

12:16:43 24

Q. It—ithas—

A. —itsclient.

Q. — everything to do with our defenses,

If the plaintifflacks standing to pursue
these claims, it's something we're entitled to
explore, ¥ don't know why there's a controversy over
this. But your position is stated and so is mine.
We caw just move on.

A. Where is that raised, that issue, where is
itraised? In your — in your answer or your
cross-complaint? It's not.

Q. We don't have to have a —~ we don't have to

.reach an agreement right now. You're refusing to r
answer these questions on privilege. The record
reflects that, And I'l — l'll move on to my next
category.

A. And I'm also asking you to explain how it's
relevant to the issues that are in the case, that are
in the pleadings, and you've not been able to do
that.

Q. It's — it is in the case, and 1 have, so
that's my position. I understand you disagree with

“it.

1 forgot to ask one question at the

12:15:46 23
12:15:50 24
12:15:53 25

T

this issue relates to. Clearly itisn't, and it's
solely for purpases of trying to harass and annoy and
intimidate opposing counsel and —~

87

"12:14:41 25 moveon. 12:16:45'25 beginning that I just want to cover now. Is there. [
. 86 . 88
112:14:42 1 A, Yesh. And, pledse, T thiok it would be "§12:16:48 1 = any reason why you can't nge your best tostimony

12:14:44 2  in--in everyone's best interest because your 112%16:51 -2 today?, -

12:14:48 3 30(b)(6) notice and its staying -- saying that you + {12:16:53 3 A. No.

12:14:52 4  wantedtoask questions about corporate structure, 12:16:53 4 " Q. You'renot on any medications or drugs that -
12:14357 5  corporate structure is what kind of 2 corporationis | 12:26:56 5 would impact your ability to testify trathfully
12:14:59 6 it. Andthe questions about theboard of directors, | 12:16:58 6 today?

12:15:03 7 who areon the board — who's on thebodrd and the | 12:16:59 7 A. No.

12:15:07 8  shareholders; I answered thosé questions and those | 12:16:59 8 Q. Have you watched the Penthouse Route 66 l)
12:15:08 9 are the only questions that relate to those two 12:17:07 9 from beginning to end?

12:15:10 10 categories. ~ 12:17:09 10-  A. Yes. Aspainful as it was to see Route 66
12:15:10 11 But, sccondly, mercly because you state 12:17:17 11 descorated in that way. ‘

12:15:14 12 something in a 30(b)(6) doesn't mean that we're 12:17:19 12 MS. HOLLAND: Move to strike everything
12:15:16 13 obligated to answer or that I'm obligated to waive 12:17:20 13 after “yes™ as nonresponsive.

12:15:19 14  attomey-client or work product privilege anymore " 112:17:43 14 Q. Are thére any other DVDs or videos being ¢

{12:15:21 15 thanour 30(b){6) notice for your deponents obligates | 12:17:45 15  sold in the United States which contain "Route 66* in {

12:15:26 16 them to waive what they believe are their legitimate | 12:17:43 16  the title other than Plaintiff's product and other ;
12:15:31 17 privileges and — and rights not to answer questions. 12:17:51 17 than that which iz being claimed the defendant sold?
12:15:34 18 AndI'veheard - 12:17:54 18 A. That have "Route 66" anywhere in the title?
12:15:37 19 Q. We disagree. It has been heard. 12:17:56 19 Q. Yes

12:1%:38 20 A. I've heard no — I've heard nio offer of 12:17:57 20 A. Or that are solely titled "Route 66"?

12:15:41 21  proof or explanation as to what issues that are in 12:17:5% 21 Q. Which contain "Route 66" fu the title.
12:15:43 22  your pleadings, your answer or your cross-complaint, 12:18:05 22 A. Tbelieve that there are, yes.

12:18:09 23
12:18:15 24
12:18:18 25

Q. Do you have evidence showing cortinued use -
of *Route 66" by you or by your predecessors in
interest for the Iast 48 years?

MERRILL LEGAL SOLUTIONS
800-826-0277 818~593~2300 Fax 818-593~2301 www.merrillcorp.com
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12:18:25
12:18:26
12:18:28
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12:18:40
12:18:43

W W ot d W=

1Z2:18:43
12:18:46 10
12:18:46 11

12:18:5213
-12:18:55 14
12:18:58 15
12:19:01 16
12:19:05 17
12:19:08 18
12:19:10 19
12:19:14 20
12:19:16 21
12:19:19 22
12:19:1923
- 112:19:26 24
12:19:29 25

12:18:50 12

A. Yes.

Q. What is that.evidence?

A. That, you're asking me for my opinions,
conclusions and knowledge as the litigator handling
this case on behalf of Roxbury Entertainment, and as
counse! for Roxbury Entertainment, $have to assert
attorney-client and workplace privileges not to
answer.

Q. Has the evidence been prodnced in discovery?

A. What evidence?

Q. The evidence that you say you have showing
continued use of "Route 66" by yout or your .
predecessors in interest for the last 48 years?

A. Any — any evidence that was called for by
Defendants’ request for productions or
interrogatories on those questions has been produced.

You served, I think, over a hundred
interrogatories and requests for productions, so I
can't remember them all as 1 sit here or every
document that was-produced. But if you asked for it
in your written discovery and we had it, we provided
it.

Q. That wasn't quite my question. You said you
had evidence showing continued use of “Route 66" fo
the last 48 years. I can represent thatit's notin. -

90
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‘BY MS. HOLLAND:

BY MS. HOLLAND:

Q. Okay. Before the break we were talking.
about the 48 years of use of the "Route 66" mark.

Isn't it a fact that after the show was
cancelled in 1964, the show did-not appear on
television agaio untif 19852

A. Idon't know that to be the-case. Idon't
know, frankly.

Q. Do you have any documents or ether evidence
reflecting use of the "Route 66 mark between 1964
and 19852

A. Other than anything that we produced in this
litigation, no.

Q. Ysu't it true that for several years during _
that period the "Route 66" trademark was not used b|
you or your predecessors in interest?

A_ Idon'tknow.

MS. HOLLAND: Marking as Exhibit 4 the
document entitled "Plaintiff Roxbury Entertsinment's
Amended Answer and Affirmative Defenses to
Defendants® First Amended Counterclaim.”

(The document refered to was

marked as Exhibit 4.)

Q. Okay. Did you prepare this document, :
92 §

12:19:32
12:19:35
12:19:37
12:19:40
-{12:19:42
112:19:48
.}12:19:51
4112:19:55
12:19:58
12:20:03 10
12:20:06 11
12:20:11 12
$12:20:1513
412:20:15 14
112:20:21 15
12:20:24 16
12:20:2617
12:20:27 18
12:20:29 19
312:20:29 20
12:20:3221

. the documenls that Plamt:ﬂ‘ produced, butﬂmt itis: 4

WO N ! AW N

called forby okt d:seovery i
_SeT'm. asking, has it been produced"

A We have produced all evidence in our
- possession or control that related to any
intemrogatory or request for production that you
posed. And if you posed interrogatories or request
for production on that question, we provided you with
all documentary and other evidence that would respond
1o your discovery request.

Q. Arc you withholding any docaments that you
believe show continued use of *Route 66* for the last
48 years?

A. No. But, agzain, I don't know whether you've
aasked for it, because you've not shown me your
interrogatories or requests for production, but we're
not withholding anything.

Pm going to take a five-minute bmk, if I
may.
MS. HOLLAND: Okay. That's fine.
THE VIDEOGRAPHER: Going off the record.

112:26:50

_12:26:45}
12:26:46
12:26:47

12:26:52
12:26:52
12:27:08
12:27:12
12:27:20
12:27:25 10
12:27:27 11
12:27:30 12
12:27:33 13
12:27:34 14
12:27:44 15
12:27:51 16
12:27:55 17
12:28:01 18
12:28:05 19
12:28:08 20
12:28:10 21
12:28:12 22

12:28:20 24
12:28:24 25

112:20:3322 Thetimeis [2:20 pm.
j12:20:3523 {Recess taken.)
12:25:0324 THE VIDEOGRAPHER: Back on the record. The
12:25:05 25 timeis 12:25 pm.
' A ) ) 91
o s T SR W
24

.document"

B O N AU B W N

12:28:17 23.

Mr Hallam"
A Y&s, I did. o
Q. Did anyone assist you in preparing t the

A. Miss Eichhorn. - :
Q. In the document there ave many ref;renm ¢
Plaintiff is without sufficient information,or = fi
Plaintiff has on information and beli‘éf, et cetera.

‘Where did yon get the information used to

draft Exhibit 42

A. 1think you need to be more specific. I - ;

1 — 1 don't know haw to begin answering that kind of §

a compound question.

Q. Okay. We can go topic by topie, .

A. But I can tell you that genctally ~ well,
if you will stipulate that by answering the question
in terms of sources that I can recall utilizing in
preparing this document does not waive the work
product privilege or the attomey-client privilege
with respect to any other questions, then I will do-
my best to answer it.

1 do think it calls for my work product and
perhaps attomey-clieat communications, but i inan
effort to-expedite things and assist you as best I
can, I will try to provide you with information if :
93§
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58

- e
17:21:06 1  thelast four years. 1 STATE OF CALIFORNIA ) :
17:21:08 2 Q. But when did you have the conversations thaf 2 COUNTY OF LOS ANGELES ) ss.
17:21:10 3  you're now stating are related to the deposition we 3
17:21:13 4 noticed — . 4
17:21:14 5 ‘When, David? On Monday" 5 §, KIRK M. HALLAM, hereby declare under the
17:21:17 6 A. Oh, prior to that. I think the first 6 penalties of perjury of the laws of the United States
17:21:22 7  conversation I had with Mr. Buchler pertaining to the 7  that the foregoing is truc and eomrect.
17-21:30 8 Penthouse litigation was probably six months ago. 8 Executed this day of
17:21:35 9  Maybe— probably — no, I take that back. Probably 9 _,2009,at
17:21:37 10 much earlier than that becanse we filed the 10 __, Califoraia.
17:21:39 11  litigation in Junc of 2008, and 1 certainly wanted to 11
17:21:46 12 keep my distributor informed of what we weré doing ¢ 12
17:21:50 13 protect the "Route 66™ mark. T 13
17:21:52 14 Q. So you're refusing to auswer the question 14 KIRK M. HALLAM
17:22:00 15 has Roxbury made inquiries to Infinity regarding 15
17:22:02 16 whether consumers have expressed confusion to 16
17:22:05 17 Infinity about the Penthouse DVD? 17
17:22:12 18 A. Well, I'm trying to remember whether I've 18
17:22:14 19  ever asked Mr. Buchler that and if it was in the 19
17:22:17 20  coentext of discussing his potential deposition. And, 20
17:22:22 21 frankly, I don't recall. But Mr. Buehler would be 21
17:22:38 22 your best witriess on that. 22
17:22:42 23 MS. HOLLAND: It's 5:23. I'm sorry, I went 23
17:22:44 24  over a few minutes. If you'd like to end now, that's 24
}17:23%47 25 fine with me. We can resume tomidrrow at 9:00. 25 —
226 228
17:22347 1 7 THE WITNESS: Okay. Thiats fine. » 1, STATEOF CALIFORNIA ) P
17:22:47 2 ' Iw:'llglvethmbackmyou T 5.2 COUNTYOFIDSANGELES) e v,j o
T la7r22:54 3 . THE REPORTER: Thank you so much. 3. .. 1, SUSAN NELSON, C.S.R. 3202, jn and forﬂ\e ;
Y17:22:54 4 - THE VIDEOGRAPHER: This concludes Volumeé } 4L Svm of California, do hereby certify:
"§17:22:55 5 - of the deposition of Kirk Hallam. Thenumberof .3 That, prior to being exammed.ﬂ:ew:mws named ‘-
47:22:57 6 tapesnsed was four. o . 6‘: mdxeforcgomgdeposnuon was by mdulyswomto ‘ ’
17:22:58 T The original videstapes will be retained by ;’ ‘:“fyﬁ“’"“.‘" e whole truthand nothing bt §
17:23:00 8  Mermill Legal Solutions at 20750 Venhira Boulevard, 9 c;u:tl;a‘ i doposition was taken down by me :
17:23:04 9 Woodland Hills, California. 10  steniographically at the tile and-place thereh ed,
L. graphically at the and-place in named, B
17:23:04 10 Going off the record. The time is 5:23 p.m. 11  and thereafier transcribed via computés-aided”
17:23:49 11 (Whercupon, at 5:23 P.M., the 12  transcription under my direction, and the same is a
17:23:4912 deposition of KIRK M. HALLAM was 13 true, correct and cosirplete transcript of said
13 adjourned.) 14 proceedings;
14 15 Before completion of the deposition, review of
s 16 the tanscript [ § was [ ] was not requested. If
16 17 :apawimy&mmuuwkbymnmmmmn@m
17 18 pmw&ﬂwmmn?mwddmwgﬁmpawddhwd
18 19 are appended herelo.
19 20 Iﬁxrﬂlerwufythatlamnotmtmmedm
‘20 21 theevent of the action. i
21 22 Witness my hand this Ist day of September, 2009.§
23 : i
22 - i
23 24 Susen Nelson, C.5.R. No. 3202
2 Cextified Shorthand Reporter
25 25 State f California
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Penthouse Digital Media Productions Inc. v. Cloudstreet, Inc. d/b/&
Roxbury Entertainment, Cancellation No. 92049926
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KIRK M. HALLAM SBN 108975
LAW OFFICES OF KIRK M. HALLA
201 Wilshire Boulevard, 2nd Floor
Santa Monica, California 90401

Tel: §310 393-4006

Fax: (310)393-4662

Email: KMHallam@aol.com

Attorney for Plaintiff and Counter-Defendant .
ROXBURY ENTERTAINMENT

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

ROXBURY ENTERTAINMENT,a - Case No. CV-08-03872 JHN (FMOx) . |

|| California corporation, , SERNIFERS B
" Plaintiff, . ) PLAINTIFE'S BRIEF RE ORDER TO
o .. ) SHOW CAUSE WHY R
s, ... . DEFENDANTS’ COUNTERCLAIMS

: - SHOULD NOT BE REFERRED TO
PENTHOUSE MEDIA GROUP, INC,, a THE TTAB FOR RESOLUTION;
Nevada corporation; PENTHOUSE PROPOSED ORDER THEREON
DIGITAL MEDIA PRODUCTIONS
INC., a New York corporation; PULgE
DISTRIBUTION LLC, a Cahforma
LLC; and DOES 1 -10, inclusive,

Defendants.

AND RELATED COUNTERCLAIMS §
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TO THE COURT, ALL PARTIES, AND THEIR ATTORNEYS OF RECORD:
Pursuant to the Court's March 25, 2010 Order, Plaintiff Roxbury Entertainment

("Plaintiff") submits this brief regarding Defendants' and the Court's suggestion that

Defendants' counterclaims be referred to the TTAB for resolution, and these

counterclaims be stayed pending the outcome of those proceedings.

L THE COURT SHOULD REFER THE COUNTERCLAIMS TO THE
TTAB WITHOUT RULING ON ANY OF THE LEGAL., FACTUAL OR
EVIDENTIARY ISSUES RELATED THERETO

After meeting and conferring in an effort to resolve these issues between

theméelves Plaintiff and Defendants have agreed that this Court should in fact refer.

“{{ the counterclanns for. cancellatlon of Plaintiff's Route 66 Registered Trademarks back, | ... ..

to the TTAB (where they orrglnally were ﬁled) along wrth Plarntlffs pending motlon |

for summary Judgment for resolution of all the factual and legal 1ssues ralsed thereby.‘
Plaintiff and Defendants do not agree however, on the terms of such referral,
since Defendants are 1n31stmg that this Court first resolve Defendants evidentiary
obj ections to certain of the evidence proffered by Plaintiff last October in support of
its Motion for Summary Judgment, and even suggesting the need to reopen discovery
and reconsider those discovery issues of Defendants' choosing. Such an approach by
this Court, amounting to a one-sided, piece-meal ruling on the evidentiary issues
raised in response to Plaintiff's pending Motion for Summary Judgment, or a
reopening of those discovery disputes on which Defendants would like to take belated
discovery six months after the close of all discovery, would be manifestly unfair to
Plaintiff, and would permit Defendant to gain an unfair advantage from this stay.
Were the Court instead to issue the Order in the form proposed by Plaintiff and
attached hereto, referring the counterclaims to the TTAB for resolution pursuant to the

Board's rules and procedures, this action by the Court would cause no prejudice, and

1

PLAINTIFF'S BRIEF RE ORDER TO SHOW CAUSE WHY COUNTERCLAIMS
SHOULD NOT BE REFERRED TO TTAB; PROPOSED ORDER
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would provide no advantage, to either Plaintiff or Defendants, leaving each in the
same position as they were last October when discovery concluded and the Motion for
Summary Judgment was fully briefed and ready for resolution by the Court.

Plaintiff's position in this regard is simple: either the Court should refer the
counterclaims to the TTAB without ruling on any of its related issues, or the Court
should retain the counterclaims and rule on Plaintiff's pending Motion for Summary
Judgment and all of the factual and legal issues raised by the Motion and the

supporting and opposing papers.

II. PIECEMEAL CONSIDERATION OF THE EVIDENTIARY
OBJECTIONS RAISED BY DEFENDANTS IN OPPOSITION TO

+; PLAINTIFF'S SUMMARY JUDGMENT MOTION. WOULD UNFAIRLY -«

. PREJUDICE PLAINTIFF AND PREVENT A FULL AND COMPLETE | .
- RESOLUTION OF ALL ISSUES IN ONE PROCEEDING |

This Court's Order.of March 25 , 2010 noted that Defendants in a footnote to
their Opposition to Plaintiff's Motion for Summary Judgment suggested sua sponte
that referral of Defendants' counterclaims to the TTAB would be appropriate. The
Court asked the parties, therefore, to Show Cause "why this Court should not exercise
its discretion to permit Defendants' counterclaims for cancellation to proceed before
the TTAB." Specifically, the Court asked the parties to address in their briefing "(a)
the anticipated duration of the TTAB proceedings and (b) the effect or prejudice, if
any, that the timing of the TTAB proceedings may have on the parties if the Court
were to stay this action pending TTAB's adjudication of the cancellation issues,"
ordering the parties to meet and confer on these questions not later than April 12,
2010.

Instead of addressing these issues in the meeting of counsel, however,

Defendants instead sought to convert the Court's order into an opportunity for a

2

PLAINTIFF'S BRIEF RE ORDER TO SHOW CAUSE WHY COUNTERCLAIMS
SHOULD NOT BE REFERRED TO TTAB; PROPOSED ORDER
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belated discussion of discovery disputes more than 6 months after the close of
discovery, asserting that this meeting of counsel was a "discovery conference" under
Rule 34, and insisting on a court reporter's transcription of the conference. Yet
Plaintiffs counsel refused then, and refuses now, to accept Defendants' invitation to
relitigate discovery disputes more than six months after the close of discovery, and in
the absence of a timely discovery motion or even a request for an extension of the
discovery cutoff. Counsel were not asked by this Court to discuss any of the
evidentiary, factual or legal issues raised by Defendants’ counterclaims or Plaintiff's
pending Motion for Summary Judgment.

Suffice to say, Plaintiff has its own list of discovery grievances, evidentiary and

procedural objections, including, to name just one, defense counsel Kristin Holland’s

| blatant violation of* Judge Johnson's last-order in this case which clearly compelled |
|| Defendants! counsel to submit a declaration verifying-as an officer of the Courtthe .| .. .+ w.

completerniess-and accuracy of Defenda.nfs'f{court-orderg'd supplemental discovery ' il i

responses. Were discovery to be reopenéd, and additional discovery motionsto be, ., |

|| permitted, Plaintiff would file its own motions on this and a variety of other issues:

Nowhere in the Court's OSC, however, was there an invitation to relitigate disébvery

or evidentiary issues. Instead, Plaintiff will address the issues on which the Court did

ask for briefing.

III. NO REASON EXISTS FOR THE COURT NOT TO EXERCISE ITS
DISCRETION TO REFER DEFENDANTS' COUNTERCLAIMS BACK
TO THE TTAB FOR RESOLUTION

At this juncture in the proceedings, neither side in this litigation would suffer
any prejudice from the referral of the Defendants' retaliatory cancellation claims back
to the TTAB for resolution, and to the Federal Circuit for any appeal thereof.
Defendants originally filed their cancellation claims with the TTAB, and again

3

PLAINTIFF'S BRIEF RE ORDER TO SHOW CAUSE WHY COUNTERCLAIMS
SHOULD NOT BE REFERRED TO TTAB; PROPOSED ORDER
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suggested in their Opposition to Plaintiff's Summary Judgment Motion that such
referral back to the TTAB would be appropriate, making no mention of any prejudice
from such a referral. Defendants' suggestion now that this referral would be
appropriate only if the Court first were to rule on some of the evidentiary issues raised
by Defendants in their Opposition to Plaintiff's Summary Judgment, is an overt
attempt to extract from the Court one-sided concessions for Defendants as a condition
of this referral, advantages which Defendants otherwise do not enjoy in the current
posture of the case. ,

Defendants chose for tactical reasons not to take the deposition of Plaintiff's
trademark lawyer, Paul Supnik, despite knowing full well that Mr. Supnik was the

attorney preparing, filing and administering Plaintiff's applications for registration of

its Route 66 marks, and that:he was the only person responsible for all of Plaintiff's

1| communications with-the PTO examining attorney, the. purported factual basis for all |0

of Defendants" retaliatory counterclanns ‘Any suggestlon by Defendants now- that
they ‘were unaware of Mr. Supmk’.s essgntlal and material testimony in regard: to their
counterclaims (6n‘ which Deféﬁdahts' bear the heavy burden to prove Mr. Supnik's
allegedly fraudulent intent) is ébsolute'rubbish, as Plaintiff easily would demonstrate
were this issue properly before the Court.

Defendants' counsel, experts in trademark cancellation matters, not only
obtained at the inception of the case all of the filings prepared and filed by Mr. Supnik
with the PTO (even quoting some of them in their counterclaims), but repeatedly
referenced and disparaged Mr. Supnik in discovery conferences with Plaintiff's
counsel, derogatorily referring to Mr. Supnik as Plaintiff's "purported trademark
counsel." But when Defendants refused to make their own general counsel
(Mr. Bressler) available for any questioning regarding his “factual” statements,
Defendants made the tactical decision not to depose Mr. Supnik, apparently for fear
of being caught in an inconsistent legal‘position regarding the right to depose legal

counsel, thereby exposing Mr. Bressler to interrogation.

4

PLAINT[FFS BRIEF RE ORDER TO SHOW CAUSE WHY COUNTERCLAIMS
SHOULD NOT BE REFERRED TO TTAB; PROPOSED ORDER
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Similarly, Defendants' suggestion that Plaintiff's sole litigation counsel, Kirk
Hallam, should be ordered by this Court to submit to further deposition testimony in
this case, 7 months after the two days and two hundred and twenty-nine pagés ofhis
deposition testimony, is equally preposterous and one-sided. Over this two day/14
hour deposition, Plaintiff’s counsel answered literally hundreds of questions calling
for his personal knowledge of facts or events related to Plaintiff’s claims and
Defendants’ counterclaims. Only where Hallam genuinely felt that his opposing
counsel was asking for his legal conclusions and opinions, rather than his knowledge
of factual events, did he respond with an assertion of privilege. An example of just
two of the hundreds of factual questions on which Mr. Hallam provided his full and

complete testimony, without assertion of privilege, is the following which appears at -

| pages 9,4év9:-"'/r10f’fhis.: deposition transcript: -

. & "Q:Doyourecall what year 'was prov1ded to.the trademark .

- office associated with Plaintiff’s first use of the “Route 66 trademark. on
DVDs? : S

A: . Ibelieve that the classification is not limited to DVDs. It’s
DVD and VHS and other formats. I believe that the date that was
submitted to the PTO for the class of goods as the date of first use was
sometime in 1995.

Q:  And isn’t it true that Plaintiff didn’t use the “Route 66”
trademark on DVDs until 20057

A:  That we did not? Or Roxbury Entertainment?

Q: Correct.

A:  Ithink that’s correct."

In response to the countless questions on which Plaintiff’s counsel was asked

for factual narratives, rather than his assessment of the evidence or his legal opinions,

5

PLAINTIFF'S BRIEF RE ORDER TO SHOW CAUSE WHY COUNTERCLAIMS
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Hallam provided his full and complete recollection of the facts, without objection or
assertion of privilege, such as his testimony which appears on pages 157 through 170

of his deposition transcript, beginning with the following question and answer:

NeRE I T = Y ¥ T - N VS B 8
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"Q: What efforts has Roxbury Entertainment undertaken to
develop its own ‘Route 66 film and television program?

A:  Hm. That question definitely calls for a narrative. And I
will try to give it to you in synopsis form, but it’s something that I have
been personally involved in for I guess seven, eight years on behalf of
Roxbury Entertainment. We have expended an enormous amount of time

and money seeking to develop a script for a feature film based on Route

66, the television program, or at least loosely based on that. [Hallam?s: ..:
~-.-answers and follow up questions and answers continuing for.13 pages.. . .

’lfWithoutobjeCtion;].'f’«-‘% hae T

“Only where Defendants’ counsel insisted on asking questions clearly calling for
counsel’s legal conclusions and opinions did Hallam assert the appropriate obj ections
and refuse to answer the questions. For example, the following question and answer

appear at page page 179 through 180 of the Hallam deposition transcript:

"Q: Did Roxbury own all right, title and interest in and to the
“Route 66” trademark in 20047

A:  Well, you’re clearly asking me for a legal conclusion. And
because I am the litigation counsel in this case, and I’m also an ongoing
lawyer for Roxbury Entertainment, I cannot opine on that legal question
you just asked me without disclosing my work product and attorney-

client privileged communications...

6
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As you know, ownership of a trademark, there [are] various
elements to it. There’s ownership of registrations. There’s
ownerships that accrue by virtue of secondary meaning. And

ownership is in itself a legal question."

The Court obviously cannot and should not rule on any of the specific

assertions of privilege, or any of the evidentiary issues raised by Defendants in

'Opposition to the Summary Judgment Motion, without considering all of the

questions and answers one by one, and all in the context of the entire deposition
transcript, and in the context of the entire Motion for Summary Judgment and all of

the supporting and opposing papers. In addition, this Court simply could not make

{| such isolated and:belated discovery-or evidentiary rulings in the undisputed absence

there of: . (1)a timely motion.for discovery, or even;a timely motion for an extension . |,

of discovery(2) a full and complete c}bnsidera@tivon of all ofthe legal and factual issues..

rinvolved in such a discovery~dispute~;(_3) an .oﬁportunity by Plaintiff to brief eac;ljl__,qf the|

relevant issues, and (4) an equal opportunity being afforded to Plaintiff to take ‘
additional discovery or seek judicial relief with respect to numerous deficiencies in
Defendants' discovery responses.

Moreover, Defendants' suggested "piecemeal” approach to the resolution of
evidentiary or legal issues pertaining to Plaintiff's Motion for Summary Judgment
(asking this Court to rule on some issues but leaving the remainder of the issues for
the TTAB) unfairly would deprive Plaintiff of a simultaneous determination by one
tribunal on all evidentiary, factual and legal issues raised in connection with the
Summary Judgment Motion, including issues raised by Plaintiff pertaining to bad faith
and improper conduct by Defendants' counsel in prosecution of their retaliatory
cancellation counterclaims. Just to name a few: (1) Defendants' counsel in their
counterclaims and again in their Opposition to Plaintiff's Motion repeatedly quoted a

rule from the Trademark Manual of Examining Procedure in arguing that Plaintiff

7
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defrauded the PTO, but purposely omitted from that quote the language of the rule
which explicitly approved Mr. Supnik's method of completing the application, (2)
Defendants falsely asserted that purported "abandonment" of a mark prior to the date
of registration was a legal basis for cancellation of that registration, despite clear and
unambiguous authority to the contrary, (3) Defendants astonishingly argued that
recent Federal Circuit authority on the standards of proof for cancellation claims based
on fraud was irrelevant in the district courts.

Simply put, Defendants cannot be allowed to gain an advantage from the
Court's referral of this matter to the TTAB, and the Court's Order should be a neutral
one which refrains from making or suggesting any rulings on evidentiary or discovery
matters, and leaves such matters for determination by the TTAB, as set forth in the
form of the Proposed Order which is attached hereto:

'_:IV.’ - THE ANTICIPATED 'DURATION OF THE CANCELLATION ,.

- PROCEEDINGS AND THE LACK OF ANY PREJUDICE BY VIBTUE
‘OF THAT TIMING "

At this juncture in the proceedings, with extensive discovery having been
conducted and the parties' respective positions have been fully briefed, the time
required for resolution of Defendants' cancellation claims by the TTAB should be a
matter of months, not years. In fact, other than Defendants’ insistence on raising
discovery or evidentiary issues for this Court to resolve, counsel for Plaintiff and
Defendants have agreed in principle to expedite the procedures for resolution of the
matter before the TTAB, as outlined in the provisions of Plaintiff’s Proposed Order.

And, since Plaintiff's trademark infringement and dilution claims against
Defendants are on appeal to the Ninth Circuit for the next 2 years or more, the
necessity for a simultaneous determination of the counterclaims is far less apparent .

than it was when Defendants' originally sought to bifurcate the determination of those

8
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issues by filing their cancellation counterclaims with the PTO. Consequently,
Plaintiff agrees with Defendants that no prejudice would result from the Court's
referral of the counterclaims to the TTAB and a stay of the cancellation counterclaims
pending the TTAB's determination of those issues. Further, since an appeal to the
Federal Circuit Court of Appeals undoubtedly will result from any ruling by the
TTAB in this regard, reference of the matter to the TTAB and the Federal Circuit most
likely will result in a more expedited final determination, and the elimination of any
need by this Court or the Ninth Circuit to revisit these counterclaims.

Plaintiff respectfully requests, therefore, that the Court enter its form of the

Proposed Order, and immediately refer Defendants’ counterclaims to the TTAB for a

Dated: - April19,2010 .. - ,Respectfully submitted, -

R B /S/ KIR_KM HALLAM U e O
P c o KIRKM HALLAM (SBN 108975)
- Attorne for Plaintiff and Counter-Defendant

Law Offices of Kirk M. Ha (]ilam

201 Wilshire Boulevard, 2°° Floor =

Santa Monica, California 90401

Telephone: 310) 393-4006

Facsimile: (310) 393-4662
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)
Petitioner, )

)

V. ) Cancellation No. 92049926
)
CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
)
Registrant. )
CERTIFICATE OF SERVICE

I hereby certify that on this 30th ddy of April, 2010, I caused a true and correct copy of
‘the foregoing to be served upon:

. Mr. Paul D. Supmk i
- 9401 Wilshire Boulevard, Su1te 1012
Beverly Hills, CA 90212 fe L

- ‘vza 4First Class Mall postage prepald

Cathay Y. N. Spnith
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA
PRODUCTIONS, INC.,
Cancellation No. 92049926
Petitioner, -
V.
Registration Nos. 3189543; 3194255;
3291736
CLOUDSTREET, INC. DBA ROXBURY .
ENTERTAINMENT, Mark: ROUTE 66
Issued: December 26, 2006; January 2,
2007; September 11, 2007
Registrant.

NOTICE OF DEPOSITION OF
PENTHOUSE DIGITAL MEDIA PRODUCTIONS, INC.

TO: Kiristin L. Holland Floyd A. Mandell
Katten Muchin Rosenman LLP  Cathay Y. N. Smith
2029 Century Park East Katten Muchin Rosenman LLP
Suite 2600 525 West Monroe Street

Los Angeles, California 90067  Chicago, lllinois 60661

PLEASE TAKE NOTICE that pursuant to Rule 30(b)(6) of the Federal Rules of
Civil Procedure and Rule 2.120 of the Trademark Rules of Practice, Cloudstreet, Inc.
dba Roxbury Entertainment (“Registrant”), by its attorneys, will take the deposition upon
‘oral examination of Petitioner Penthouse Digital Media Productions Inc. (“Petitioner”),
who shall designate one or more representatives to testify on its behalf in regard to the
following subject areas that are known or reasonably available to Petitioner. The

deposition will commence on Friday, May 20, 2011 at 10:00 a.m. and, if necessary, will




continue from day-to-day thereafter until completed or adjourned. The deposition will be
taken at the offices of Kirk M. Hallam, 201 Wilshire Boulevard, 2™ Floor, Santa Monica,
California 90401. The deposition will be cgnducted before a certified court reporter and
may be recorded by sound, sound-and-visual, videotape and/or stenographic means.
The deposition may be used for all purposes contemplated under the Federal Rules of

Civil Procedure and U.S. Trademark Rules.

SUBJECT AREAS OF TESTIMONY

1. Any facts and documents supporting Petitioner's allegations contained in
Petitioner's Consolidated Petition to Cancel in the instant action filed with the TTAB on
September 12, 2008.

2. Any facts and documents supporting Petitioner's allegations contained in
Petitioner's Amended Consolidated Petition to Cancel in the instant action filed with the
TTAB on June 14, 2010.

3. Any facts and documents supporting any declarations by an officer and/or
managing agent of Petitioner filed in Roxbury Entertainment v. Penthouse Media Group,
Inc., et al., United States Distriét Court for the Central District of California, Case No.
2:08-cv-3872, including but not limited to any declarations by Kelly Holland, Anthony
Previte, James Sullivan, Lawrence Sutter and/or Robert Brackett.

4, Any facts and documents supporting any declarations by counsel for
Petiﬁoner with the firm of Katten, Muchin, Rosenman filed in Roxbury Entertainment v.

Penthouse Media Group, Inc., et al., United States District Court for the Central District



of California, Case No. 2:08-cv-3872, including but not limited to any declarations by

Floyd A. Mandell, Kristin L. Holland, Cathay Y.N. Smith and/or David Newman.

REGISTRANT'S REQUEST FOR PRODUCTION OF DOCUMENTS PURSUANT TO

RULE 34 OF THE FEDERAL RULES OF CIVIL PROCEDURE

In accordance with Rule 34 of the Federal Rules of Civil Procedure, Petitioner
requests that Registrant produce any and all Documents which relate or refer to each of
the six (6) categories set forth above at above noticed deposition, to the extent such
documents have not already been produced in the related civil action between the
parties, Roxbury Entertainment‘ v. Penthouse Media Group Inc. et al., Case No. CV 08-
03872, in the Central District of California.

As Qsed herein, “Document” and “Documents” shall mean and include all written,
- recorded, or graphic matters, however produced or reproduced, whether or not
privileged, pertaining in any way to the subject matter of this acﬁon, including but not
limited to all those documents within the scope of the term “documents” under Rule
1001 of the Federal Rules of Evidence. This definition includes, but is not limited to,
any and all originals, copies, or drafts of any and all of the following: records; notes:
summaries; contracts or agreements: drawings; sketches; invoices, orders or
acknowledgments; labels, tags, advertising and promotional materials, CAD images;
diaries, reports, forecasts or appraisals;: memoranda or telephone or in-person
conversations by or with any person, or any other memoranda; letters, telegrams,
telexes, or cables prepared, drafted, received or sent; tapes, transcripts or recordings;

electronic data; photographs, pictures or films; computer programs or data or other




graphic symbolic, recorded or written materials of any nature whatsoever. Without
limiting the scope of the definition of “Document”, “Document” includes, without
limitation, labels, tags, and samples of products. Any document which contains any
commehts, notation, addition, insertion or marking of any kind which is not part of
another document or document which does not contain any comment, notation,
addition, insertion, or marking of any kind which is part of another document, is to be

considered a separate document.

Respectfully submitted,

28 7 e,

Kirk M. Hallam

201 Wilshire Bivd., 2™ Floor
Santa Monica, CA 90401
Telephone: (310) 393-4006
Facsimile: (310) 393-4662

Dated: May 4, 2011




CERTIFICATE OF SERVICE

I certify that a true and accurate copy of the foregoing NOTICE OF DEPOSITION OF
PENTHOUSE DIGITAL MEDIA PRODUCTIONS, INC. was served by first class mail,
postage prepaid, on this 4™ day of May 2011, upon counsel for Petitioner:

Floyd A. Mandell, Esq.

Cathay Y. N. Smith, Esq.
Katten Muchin Rosenman LLP
525 West Monroe Street
Chicago, IL 60661-3693

Kristin L. Holland

Katten Muchin Rosenman LLP
2029 Century Park East, Suite 2600
Los Angeles, California 90067

STEPHANIE EICHHORN




EXHIBIT F




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
)
PENTHOUSE DIGITAL MEDIA ) Cancellation No. 92049926
PRODUCTIONS, INC., )
) Registration Nos. 3189543; 3194255; 3291736
g Mark: ROUTE 66
Petitioner, )
' Issued: December 26, 2006; January 2, 2007;
. g September 11; 1007
CLOUDSTREET, INC. D.B.A. )
ROXBURY ENTERTAINMENT, ;
Registrant. ;

‘<. OBJECTIONS TQ NOTICE OF DEPOSITIONOF . ' . .
PENTHOUSE DIGITAF, MEDTA PRODUCTIONS, INC. .~

Petitioner PENTHOUSE DIGITAL MEbIA PRODUCTIONS, INC., (“Petitioner”)
hereby objects to the Notice of Deposition served by Cloudstreet, Inc. dba Roxbury
Entertainment (“Registrant™), and, as has been already communicated to Registrant’s counsel on
May 10 by telephone and May 15 in writing, will not produce a witnesses or documents at the

location or on the date noticed on the following grounds:

(1) The Noticed Location Is Improper: The Notice sets the deposition for Santa
Monica, California. Petitioner is a New York corporation with operations in California, New
York and Florida. Although it is impossible to determine, due to the lack of specificity of the

| notice, it is entirely possible that designees from each of these states would be required. Thus,

the noticed location is not proper. Registrant has not agreed to another location or locations.

31567491_214143_00028 1




(2) The Rule 34 Demand for Production of Documents Provides Insufficient Notice:
The Notice demands the production of documents but was served on less than 30 days notice.
Under FRCP 34 and related TTAB rules, a minimum of 30 days’ notice is required. See FRCP
34(b)(2)(A); FRCP 30(b)(2). On May 18, 2011, by email, Registrant withdrew the document
demands, acknowledging that notice was defective, but did not cure any of the other defects or

reserve a proper notice without document demands.

(3) The Categories of Requested Testimony Are Impermissibly Vague, Overbroad
_and"'Harassing' A depos1t10n notice to a corporate entlty must “descrlbe with. reasonable

. partlculanty the matters on, Whlch exammatlon. is requested » 'FRCP ‘30(b)(6) see also Sprznt '

28 (D.: Ks: 2006) (requiting:, -

C’ommunzcatzons Co L P v T heglobe. com,
d;eécnptmn with pamstakmg spe01ﬁc1ty”)f | The cétegeries iﬁ the 1 1’191:106 are so overbroad that
Petitioner is unable to produce a designee or designees withoet further clarification and
limitation. Moreover, the production of each of the individuals named in the notice, as well as
others potentially sought by the categories, would be unduly disruptive to Petitioner’s business.
Categories 1 and 2 seek a designee or designee on every allegation in the original and
amended Cancellation Petitions. These categories make no attempt at specificity, other than to
confine questions to every legal issue in this case, which is of no assistance in detemﬁning
appropn'éte designees. Indeed, the Categories are not even limited to factual allegations, nor do
they reference any specific allegations in particular. Accqfdingly, they are not reasonably

particular in their scope and are grossly overbroad.

31567491_214143_00028 2




Moreover, by seeking a designee on legal allegations, like elements of claims and legally
available remedies, the Categories impermissibly seek conclusions of law and legal opinions,
which necessarily involve the testimony of in-house and outside litigation counsel for Petitioner.
This testimony is protgcted by numerous privileges, including the attorney-client and work-

product privileges.

Categories 3 & 4 seek designees on numerous declarations filed in the course of two

“years of litigation in a district court proceeding, without any expressed relatioﬁ whatsoever to the
issues asserted in this cancellation proceeding. Accordingly, they lack reasonable particularity,
are overly broad, and are harassing. It is also impermissible for Registrant to use this
proceeding to reopen discovery in the district court case, in which summary judgment. was . .

gfanted=é,gainst "Regis‘ti‘ant.

4 impermissibly seeks the depositions.of outside litigation counsel for Petitioner on issues in the
: _district court matter. This is an improper attempt to depose litigation counsel, none of whom are
employees of Petitioner, and all of whom work for Katten Muchin Rosenman LLP, counsel of
record in this matter and in the district court matter. The information sought is clearly protected
by the attorney client and work product doctrines. Registrant’s attempt to depose litigation

counsel is patently harassing and improper.

Accordingly, Petitioner will not produce a designee or designees for deposition on May

20, 2011. Petitioner has attempted to meet and confer on these issues by telephone on May 10

31567491_214143_00028 3

- -(4) The Notice Impermissibly Seeks the 'Depolsitionvsof Litigation: Counsel: Category. = - °



and in writing on May 15, in an effort to reach an agreement for a date, location and more
narrowly tailored categories of testimony, but to date, the only concession made by Registrant is
a withdrawal of the defective document demand. This does not resolve the serious issues

discussed above and is not acceptable to Petitioner.

Wt

Kiristin L. Holland

KATTEN MUCHIN ROSENMAN LLP
2029 Century Park East, Suite 2600

Los Angeles, CA 90067-3012
Telephone:  (310) 788-4400
Facsimile: (310) 788-4471

.+ Dated: May 19, 2011

31567491_214143_00028 4




CERTIFICATE OF SERVICE
I hereby certify that on May 19, 2011 I served the foregoing document described as
OBJECTIONS TO NOTICE OF DEPOSITION OF PENTHOUSE DIGITAL MEDIA
PRODUCTIONS, INC. on the interested parties in this action electronically by attaching an
electronic copy of the document to an email addressed to the parties listeci below at their most
recent email address of record in this action. I did not receive, within a reasonable time after the

transmission, any electronic message or other indication that the transmission was unsuccessful.

Kirk M. Hallam, Esq. Paul D. Supnik, Esq.
Law Offices of Kirk M. Hallam Law Office of Paul D. Supnik
201 Wilshire Boulevard, 2nd Floor 9401 Wilshire Boulevard, Suite 1250
Santa Monica, CA 90401-1219 .. Beverly Hills, CA 90212-2945
. Tel. . (310) 393-4006. S Tel. (310) 859-0100
Fax (310) 393-4662 - : S Fax - (310)388-5645

“ ‘Email kmhallam@aol.com .. - Email:pds@supnik.com

v 1 Torpin

Dana M. Thompson

31567513_214143_00028



CERTIFICATE OF PERSONAL SERVICE

I hereby certify that on May 19, 2011 I served the foregoing document described as

OBJECTIONS TO NOTICE OF DEPOSITION OF PENTHOUSE DIGITAL MEDIA

PRODUCTIONS, INC. on counsel for Registrant by personally delivering the document listed

above to the person at the address set forth below.

CLW Tahe

Kirk M. Hallam, Esq.

Law Offices of Kirk M. Hallam
201 Wilshire Boulevard, 2nd Floor
Santa Monica, CA 90401-1219
Tel. (310) 393-4006

Fax (310) 393-4662

Email kmhallam@aol.com

/B

_ PRINT NAME

31568355_214143_00028

. SIGNATSHE



EXHIBIT G



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA
PRODUCTIONS, INC.,
Cancellation No. 92049926
Petitioner,
V.
Registration Nos. 3189543; 3194255;
3291736
CLOUDSTREET, INC. DBA ROXBURY :
ENTERTAINMENT, Mark: ROUTE 66
Issued: December 26, 2006; January 2,
2007; September 11, 2007
Registrant.
NOTICE OF DEPOSITION OF
LAWRENCE SUTTER
TO: Kiristin L. Holland Floyd A. Mandell
Katten Muchin Rosenman LLP  Cathay Y. N. Smith
2029 Century Park East Katten Muchin Rosenman LLP
Suite 2600 525 West Monroe Street

Los Angeles, California 90067  Chicago, illinois 60661

PLEASE TAKE NOTICE that pursuant to Rules 26, 30 and 37 of the Federal
Rules of Civil Procedure and Rule 2.120 of the Trademark Rules of Practice, Registrant
.Cloudstreet, Inc. dba Roxbury Entertainment (“Registrant”), by its attorneys, will take the
deposition upon oral examination of Lawrence Sutter, Counsel of Penthouse Media
Group, Inc. n/k/a FriendFinder Networks Inc. The deposition will commence on
Tuesday, May 31, 2011 at 10:00 a.m. EDT, and, if necessary, will continue from day-to-

day thereafter until completed or adjourned. The deposition will be taken at the offices




of Fulbright & Jaworski, 666 Fifth Avenue, New York, New York, 10103. The deposition
will be conducted before a certified court reporter and may be recorded by sound,
sound-and-visual, videotape and/or stenographic means. The deposition may be used

for all purposes contemplated under the Federal Rules of Civil Procedure and U.S.

Trademark Rules.

Respectfully submitted,

2t ) s

Kirk M. Hallam

201 Wilshire Bivd., 2" Floor
Santa Monica, CA 90401
Telephone: (310) 393-4006
Facsimile: (310) 393-4662

Dated: May 5, 2011



CERTIFICATE OF SERVICE

| certify that a true and accurate copy of the foregoing NOTICE OF DEPOSITION OF
LAWRENCE SUTTER was served by first class mail, postage prepaid, on this 4™ day of
May 2011, upon counsel for Petitioner:

Floyd A. Mandell, Esq.

Cathay Y. N. Smith, Esq.
Katten Muchin Rosenman LLP
525 West Monroe Street
Chicago, IL. 60661-3693

Kristin L. Holland

Katten Muchin Rosenman LLP
2029 Century Park East, Suite 2600
Los Angeles, California 90067

STEPHANIE EICHHORN
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sPENTHOUSE VS CLOUDSTREET TUESDAY, APRIL 19, 2011
'DEPOSITION OF P. SUPNIK, VOL. I

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAT. BOARD

PENTHOUSE DIGITAL MEDIA

PRODUCTIONS, INC.,
' CANCELLATION NO.

Petitioner, 82049926
VOLUME I
.PAGES 1 - 215

VSs.

CLOUDSTREET, INC. d/b/a ROXBURY
ENTERTAINMENT, :

Registrant.

N N N N Na N N P Nt

DEPOSITION OF PAUL D. SUPNIK
TAKEN ON

TUESDAY, APRIL 19, 2011

REPORTED BY: KIMBERLY WILDISH

CSR NO. 8078
Page 1

KIMBERLY COURT REPORTERS - 818.789.8960




PENTHOUSE VS CLOUDSTREET
DEPOSITION OF P. SUPNIK, VOL. I

TUESDAY, APRIL 19, 2011,

Page 2 Page 4
g g
1 DEPOSITION OF PAUL D. SUPNIK, TAKEN ON BEHALF 1 IND E X (CONTINUED)
2 OF THE PETITIONER, AT 2029 CENTURY PARK EAST, 2
3 SUITE 2600, LOS ANGELES, CALIFORNIA, 90067, AT 3
4 10:17 AM. ON TUESDAY, APRIL 19, 2011, BEFORE 4 EXHIBITS
5  KIMBERLY WILDISH, CSR NO. 8078, PURSUANT TO SUBPOENA. 5 (BOUND UNDER SEPARATE COVER)
6 6 PETITIONER'S  DESCRIPTION PAGE
7 APPEARANCES: 7 6- NOVEMBER 13, 2006 E-MAIL 72
8 CHAIN BETWEEN PAUL SUPNIK
s g AND KIRK HALLAM
10  FOR THE PETITIONER: . (2 PAGES)
11 TTEN ENMAN,
§$. Kmé—lggiﬂgéff :ND ESQ. 1L 7- PLAINTIFF ROXBURY ENTERTAINMENT'S 124
: . Sty 10 PRIVILEGE LOG
12 CATHAY Y.N. SMITH, ESQ. (5 PAGES)
(TELEPHONIC APPEARANCE) "
13 égﬁg?;olomw PARK EAST 8- DECLARATION OF PAULD. 130
14 LOS ANGELES, CALIFORNIA 90067 12 (Szulf‘i"gés)
310.788.4400
i3
15
9 - REGISTRANT'S INITIAL DISCLOSURES 132
16 f/?AssggEfg COUNSEL 4 (8 PAGES) ‘
BY: JOJEAN PANTON, BSQ 15 10- SUPPLEMENTAL DECLARATION OF PAUL 136
: , ESQ. D. SUPNIK IN SUPPORT OF
17 g%?r.} glll&KEN SOUND PARKWAY NW 16 PLAINTIFF'S REPLY TO MOTION
FOR SUMMARY JUDGMENT, OR IN
18 ?ggf?zR%TogN» FLORIDA 33487 17 THE ALTERNATIVE, SUMMARY
912. ADJUDICATION
19 (TELEPHONIC APPEARANCE) 18 " (3 PAGES) :
20 19  11- DOCUMENTS PRODUCED AT DEPOSITION 142
21 000001 THROUGH 000065
FOR THE REGISTRANT: 20 (66 PAGES)
22 21 12- ANSWER TO AMENDED CONSOLIDATED 179
ROXBURY ENTERTAINMENT PETITION TO CANCEL
23 BY: KIRK M. HALLAM, ESQ. 22 (28 PAGES)
201 WILSHIRE BOULEVARD 23 13- AMENDED CONSOLIDATED PETITION 186
24 SECOND FLOOR TO CANCEL
SANTA MONICA, CALIFORNIA 90401 24 (20 PAGES)
25 310.393.4006 25
Page 3 Page 5
; INDEX 1 IND E X (CONTINUED)
3 WITNESS: PAUL D. SUPNIK 2
4 3
5
e EXAMINATION: PAGE 4 INFORMATION REQUESTED
7  BY MS. HOLLAND 6... 82 5 (NONE)
8 BYMR HALLAM 202 6
9
10 7
11 EXHIBITS 8
12 (BOUND UNDER SEPARATE COVER)
13 PETITIONER'S DESCRIPTION PAGE 9 QUESTIONS INSTRUCTED NOT TO ANSWER
14 1- SUBPOENA TO TESTIFY AT A 15 10 PAGE: LINE: PAGE: LINE:
DEPOSITION IN A CIVIL ACTION 11 22 12 87 6
15 (4 PAGES) 12 23 5 138 21
16  2- DECLARATION OF PAUL D. SUPNIK 28
IN SUPPORT OF PLAINTIFF AND 13 82 18 140 5
17 COUNTERDEFENDANT'S MOTION FOR
SUMMARY JUDGMENT, OR IN THE 14 84 15 14310
18 ALTERNATIVE, SUMMARY ADJUDICATION 15
(55 PAGES) i6
19
3 - MOTION PICTURES AND TELEVISION 17
20 TITLES BY PAUL D. SUPNIK 18 UNANSWERED QUESTIONS
s CPAGES) 19 PAGE: LINE: PAGE: LINE:
4 - 7/17/2006 E-MAIL CHAIN BETWEEN 72 20 180 15 188 20
22 PAUL SUPNIK AND KIRK HALLAM 21 18 9 189 6
(2 PAGES) 22 186
23 18 193 6
5 - 8/15/2006 E-MAIL CHAIN BETWEEN 72 23 187 19 193 21
24 PAUL SUPNIK AND KIRK HALLAM 24
(2 PAGES)
25 25

2 (Pages 2 to 5)

KIMBERLY COURT REPORTERS - 818.789.8960




PENTHOUSE VS CLOUDSTREET
DEPOSITION OF P. SUPNIK, VOL. I

TUESDAY, APRIL 19, 2011

Page 6 Page 8
1 LOS ANGELES, CALIFORNIA; TUESDAY, APRIL 19, 2011 1  not sure what question is.
2 10:17 AM. 2 I think we're both counsel, at this
3 3 point, aren't we? I think I submitted an association
4 : 4  of counsel.
5 PAUL D. SUPNIK, 5 THE WITNESS: I think that's an accurate
6 HAVING BEEN FIRST DULY SWORN, WAS 6  statement.
7 EXAMINED AND TESTIFIED AS FOLLOWS: 7  BY MS. HOLLAND:
8 8 Q. Whatis?
9 EXAMINATION 9 A.  That both Mr. Hallam and myself are
10 10  counsel of record.
11 BY MS. HOLLAND: 11 Q. Okay. Are you also represented by
12 Q.  Good morning, Mr. Supnik. 12 counsel today?
13 A.  Good morning. 13 A. No--well --yes,I am. I am
14 Q. My name is Kristin Holland, and I'm 14  represented by Mr. Hallam.
15  counsel for the Petitioner, Penthouse Digital Media i5 Q. Okay. When did Mr. Hallam become your
16  Productions, Inc. in this case. 16 lawyer?
17 You're an attorney right? 17 A. Idon't have a specific recollection.
18 A.  Yes. 18 Q. Was it within the last month?
19 Q. Have you ever had your deposition 19 A. Idon't have a specific recollection.
20  taken before? 20 Q. Do you have a retainer agreement with
21 A. Yes. 21  Mr. Hallam?
22 Q. How many times do you think you've 22 A. No,Ido not.
23 been deposed? 23 MR. HALLAM: T1l make it easy for you,
24 A.  Probably a couple times, but I don't 24  Kiistin. I'm representing Mr. Supnik for purposes of
25  recall specifically. 25  this deposition.
Page 7 Page 9
1 Q. Allright. Have you also taken or 1 MS. HOLLAND: Okay.
2 defended depositions? : 2 Q.  Are you compensating Mr. Hallam for
3 A. Yes. 3 his services as your attorney?
4 Q. And how many times have you done that? 4 A. No.
5  Just roughly. 5 Q. And you testified that you don't have
6 A.  Probably somewhere between 10 and 75. 6  aspecific recollection regarding the date that you
7 Q. Okay. So you're generally familiar 7  engaged him as your counsel, but was it sometime in
8  with the procedure for a deposition? 8  this calendar year? 2011?
9 A. Yes. 9 A. Idon't have a specific recollection
10 Q. Okay. And you understand that the 10  of a formal engagement arrangement.
11  oath you took this morning requires you to tell the 11 " Q. What is your general recollection of
12 truth, as though you were in a court of law? 12 when Mr. Hallam began his representation of you?
13 A, Yes. 13 A. I'mnot sure that I can define that.
14 Q. Is there any reason why you can't give 14 Q. You don't have any idea?
15  your best testimony today? 15 A. I'msure it was at some point after
16 A. No. 16  the proceeding began, but I don't have a specific
17 Q. And if todayI ask a question that you 17  recollection as to any specific events that would
18  don't understand, please let me know that and I'll 18  begin an attorney/client relationship.
13  try and clarify that. 19 Q. Okay. Have you acted as counsel for
20 Is that all right? 20  Mr. Hallam at any time?
21 A. Yes. 21 A.  Thave acted as counsel for Roxbury
22 Q.  Are you counsel of record in this 22  Entertainment.
23 proceeding? 23 Q. And Mr. Hallam is an officer of
24 MR. HALLAM: Objection; vague and ambiguous. 24  Roxbury Entertainment?
25 Is he one counsel of record, or sole counsel? I'm 25 A. That's my understanding.

3 (Pages 6 to 9)
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PENTHOUSE VS CLOUDSTREET
DEPOSITION OF P. SUPNIK, VOL. I

TUESDAY, APRIL 19, 2011 .

Page 10 Page 12
1 Q.  When did you begin acting as counsel 1 Q. Did you participate in drafting the
2 for Roxbury Entertainment? 2 initial disclosures identifying witnesses that were
3 A.  Probably at Jeast five or six years 3 submitted by the registrant in this case?
4 ago. 4 A. Tdon'trecall if I did or not.
5 Q. Have you handled any litigation 5 Q. Do you know on what areas you've been
6  matters, other than the proceedings with the & identified as a witness with percipient knowledge in
7 Trademark Trial and Appeal Board that we're 7  this case?
8  discussing today, have you handled any litigation 8 A. Idon'trecall. I don't know if I had
9  matters for Roxbury Entertainment? S  knowledge of what was stated, nor what is in such
10 A. Neo. 10  document.
11 Q. How about for Cloudstreet? 11 Q.  Okay. How did you prepare for your
12 A. Neo. 12  deposition?
i3 Q. Have you handled any litigation i3 A.  Iconferred with Mr. Hallam yesterday.
14  matters for Mr. Hallam personalily? 14  Ialso took a look on the Trademark Trial and Appeal
15 A. Idon't believe so. 15  Board website — not the Trademark Trial and Appeal
16 Q. And the proceeding that we're here 16 Board — the TESS website, to take a look at what
17  today on is a Cancellation Number 92049926, 17 went on in the various trademark applications.
is Other than this cancellation 18 MS. HOLLAND: That's Mr. Hallam's cell phone.
19  proceeding, are you counsel of record for 19  We'l give him a minute.
20  Cloudstreet, Inc. or Roxbury Entertainment in any 20 MR. HALLAM: Mr. Hallam apologizes on the
21  other proceedings before the Trademark Trial and 21  record.
22 Appeal Board? 22 MS. HOLLAND: That's okay.
23 A. No. 23 (CELLULAR TELEPHONIC INTERRUPTION)
24 Q.  Are you aware of the basic issues in 24 BY MS. HOLLAND:
25 _this cancellation proceeding? 25 Q. How long did you confer with
Page 11 Page 13
1 A. TIbelieveI am. 1  Mr. Hallam yesterday?
2 Q. What is your understanding of the 2 A.  About two hours. .
3  issues in this proceeding? Just generally. 3 Q. ‘Where did that conference take place?
4 A. My understanding is that Cloudstreet 4 A. At my office.
5  was seeking to cancel one or more registrations of 5 Q.  Where is your office located?
6  Penthouse, and Penthouse counter claimed to cancel 6 A. 9401 Wilshire Boulevard, Suite 1250,
7  one or more registrations of Roxbury. 7  Beverly Hills.
8 MR. HALLAM: Can I make a suggestion for 8 Q.  Was anyone else present during that
9  clarity of the record? 9  conference?
10 The witness has referred to Roxbury or 10 A. No.
11 Roxbury Entertainment and, also, Cloudstreet. 11 Q. Did you review any documents during
12 And inasmuch as Roxbury is a DBA of 12  the conference?
13  Cloudstreet, Inc., I think we should choose one or 13 A.  Yes.
14  the other. Whichever you prefer, Kristin. I don't 14 Q. What did you review?
15  care. But it will leave a very confused record if we 15 A. 1reviewed some e-mails.
16  useboth. 16 Q.  What e-mails did you review?
17 MS. HOLLAND: Okay. 17 A.  There was e-mail correspondence
18 Q.  Areyou aware that the plaintiff, 18  between Mr. Hallam and myself.
19 Cloudstreet, Inc. DBA Roxbury Entertainment — which 19 Q.  Did you bring those e-mails with you
20 I'Hrefer to as Cloudstreet or Roxbury 20  today? )
21  alternately - but the registrant has identified you 21 A. IbelieveI did. And I believe
22 as a person with factual knowledge regarding certain 22  Mr. Hallam has those e-mails.
23 issues in this case? 23 MR. HALLAM: Those are all the ones that I
24 A. I am not specifically aware, but that 24 produced here today, Kristin.
25  makes sense. 25 MS. HOLLAND: Okay.

4 (Pages 10 to 13)
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PENTHOUSE VS CLOUDSTREET
DEPOSITION OF P. SUPNIK, VOL. I

TUESDAY, APRIL 19, 2011

Page 14 Page 16
1 Q.  Were those the only documents that you 1 my Chicago office.
2 reviewed in the conference yesterday? 2 Q. Did you receive a copy of the
3 A. T also reviewed a declaration that you '3 subpoena?
4 had attached to the deposition subpoena. 4 A. Yes, Idid.
5 Q. That's your declaration? 5 Q. Did you review the rider to the
6 A. Yes, . 6 subpoena, which is the last page of Exhibit 1?
7 Q. And you mentioned you looked at the 7 A. Ididseeit.
8 TTAB website. Did you review any documents that had 8 Q. Okay. Under there, under the title
9  been filed with the TTAB? 9  "Rider to Subpoena," are 11 categories of documents.
10 A.  Actually, it wasn't the TTAB website. 10 Do you see that?
11 TIlooked at the TESS, which is part of the trademark 11 A.  Yes.
12 office website. 12 Q. Did you look for documents responsive
13 Q. Okay. Did you review any documents 13  to each of those 11 categories?
14 from the TESS website during the conference 14 A.  Generally.
15  yesterday? 15 Q. Allright. What did you do to look
16 A.  Very briefly, yes. 16 for the documents?
17 Q.  Which ones? 17 A.  Well, in part, I communicated with
18 A.  AndI frankly am not sure, but I was 18 Mr. Hallam.
19  trying to locate the communications with the is Q. Okay.
20  trademark office in connection with filing of 20 A. AndItook alook at my files and I
21  statement of use. 21  took alook at the trademark office website.
22 Q.  Were you looking for communications 22 MS. HOLLAND: Okay. Thanks.
23 associated with one of the three ROUTE 66 marks in 23 Let's go off the record for just a
24  particular? 24 second.
25 A.  1think, generally. ButI think I was 25 (PAUSE IN THE PROCEEDINGS)
Page 15 Page 17
1 looking at one in particular. 1 MS. HOLLAND: Okay. We're back.
2 Q.  Which one? 2 Q.  So did you prepare any written
3 A. It was the one relating to the 3 objections to the document requests in the rider to
4 amendment of the identification of goods relating to 4  the subpoena?
5  afilm series. 5 A. No.
6 THE REPORTER: Excuse me. 6 Q. Allright. And the only documents
7 When it's convenient, can I take a 7  that you are producing are those that your counsel
8  quick break? 8  provided to me today?
9 MS. HOLLAND: Sure. 9 A. Correct.
10 (WHEREUPON A RECESS WAS HELD 10 Q.  Were there other documents in your
11 FROM 10:28 AM. TO 10:33 AM.) 11 file that would be responsive to the categories in
12 MS. HOLLAND: Let's go back on the record. 12 the rider that you didn't bring with you today?
13 I would like to mark as Exhibit 1 a 13 A.  Idon't know it that specifically.
14 copy of the deposition subpoena. 14 Q. Okay. For example, the registrations
15 (THE DOCUMENT REFERRED TO WAS 15  themselves, do you have those in the file?
16 MARKED AS EXHIBIT 1 AND IS 16 A.  Probably I have photocopies of the
17 BOUND UNDER SEPARATE COVER) 17  registrations in the file.
18 MR. HALLAM: You're marking this as is Q. Did you bring those today?
19  Petitioner's 1? 19 A. No,1did not.
20 (DISCUSSION HELD OFF THE RECORD) 20 Q. How about the applications for the
21 MS. HOLLAND: Back on the record. 21  registrations? Do you have those in the file?
22 Mr. Supnik, the reporter has just 22 A.  Probably those should be in the file.
23  handed you what we've marked as Exhibit 1, which is 23 I did not specifically look for them.
24  the Subpoena to Testify at a Deposition in a Civil 24 Q.  Okay. And the correspondence relating
25  Action, directed to you and served by Cathay Smith in 25 to the applications and registrations, would that
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correspondence be in the file?

A.  Probably copies of those would
probably be in the file, yes.

Q. And did you bring those with the
correspondence you brought today?

A.  No,Idid not bring the file history
with me.

MR. HALLAM: And, for the record, I have to
state now that there is a stipulation between counsel
that was filed in the form of a pleading by the
petitioner with the TTAB, that there would be no
further discovery in this proceeding, and that we
would rely upon the discovery taken in the District
Court proceeding relating to these issues.

Without waiver of that stipulation,
and Respondent's position that discovery is
effectively closed by that stipulation, we have
produced today all of the communications involving
this application that were previously withheld on the
grounds of privilege.

And we previously produced, I believe,
in the District Court proceedings all of those
documents that you just referred to; the applications
and the registrations, which you used at prior
depositions in this matter. Mine among others.

NNMRNRNONP R R E R o G
Ve WNHOCOVUOINUTEWN L 6

COIOOUdWN R

Page 20

MS. HOLLAND: I don't think that's what we
stipulated to.
And I think Mr. Supnik is here because
we are engaged in discovery in this case and there is
a trial schedule that contemplates discovery.
And we did not depose Mr. Supnik nor
did we subpoena his file in the District Court
action. We have never received a copy of what would
be his complete file on the three trademark
registrations at issue.

MR. HALLAM: And you made a tactical decision
in the District Court proceedings not to subpoena
Mr. Supnik and not to subpoena documents from
Mr. Supnik for whatever reason. And you were well
aware of Mr. Supnik as a key witness on the issues
pertaining to your counterclaims for cancellation of
the Roxbury trademarks on ROUTE 66.

Having made that tactical decision, I
don't understand why you feel that you're entitled to
a second bite at the apple now and, in particular,
when you did file with the TTAB a pleading which
verified and confirmed the stipulation between
counsel that there would be no discovery taken in the
TTAB proceedings and that we'd rely instead on the
discovery taken in the prior proceeding.
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MS. HOLLAND: Allright. So I think our
positions on the stipulation have been preserved in
different writings, e-mails back and forth, from our
office. :

I'm really just exploring right now
what other documents might exist in Mr. Supnik's
files which might be responsive to the subpoena that
you haven't brought to the deposition. Some of which
we may already have copies of and some of which I may
not have copies of. Idon't know.

What I do know is I don't have
documents that weren't produced but yet identified as
coming from your files, other than what was brought
today. And so that's what I'm exploring,

And we'll just reserve all rights
associated with getting your files. And if we have
to open up this questioning again, based on those
documents, we'll reserve our right to do so, and I'm
sure Mr. Hallam will reserve his right to object.

MR. HALLAM: And to prevent that from going
forward, but because of our stipulation which
Petitioner’s counsel filed with the court, that there
will be no farther or no discovery taken in these
proceedings because discovery was taken in the
District Court proceedings.
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MS. HOLLAND: We disagree with that. Anyway,
my position, I think, has been stated.

I just want to clarify that Mr. Supnik
was not identified in the disclosures in the District
Court proceeding as a percipient witness. He has
been identified in the initial disclosures in the
cancellation proceeding as a percipient witness.

He was served with a subpoena. We
didn't receive any objections to it. Some documents
were produced and others weren't. And that's the
record.

So we'll just reserve rights to compel
further production and to continue the deposition,
based on documents that were called for that aren't
privileged and weren't brought today.

But we can also just go on. I have
plenty of documents to ask questions about.

And I don't anticipate re-opening your
testimony to ask you questions about documents that
are matters of public record.

I just needed to know that we've got
the complete file; including drafts of applications,
drafts of registrations if they exist, correspondence
which may not have been public record, e-mails,
informal notes of telephone conversations, et cetera,
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1 that might be in your files/that might not be in your 1 Q. Do you have any specialties in your
2 files, that I reserve the right to question you about 2 practice of law?
3 oncel get the files. 3 A. Trademark, copyright and
4 MR. HALLAM: And incidentally, since you made 4  entertainment.
5  astatement that Mr. Supnik was not disclosed in the 5 Q. Do you do transactional work?
6  District Court in the initial disclosures, I believe 6 A, ransactional and litigation.
7 those initial disclosures were done before your 7 Q. Both?
8  counterclaims were filed and before you sought to 8 A. Yes.
S  stay the District Court proceedings and have the 9 Q. How long have you been a lawyer?
10  matter transferred to the TTAB. 10 A. Since 1972.
11 BYMS. HOLLAND: 11 Q. Where did you go to law school?
12 Q.  Mr. Supnik, are you willing to go back 12 A. Hastings.
13 to your files and gather the documents that are 13 Q.  And how long would you say you've been
14 responsive that you didn't bring today, have them 14  aspecialist in trademark, copyright and
15  copied and brought to my office? 15  entertainment law issues?
16 MR. HALLAM: Iam going to object to that 16 A. I'vepracticed in the intellectual
17  question, on the grounds of attorney/client 17 property area since 1972.
18 privilege. 18 Q.  When did you begin practicing
19 What Mr. Supnik will or won't do is 19  specifically in the area of trademarks?
20 going to be determined by our conversations. And you 20 A. Ican'tgive you a specific time. But
21  can direct any inquiries in that regard to me, as 21  probably over the past 20 years my practice has moved
22 Mr. Supnik's counsel. 22 more and more to that area.
23 MS. HOLLAND: Are you instructing your client 23 Q. How many trademark registration
24 not to answer? 24  applications have you filed?
25 MR. HALLAM: Yes. 25 A. Applications?
Page 23 Page 25
1 MS. HOLLAND: On the grounds of 1 Q. Yes.
2 attorney/client privilege? 2 A. TIhave been involved in more than 600
3 MR. HALLAM: Yes. 3 applications or some aspect of particular
4 BY MS.HOLLAND: 4  applications.
5 Q.  Mr. Supnik, are you refusing to 5 Q.  And of these 600 or so applications,
6  provide any other documents in response to the 6  could you estimate how many resulted in
7 subpoena, other than those that your counsel gave me 7  registrations?
8 today? 8 A. My guess -- this is only a rough
9 MR. HALLAM: Same objection. Same 9  estimate -- I would say somewhere between 25 to
10  instruction. 10 75 percent.
11 You can direct those to me, if you 11 Q.  So anywhere from one in four to three
12 would please, as a professional courtesy. 12 out of four? «
13 BY MS. HOLLAND: 13 A.  Yes. I haven't really analyzed it.
14 Q.  Other than Mr. Hallam, did you speak 14 Q. Have you had any other types of jobs
15  with anyone about your deposition today? 15  as an adult, other than being a lawyer?
16 A.  Aboutit? No. ButI told my wife and 16 A.  Since what point in time?
17  my daughter that my deposition was being taken today. 17 Q. Since... »
18 Q.  What did you discuss with your 18 A.  Since I graduated from college?
19 daughter about your deposition? 19 Q.  Let's just say since you graduated
20 A. Ididn't. 20  from college. And you know what? Let me Just
21 Q.  Just the fact that it was happening? 21  rephrase that.
22 A. Yes. 22 Have you had any other professions
23 Q.  Mr. Supnik, what do you currently do 23 besides being a lawyer since you graduated from
24 for aliving? 24  college?
25 A. I'm alawyer. 25 A. No.
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1 Q. Okay. Where did you go to college? 1 (THE DOCUMENT REFERRED TO WAS
2 A. UCLA. Igraduated from UCLA. 2 MARKED AS EXHIBIT 2 AND IS
3 Q. Did you go to another school in 3 BOUND UNDER SEPARATE COVER)
4 addition to UCLA? 4 MS. HOLLAND: Mr. Supnik, Exhibit 2 is a
5 A. 1 also spent several years at 5  55-page document entitled DECLARATION OF PAUL D.
6  San Diego State. 6  SUPNIK IN SUPPORT OF PLAINTIFF AND COUNTERDEFENDANT'S
7 Q.  What was your undergraduate degree in? 7 MOTIONFOR SUMMARY JUDGMENT, OR IN THE ALTERNATIVE,
8 A, Engineering. ‘ 8  SUMMARY ADJUDICATION. And it was filed in the
9 Q. Any speciﬁc type of engineering? 9  District Court proceeding which is called Roxbury
10 A, It was an emphasis on electrical 10  Entertainment versus Penthouse Media Group.
11  engineering. But UCLA at the time did not have a 11 Q. You mentioned, in preparing for this
12 major in specific forms of engineering, so the degree 12  deposition, you reviewed a declaration. Is this,
13 was in engineering. 13 Exhibit 2, the declaration that you reviewed?
14 Q.  Are you also a patent lawyer? 14 A Yes.
15 A. Thave a registration as a patent 15 Q. Have you had a chance to read
16 lawyer, yes. 16  Exhibit 2?
17 Q.  So you've taken the patent examiner's 17 A, Yes.
18 test? 18 Q. Would you like additional time now to
19 A, Yes. 19  look at its contents?
20 Q- When did you take that test? 20 A.  No. Why don't you ask questions and
21 A. Probably in about 1972 or 1973. 21 then we'll see if I need any further review.
22 Q.  And you've kept it current since then? 22 Q. Okay. That's fine.
23 A.  There is no way of or no necessity to 23 Did you prepare and file on behalf of
24  keep it current. 24  Roxbury Entertainment the applications for
25 Q- Okay. No annual dues that you have to 25 registration identified in Paragraph 3 of Exhibit 2?
Page 27 Page 29
1 pay or anything? 1 A.  Yes.
2 A. No. 2 Q.  And those included the application for
3 Q Have you ever been arrested? 3 registration number 3,189,543, which I'll refer to as
4 A.  Yes. 4  the DVD video registration.
5 Q What were you arrested for? 5 Correct?
6 A.  Soliciting. 6 A. I presume that's the correct number.
7 Q.  Soliciting what? 7  Yes.
8 A.  Door-to-door sales. 8 Q. Okay. Did those also include
9 Q.  When were you arrested? 9 registration 3,194,255 which I'll refer to as the TV
10 A.  Probably when I was about 16 or 17 or 10 program registration?
11 18. I don't recall specifically. 11 A.  Yes.
12 Q.  Were you convicted of a crime? 12 Q.  And did those also include
13 A. No. 13  registration 3,291,736, which I'll refer to as the
14 Q.  Any other arrests? 14  motion picture series registration?
15 A. No. ’ 15 A.  Yes.
16 Q. 'What were you selling? 16 Q.  Were you the only trademark attorney
17 A.  Encyclopedia Britannica's Great Books 17  for Roxbury for each of these three trademark
18  of the Western World. 18 applications?
19 MS. HOLLAND: I didn't expect any of that. I 19 A.  Yes.
20  thought you would say "No." And then when you said 20 Q.  Soyou were the person with primary
21 "Yes, for soliciting," I did not expect it to be for 21  contact with the trademark office for these three
22 Encyclopedia Britannica. So thank you for a series 22  applications?
23 of unexpected twists. 23 A.  Yes.
24 All right. Let me mark as Exhibit 2 24 Q.  Were there any other attorneys
25  one of your declarations. 25 _involved in the communications with the trademark
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1  office for these three registrations? 1  raising issues.
2 MR. HALLAM: To your knowledge. 2 Q.  And what issues were raised by the
3 THE WITNESS: I'm not aware of any. 3 office action which begins on Page 39 of 55 of
4 MS. HOLLAND: Okay. 4  Exhibit 2?
5 Q.  Are you still counsel of record for 5 A.  The issue was that the identification
&  these three registrations, to your knowledge? 6 of the goods here was considered indefinite. The
7 A.  Well, my understanding is that once a 7  typical type of response you receive from the
8  registration issues, there is no attorney of record. 8  trademark office.
9 Q. Allright. Were you involved in any S Q.  And what were the goods at issue in
10  office actions associated with any of these three 10 this office action?
11  trademark applications? 11 A.  Well, according to the office action,
12 A. Yes. 12 it states that the goods were identified as a series
13 Q. Specifically, were you involved in an 13  of motion pictures featuring drama, action and
14  office action issued by the U.S. Patent and Trademark 14 adventure.
15  office on May 18th, 2006 relating to application 15 Q. Okay. And the examining attorney from
16  serial number 78664154 relating to the motion picture 16 the trademark office wrote,
17  series registration? 17 "There is no indication in
18 A. Ican'tidentify it by that serial 18 this description as to the physical
18  number. But we're talking about the third 19 nature of the goods, making the
20  registration; is that correct? 20 description indefinite."
21 Q. Yes. 21 Correct?
22 A. Yes. 22 A. Yes.
23 Q. And I'm going to reference Exhibit 4 23 Q.  And then the examining attorney
24 to your declaration, which I believe begins on 24 further wrote, quote, '
25  Page 38 of 55 of Exhibit 2. 25 ""The examining attorney
Page 31 Page 33
1 A.  Yes. 1 suggests the following: 'Motion
2 Q.  What is the date of this office 2 picture film series featuring drama,
3  action? 3 action and adventure.'"
4 A.  You mentioned that it was May 18. I 4 Do you see that?
5  don't see the stamp on it that would have a mailing 5 A. “Yes.
6 date. ButlL.. 6 Q.  Was that suggested language adopted by
7 MR. HALLAM: If you don't know, please don't 7  the applicant Cloudstreet in its response to the
8  speculate, Mr. Supnik. 8 office action?
9 THE WITNESS: I don't know. 9 A.  After discussion with the examining
10 MS. HOLLAND: Okay. I'm just looking in your 10  attorney.
11  declaration to see if we put a date in there. 11 Q. Allright. The examining attorney
12 Q. Referring back to your declaration, 12  further wrote,
13  Page 8 of 55, Paragraph 23, you state, 13 "If the actual goods are
14 "On May 19th, 2006 or shortly 14 not on 'film’' but some other medium,
i5 thereafter, I received from the 15 applicant must amend accordingly."
16 Examining Attorney an Office Action..." 16 Do you see that?
17 et cetera, referencing Exhibit 4. 17 A.  Yes.
18 Does that refresh your recollection 18 Q.  Were the actual goods on film?
19 about the date of the office action? 19 A.  Yes, in the sense that the original
20 A.  Itsuggests that the office action was 20  series was shot on film.
21  probably on or about May 18th or May 19th or 21 Q.  What do you mean by "original series"?
22 something like that. So May 18 would be consistent. 22 A. I mean that the series that was shown
23 Q. Okay. What is an office action? 23  on television in the 1960s was on film, so that it
24 A.  An office action is a communication 24  had a certain character to it.
25 _from a trademark office examining attorney, typically 25 Q.  Who told you that the original
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1  television series was on film? 1 Well, what do you mean by "on film"?
2 A. I'mnot sure if I heard it from . 2 Q. I'm just using the words of the
3 Mr. Hallam first or I just made that assumption that 3 trademark office.
4 itwas on film. Because the old television, I guess 4 A. My-
5  I'was aware, that the old television series were shot 5 MR. HALLAM: Objection; vague and ambiguous.
6  onfilm. 6 THE WITNESS: My understanding is that the
7 MR. HALLAM: And just for the record, I am not 7 series was shot on film. And that's based on my
8  going to be asserting the attorney/client privilege 8  knowledge that, back in those days, television series
9  with respect to conversations between myself and 9  were shot on motion picture film.
10  Mr. Supnik, even though such a privilege does exist, 10 MS. HOLLAND: Okay.
11  withrespect to conversations that related to the 11 THE WITNESS: So...
12 prosecution of these applications for Roxbury's 12 BY MS.HOLLAND:
13  trademarks in ROUTE 66. 13 Q. And when you say "a series," you're
14 That is without waiver, however, of 14  referring to the television series?
15  the attorney/client privilege between myself and 15 MR. HALLAM: Objection; vague and ambiguous.
16  Mr. Supnik with regard to any other conversations 16 Can you be more specific?
17  that we may have had over the past five or six years. 17 Because you've used the word "series"
18 MS. HOLLAND: Okay. I think our position will 18  intwo different contexts in the last five minutes.
19  be that anything that's been put at issue in the 19  SoI don't want the witness to be confused.
20  declaration or in the initial disclosure description 20 You mean in his answer to the last
21  of what testimony the registrant plans to obtain from 21  question?
22 you, we believe that there is no privilege that can 22 MS. HOLLAND: I'm just going to object to the
23 apply to that, because if the registrant plans to 23 speaking objections and ask you, Mr. Hallam, to state
24 rely on it in an affirmative way, we're entitled to 24 your objection and then the witness, who is a
25  cross examine and get to the different communications 25  sophisticated attorney with plenty of deposition
Page 35 Page 37
1  that might be relevant for the prosecution of our 1 experience, to let me know if he didn't understand
2 case. 2  the question, and I'll try to clarify it.
3 So let's just see how far we get. 3 He used the word "series" in his
4 MR. HALLAM: Yeah. I'm not asserting - as I 4  answer. -
5 - said -- I'm not asserting the attorney/client 5 Q. And I'm asking, in your answer to the
6  privilege with regard to any conversations that 6  last question, when you referred to "series" were you
7  relate to the subject matter of this petition to 7 referring to the television series being shot on
8  cancel. 8 film?
9 MS. HOLLAND: Okay. All right. 9 A. T was referring to the television
10 Q. Did you ever physically see any 10  series that was shot on film. Yes.
11  episode or episodes of the original ROUTE 66 11 Q. Now, in response to this office action
12  television series on film? 12 which relates to a request for a registration of a
13 A.  On film, when I was growing up, I used 13  series of motion pictures, what is the basis for...
14 to watch it on television. 14 Let me back up.
15 Q. Allright. Did you ever see like a 15 Do you believe that the series of
16 film canister containing any of the original 16 motion pictures that Cloudstreet or Roxbury was
17  episodes? 17  seeking to register was on film?
18 A. No. 18 A. My sense is that it was on film. I
19 Q.  So when you received, as the 19  think there was an issue in my mind, because there is
20  corresponding attorney for Cloudstreet, this office 20  a big ambiguity there.
21  action, what investigation did you make as to whether 21 Q. What is the ambiguity?
22 the actual goods were on film? 22 A.  Well, the ambiguity is: What do you
23 A. I'mnot sure if I made any actual 23 mean by "a motion picture film series"?
24  investigation as to whether or not the... When you 24 Does that mean a motion picture film
25  say... 25  series that was shot on film? Or does that mean is
10 (Pages 34 to 37)
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1 it a motion picture that was physically distributed 1 presumably watched them?
2 on 35-millimeter film to theaters? 2 A. Ido not know the specifics. But my
3 And I see that as an ambiguous issue. 3 understanding was that it was probably a DVD that was
4 Q. Okay. Well, let me back up again. 4  shipped to the theaters.
5 Has there been a ROUTE 66 motion 5 Q. Did you tell the trademark examining
6 picture produced by Roxbury or Cloudstreet, to your 6  attorney that these motion pictures had oaly been
7  knowledge? 7  exhibited on DVD?
8 MR. HALLAM: Objection; vague and ambiguous. 8 A. Yes.
9 THE WITNESS: Do you mean was there a motion S Q. How did you convey that information?
10  picture produced by Cloudstreet other than those 10 A. Thad a telephone conversation with
11  which were originally shot during, let's say, the 11  the examining attorney, after which I believe an
12 1950s and '60s? 12 examiner's amendment was sent out.
13 MS. HOLLAND: Yes. 13 I raised the issue, I didn't get any
14 THE WITNESS: And the answer is: I have no 14  response, and that was pretty much it.
15 knowledge of them, 15 Q. Okay. Let's focus on that telephone
16 BYMS.HOLLAND: 16 conversation for a moment.
17 Q. So what motion picture film series 17 Did it occur after you received the
18  were you asking the trademark office to register with 18  office action that we've been discussing?
19  this application for registration? 19 A. Yes.
20 A.  The basis were the original '60 series 20 Q.  Who initiated the call?
21 which were shown at various — or I guess — several 21 A. linitiated the call.
22 film festivals. 22 Q. Who did you speak to?
23 Q.  So you were asking the trademark 23 A. Ibelieve the examining attorney,
24 office to register as a motion picture series the 24  whose name is Jill Alt.
25  episodes of the television series which had been 25 Q. Is Ms. Alt's name referenced on the
Page 39 Page 41
1  shown at film festivals? 1  office action?
2 A.  Yes. 2 A.  Yes.
3 Q. How do you know that they were shown 3 Q. Whereis it referenced?
4 at film festivals? . 4 A. At the bottom of Page 40 on the
5 A. Ireceived the specimens from 5 declaration.
6  Mr. Hallam or Mr. Hallam's office and verbal 6 Q. Okay. Where it says "/Jill C.
7  conversations. 7 Alt/Trademark Attorney," et cetera?
8 Q. But you didn't attend any of the film 8 A.  Yes.
9  festivals yourself? 9 Q. OkKkay. So you called Ms. Alt at the
10 A. No. 10  telephone number, the (571) number listed on Page 40?
11 Q.  And do you know if the exhibitions at 11 A. Presumably.
12 those film festivals were made using film? 12 Q. Okay. Did you send her any e-mails?
13 And by "film,” I mean the same type of i3 A. No. '
14  film that you referred to as being used for the 14 Q.  And was anyone else on the telephone
15  original television series. Or were they made in 15  call between you and Ms. Alt?
16 some other medium? 16 A. Not to my knowledge.
17 MR. HALLAM: Objection; vague and ambiguous, 17 Q. How many times did you call her?
18  as to the meaning of the word "made.” 18 MR. HALLAM: Objection; vague and ambiguous.
19 THE WITNESS: My understanding is that the 19 'You mean specifically with a request
20  films were originally shot on film. 20  from this office action?
21 MS. HOLLAND: Iunderstand that. I understand 21 MS. HOLLAND: You can start with that.
22  that. 22 Q. With respect to this office action,
23 Q. I'm asking you now: What particular 23 how many times did you call Ms. Alt?
24  medium was used at the film festivals to display the 24 A. Tonly have a recollection of one
25  episodes in the theaters for the people who 25  conversation with her, I believe, with respect to
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1  this office action. 1  reserve our positions on that.
2 Q.  And when approximately, or how long 2 At this point, I am looking for the
3 after you received the written office action, would 3 best way to establish the date of your conversation
4  you estimate the call took place? 4  with Ms. Alt. Which might be that time record, if
5 A. Ithink it was a long time. I think 5  you kept that level of detail. I don't know.
6 it was just before the expiration of the date to 6 Q. Allright. Se when you called
7  respond. 7  Ms. Alt, what was the purpose of your call?
8 Q.  So several months? 8 A. It was specifically to deal with this
9 A. More than several months. 9 particular issue.

10 Q. 'What was the deadline to respond to 10 Q.  The particular issue, which is: Are

11  the office action? 11 the actual goods on film?

12 A. Idon't recall specifically, but it's 12 A.  That's the issue. Yes.

13 six months. Six months after the office action. 13 Q. Okay. And what do you recall saying

14 Q. Okay. So if the office action came in 14  to Ms. Alt during the conversation?

15 mid May of '06, you estimate that your conversation 15 A. Idon't have a specific recollection

16  with Ms. Alt occurred maybe in November of 2006 16  of what I said to her and what she said to me. But

17 A.  Wait a minute. Say it again. 17  generally, I remember I called her up. I may have

18 If the office action was... 18 talked to her about the medium of distribution. I'm

19 Q. In May of '06. 19 not sure.

20 A. May. So six months would be November. 20 But I said, you know, "The specimens

21 Yes. 21  that I have shows that the film was distributed at a

22 Q. Okay. How long was that conversation? 22  film festival." I believe I said, "They were on

23 A. Icouldn't tell you. It might not 23 DVDs. Does that matter?"

24  have been very long. It might have been five 24 And I didn't get a response from her.

25  inutes. 25 Q. Okay. What do you recall Ms. Alt

Page 43 Page 45

1 Q. Would you have recorded the time spent 1 saying during the conversation?
2  speaking with Ms. Alt on a time sheet? 2 A. Iheard her say - I think I remember
3 A.  It's possible. A 3 her saying something about -- pretty much what she
4 Q. Did you bring any time sheets with you 4  said in the office action. That this: "You need to
5 today? 5  specify whether it's on film or if it's on some other
6 A. No, I did not. 6 medium."
7 Q. For your work on these registrations, 7 And then I explained the method of
8  did you bill by the hour to Cloudstreet or Roxbury? 8  distribution, and so I don't think I got a response.
9 A. Yes. 9 Q. Did you have any discussions with

10 Q. Do youstill have your time records 10  Ms. Alt about the fact that the contents of the film

11  associated with your work on the registrations? 11  consisted of certain episodes of a television series?

12 A. Idon'tknow ifI do or net. 12 A. Ithink I did. I think I said, "This

13 MR. HALLAM: For the record, I will have 13 s the old television series, ROUTE 66." .

14  Mr. Supnik -- I'll ask Mr. Supnik -- to review his 14 Q. Do you recall whether she made any

15 bills. AndIwill do likewise, to see if there are 15 comments or said anything about that?

16 any time entries in the bill for November. 16 A. Ido not recall

17 I don't want nor would I allow 17 Q. Okay.

18  Mr. Supnik to generally produce all of his bills to 18 A.  WhatI recall - what I specifically

19 Roxbury Entertainment, but I will have him look for 19  do recall — it was a lack of response on her part.

20  that, and any other specific ones that you have. 20 Q. And what did you interpret that to

21 MS. HOLLAND: Okay. 21  mean?

22 Well, to the extent the bills are 22 A. Iwasn'tsure.

23  responsive to the subpoena and that they relate to 23 Q.  So you couldn't tell if it meant she

24  the statements that you've made in the declarations, 24 was concerned or if it meant she wasn't concerned?

25  we believe we're entitled to them. But we can both 25  You have no...
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1 A.  Icouldn't tell. 1  with, because we have a Class 9 series which is for
2 Q. Okay. Let me go back to the language 2  trademarks. But we're talking about something that
3 of the office action again. In the next paragraph, 3 is exhibited in a motion picture. So it's really
4  Ms. Alt writes, 4  somewhat confusing as to just what we're talking
5 ""Please note that, while 5 about.
6 the identification of geods may be 3 Se if we're talking about a motion
7 amended to clarify or limit the goods, 7  picture film series, I associate that...
8 adding to the goods or broadening the 8 I'm confused. What was the question?
° scope of the goods is not permitted.” 9 Q. Let me try a different question.
10 Do you see that language? 10  Let's just approach it differently.
11 A.  Yes. 11 So how many motion pictures were there
12 Q. Do you have any opinion or 12  in the series?
13  interpretation of what that means? i3 A.  Well, I know that there were at least
14 A.  Well, it basically means you can't add 14  two. _
15 goods beyond the scope of what's already existingin |15 Q. Okay. What were those two?
16 the original application - original ITU - 16 A. Idon't know the answer to that.
17  application. 17 Q. What were the titles of the two motion
18 Q. So give me an example of a good that 18 pictures in the series?
19  couldn't be added. 19 A. Idon'trecall
20 A.  Computers. 20 Q. Do you know if both of the motion
21 Q. Okay. So the original description of 21  pictures used the mark ROUTE 66 in the title?
22  the applicant was a "Series of motion pictures 22 A. My understanding is and my assumption
23 featuring drama, action and adventure." 23  was that, yes, they do have ROUTE 66 in the title.
24 A.  Yes. 24 Q. How were the two motion pictures
25 Q. That's accurate? 25  distinguished from one another in the title?
Page 47 Page 49
1 A. (NO AUDIBLE RESPONSE) 1 A. Intitle? Well, my recollection is I
2 Q. A "Series of motion pictures featuring 2 took a look at one or more of a series of ROUTE 66
3 drama, action and adventure." 3 DVDs which were shot on film. And when you saw the
4 Right? 4  series, each time you would see the title credit as
5 A.  Yes. 5 ROUTE 66. _
6 Q. Okay. And then Ms. Alt suggested that 6 Q.  So each motion picture in a series —
7  itbe changed to "Motion picture film series 7  each of the two - was called ROUTE 66?
8 featuring drama, action, and adventure." 8 A.  That's my understanding. They would
9 Right? 9  have a separate episodic title. And I don't know
10 A.  Yes. ' 10  which ones those were. But each in the series would
11 Q. So she added the word "film" and 11 have ROUTE 66 as the title card.
12 shifted the position of the word "series," basically? 12 Q. And did either of those two motion
i3 A. Yes. 13  pictures contain any newly-shot footage? Meaning any
14 Q. Would you agree that film is a 14  footage that wasn't part of the original television
15  different medium than DVD? 15  series, to your knowledge?
16 A. It depends upon whether you're talking 16 A. Not to my knowledge.
17  about its original creation. 17 Q. Did they include any additional
18 I think it depends upon the context in 18  voiceovers or narration that was not part of the
19  which you're using that, 19  original television series, to your knowledge?
20 Q. In this context, the actual goods, 20 A. I have no information about that.
21  meaning the motion pictures as exhibited, were never 21 Q. Did they include any materials at
22 on film. 22 all - at the beginning, or the end, in the middle,
23 Correct? 23 anywhere in the contents — that were not part of the
24 A.  Well, in the sense it has absolutely 24  original television series, to your knowledge?
25  no meaning. It has a confusing meaning to begin 25 A. Thave no knowledge of that.
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1 Q. Did you make any investigation to see 1  Mark Application, Principal Register Serial Number:
2  if they were at all, in any way - even in part - 2 78664154.
3 consisting of any original material? 3 Do you see that, Mr. Supnik?
4 MR. HALLAM: Objection; vague and ambiguous. 4 A. Yes.
5  What do you mean by "original material"? 5 Q. Does that relate to the motion picture
6 All the episodes are original 6 registration that we've been discussing?
7  material. 7 A. (NO AUDIBLE RESPONSE)
8 MS. HOLLAND: I mean original... Let me 8 Q. My records indicate it does. But1
9  change the word to "new." 9  just want to clear that up with you.

10 New material. 10 A. Yes. Itlooks like it does.

11 THE WITNESS: Ihave no knowledge of that. 11 Q.  So that's an application for

12 BY MS.HOLLAND: 12 registration in International Class 9?

13 Q. Did you receive complete DVD, like 13 A. Yes.

14  playable DVD, versions of the motion pictures? 14 Q. And the "DESCRIPTION" there is the

15 A.  WhatIreceived was in a package, a 15  original unmodified description: "Series of motion

16  shrink-wrap package, that I had to take out of the 16 pictures, featuring drama, action and adventure;

17  package to be able to see the DVDs. Yes. 17 DVD's; videocassettes"?

18 Q. Did you play the DVDs? is A. Yes.

19 A.  Yes. Not all of them, but I played 19 Q. Do you see that?

20  several episodes. 20 A.  Yes.

21 Q. Okay. And when you say you played 21 Q. And on this first use date "FIRST USE

22 several episodes, do you mean you played one of the 22 ANYWHERE DATE" ...

23  metion pictures? Or two? I'm getting confused. 23 A.  Yes.

24 So what did you play? 24 Q. ... "Atleast as early as 09/30/1960"?

25 A. Iplayed.. And]I considered each 25 A. Yes.

Page 51 Page 53

1  episode to be a separate motion picture, for purposes 1 Q. What does that date represent?
2 of this particular class. But, yes, I played several 2 A. My understanding was that was a date
3  ofthem. 3 when the television series was broadcast.
4 And my understanding was that this is 4 Q. In 1960 was it broadcast as a motion
5  what was shown and was exhibited at the film 5 picture in theaters? If you know.
6 festival. 6 A. Well, my understanding, it was not
7 Q.  So are you saying that you consider 7  exhibited in motion picture theaters. I don't have
8 each episode of the television series a separate 8 any knowledge of that, if it was.
9  motion picture? 9 Q. And the specimens attached to thls

10 A. Yes,Ido. 10  application for the motion picture series

11 Q. Do you know whether each episode of 11  registration were the opening title screen from the

12  the television series was exhibited at a film 12 television series; is that correct?

13 festival? 13 A. That's what it says here, and that

14 A. Idon't have any knowledge of that. 14  does make sense. Yes.

15, Q.  So, in your view, would any television 15 Q.  Was this application later divided

16  series originally shot on film -- 35-millimeter or 16 into three?

17  16-millimeter, for example — would any television 17 A. Yes.

18  series like that also be a motion picture series? 18 Q.  And how was it divided?

19 A. Itcould be. 19 A. My recollection is that the child

20 MS. HOLLAND: Can we go off the record for 20  applications were the Class 41 - well — I believe

21 just amoment? 21  the Class 9 applications were divided in two.

22 (PAUSE IN THE PROCEEDINGS) 22 And I believe the DVD and

23 BY MS. HOLLAND: 23 videocassette application and the Class 41 services

24 Q.  So referring back to Exhibit 2. 24  were made into child applications, so that they could

25  Page 29 of 55 of that exhibit is a Trademark/Service 25 go forward with the registration.
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1 Q. We'll look at some more documents to 1  used in connection with the goods at least as early
2  clarify that. 2 as the date stated.
3 All right. In response to the office 3 Q. Allright. So in this document, the
4  action which begins on Page 39 of Exhibit 2, did the 4  first use anywhere date is May 7, 2007, correct?
5 applicant amend its description of goods? 5 A. Correct.
6 A.  Say that again. In response to this 8 Q. Allright. Now, in the original
7  office action was there an amendment? 7  application, the first use date anywhere was 1960,
8 Q. Yes. 8  correct?
9 A.  And my recollection was that, I 9 A.  For the television series, yes.
10 Dbelieve, there was an examiner's amendment. 10 Q. But you testified earlier that the
11 Q. Allright. Is the examiner's 11 motion picture series registration was supposed to
12 amendment that you're referring to on Page 43 of 12  apply to the entire television series. Or did I
13  Exhibit 2? 13 misunderstand you?
14 A. Yes. 14 A.  Well, the point is that it means that
115 Q. That's an examiner's amendment by 15 amarkis used in connection with a series. And the
16 Ms. Alt? 16  series can be more than one of the episodes.
17 A. Yes. 17 So if you have more than one episode
18 Q. In which she amends the Class 9 goods 18 that's being exhibited, my understanding would be
19  description as follows: "Motion picture film series 19 that that's going to be satisfactory.
20 featuring drama, action and adventure"? 20 Q. Allright. Let's focus on Page 46,
21 A. Yes. 21  again, of Exhibit 2. The first use anywhere date of
22 Q.  So after this examiner's amendment, 22  May 7, 2007, what does that refer to?
23  what was the Class 9 goods description for 23 MR. HALLAM: Objection; asked and answered.
24  application 786641547 - 24 THE WITNESS: My recollection is that it has
25 A. Tt was what was stated in the 25  something to do with the exhibition date.
Page 55 Page 57
1  examiner's memo. 1 BY MS. HOLLAND:
2 Q. '"Motion picture film series featuring 2 Q. Does it relate to the specimens that
3 drama, action, and adventure"? 3  were attached to the statement of use?
4 A. Yes. 4 A. If we're saying that the specimens
5 Q. Whatis a notice of allowance? 5  would be this image of the two people looking at the
6 A. A potice of allowance is a document 6 lobby card and the photograph from within the
7  that the trademark office sends after the mark has 7  screening room? Yes.
8  been published for opposition. 8 Q. At Pages 49 and 50 of Exhibit 2?
9 Essentially, saying that the trademark 9 A. Yes.
10  application is ready and is available to be issued 10 Q. So the May 7, 2007 date refers to the
11  once there is proof of use. 11  screening date?
12 Q. Okay. Soif you look at Page 46 of 12 A.  That was my understanding.
13  Exhibit 2, it's Trademark/Service Mark Statement of (13 Q. Allright. And what does "use in
14 Use. 14 commerce" mean, with respect to a motion picture
15 A. Um-hmm. 15 series? »
16 Q. For application serial number 16 A.  Well, it's another one of those issues
17 78664154, which is International Class 9. And this 17  that's very vague.
18  again relates to the motion picture series 18 It means that... "Use in commerce"
19  registration. 19 means it's something that congress can regulate in
20 Correct? 20  some manner.
21 A. Yes. 21 So, for example, if African Americans
22 Q. Allright. What is the representation 22  were excluded from being able to see or to go into
23 in this document regarding the first use anywhere 23  that festival and see a motion picture or, you know,
24  date of the motion picture series mark? 24  some sort of discrimination were involved, then
25 A. Ibelieve that means that the mark was 25  congress could regulate that, based on the part of
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1 Atlanta Hotel case. 1 A. My understanding was it was in
2 So that probably is enough. It 2 Fort Lauderdale.
3 doesn't take very much to establish use in commerce. | 3 Q. Do you know the name of the theater at
4 That's one aspect of use in commerce. 4 which it was playing?
5  The other aspect is the fact that there was some sort 5 A. No. No.
6 of transfer of goods in commerce to get to where the 6 Q. Do you know if any tickets were sold
7 film was exhibited. So that's use in commerce. 7  to the public performance?
8 Also, people most likely came from 8 A.  Tickets were sold?
9 outside. Out of state. They may not be in very 9 No, I do not know.
10  large numbers, I don't know specifically. But I 10 Q. Do you know how many people actually
11  would imagine if you have a film festival in Florida, 11  attended the public performance?
12 you would have at least a few people coming from 12 A.  No,Idon't.
13  outside of Florida to see that film festival. 13 Q. So referencing again that date of use,
i4 So all of these types of uses could 14  the May 7, 2007, are there any documents that you are
15 result in use in commerce. 15 aware of which would show whether the ROUTE 66 mark
16 Q. Do you know whether the motion picture 16  was being used in commerce on a motion picture
17  series was ever exhibited outside of Florida? 17  series?
18 A. Idon't have any knowledge of that. 18 A. Iam not aware of any other specific
19 Q. Do you know how many theaters 19  documents that would show that. I don't have... 1
20  exhibited the motion pictures? 20  don't believe I ever saw any other documents.
21 A. Idon't have knowledge of that. 21 Q.  Other than the two specimens attached
22 Q. Do you know if it was more than one? 22 to the statement of use?
23 A. 1do not know. 23 A. Idon't recall seeing any other
24 Q. Do you know how many times the motion 24 documents like that.
25 pictures were exhibited publicly? 25 Q. Okay. So the only documents that you
Page 59 Page 61
1 A. No. 1  are aware of which support the statement of use are
2 Q. Do you know if it was more than once? 2 the two specimens that you attached to that
3 A. Idon't know. 3  statement?
4 Q. Do you know for sure that it even 4 A. That's correct.
5  happened once? 5 Q. And how about documents of any kind?
6 A. It's from what I'm told. 6 Maybe contracts or receipts, documents evidencing
7 Q. Do you know, for the specimen on 7  payment for duplication services and the like.
8  Page 49, whether that's a public space or a private 8  Basically business records.
9 space? 9 Are you aware of any types of
10 A. Idon't know the answer to that. And 10  documents which would support that the applicant
11 I also don't know what you mean by "public" and 11 produced a ROUTE 66 motion picture film series?
12  "private" space. 12 MR. HALLAM: Objection; calls for speculation.
i3 Q. Do you know who is on Page 50 in the 13 THE WITNESS: I don't have any knowledge of
14  specimen? On Page 50, of the two people looking at 14  any documents.
15  the "COMING SOON" poster? 15 BY MS. HOLLAND:
16 A. Ido not know. 16 Q. Have you ever registered a motion
17 Q. Do you know who those people are? 17  picture film series for any other applicant besides
18 A. No. 18 Roxbury or Cloudstreet?
19 Q. Do you know where it was coming soon? 19 A. Completed to registration?
20 A. My assumption was that it was at the 20 Q. Yes.
21  venue where the film was exhibited. 21 A. Imay have, but I don't recall.
22 Q.  And see how the poster also says 22 Q. Do you recall any applications for a
23  "NOW PLAYING"? 23 motion picture film series, whether or not they were
24 A.  Yes. 24  completed to registration, for other clients?
25 Q. Do you know where it was playing? 25 A. I probably have, but I'm not
16 (Pages 58 to 61)
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1 specifically sure. 1 A. Ididn't see any.

2 Q. Have you made any statements on the 2 Q. OkKay. There are 17 points on the

3 Internet or on any blogs or in any public place about 3 first page. And then the second page is basically

4 how to obtain a motion picture series registration? 4  your contact information and, you know, what looks to

5 A. Idon'trecall 5  me to be standard language about "don't rely on this

6 Q. Do you operate a website? &  advice," et cetera.

7 A. Yes. 7 So on the first page, in those 17

8 Q. What is the website called? 8  points, did you see anything that you would like to

9 A.  Supnik.com. 9  correct?

10 Q. And what generally is the purpose of 10 A. No.
11  that website? 11 Q. Allright. Do you know if the
12 A. It's essentially a public relations 12 ROUTE 66 motion pictures had any merchandising?
13  website that has lots of information concerning a 13 A. At any time? I'm not aware of any.
14  wide variety of subjects in the intellectual property 14 Q. And in point 14 you reference "the
15 area, Federal Court litigation, and international 15  so-called franchise motion picture.”
16 law. And just some general entertainment industry 16 ‘What do you mean by a franchise motion
17  information and the likes. 17  pictare?
18 Q. Who creates the content for i8 A. "Superman." A film that uses a title
19  Supnik.com? 19  for sequels.
20 A. 'Well, the links are created by people 20 Q. Allright. Would you consider the
21  other than myself. And the specific material, I may 21 ROUTE 66 motion picture as a franchise motion picture
22  create myself. 22 . series?
23 Q. Allright. Do you recall creating a 23 A. I consider that within that genre of
24  document called "Motion Picture and television titles ;24  type of properties, because it was such an iconic
25 by Paul D. Supnik"? 25  series for the time that I was growing up.
Page 63 Page 65

1 A.  That does sound familiar, yes. 1 Q. You also state in this document,

2 Q. Copyright 1999? Does that ring a 2  Exhibit 3, bullet point 14, "Registration of motion

3 bell? 3 picture titles are rarely made..."

4 A.  The 1999 doesn't, but I do recall that 4 What do you mean by that?

5  does sound familiar. 5 A.  Well, usually you have one motion

6 MS. HOLLAND: Okay. I'm going to mark as 6 picture, and a lot of money is spent on a motion

7  Exhibit 3 a printout from Supnik.com called "Motion 7  picture. It's exhibited, and it goes off the screen,

8  picture and television titles by Paul D. Supnik." 8 and it never appears again in any other form.

9 (THE DOCUMENT REFERRED TO WAS 9 Unlike ROUTE 66, where you have had
10 MARKED AS EXHIBIT 3 AND IS 10 this constant impact of the mark, every week on
11 BOUND UNDER SEPARATE COVER) 11 television, where millions of people view the series.
12 MS. HOLLAND: I'll give you a moment to read 12 So a single motion picture, the
13  that document, Mr. Supnik. Let me know when you're 13  trademark office will not allow registration of a
14 finished. 14  single motion picture or title of a single motion
15 (WITNESS REVIEWS DOCUMENT) 15  picture as a mark. '

16 THE WITNESS: Okay. 16 Q. So you mentioned "Superman."

17  BY MS. HOLLAND: 17 Are you aware of a television series

i8 Q. Okay. Are there any statements in 18 called "Superman"?

19  this document that you would like to correct or that 19 A. 1don't recall, frankly.

20  you now disagree with? 20 Q. Allright.

21 A. Ididn't see any. 21 A.  Oh, yeah, I mean, I saw it. I think
22 MR. HALLAM: Objection; compound. Vague and 22  that's where... I think it started with a... It

23  ambiguous. 23  didn't start.

24  BY MS. HOLLAND: 24 It started with the comic book series,
25 Q. Youdidn't see any? 25 then a television series in the '50s, I think. Yes.
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1 Q. Okay. But when you were referring to 1 Q. Even if what they were going to
2  the motion picture series "Superman' you weren't 2 exhibit was exactly the same episodes that are
3 referring to the television series? 3 exhibited on AMC.
4 A.  That's correct. 4 A. Aslong as it was a series. Ifit's
5 Q. What were you referring to? 5 more than one episode, yes.
6 A. I was referring to a series of motion 8 And do I think it's crystal clear?
7  pictures probably that's been out in the past 15 7  No. Idon't think that the trademark office has...
8  years. 8  That the identification of goods and services
9 Q. Okay. Featuring, for example, 9  completely makes sense as a coherent package, as to
10  Christopher Reeve? 10  what titles and where titles fit within Class 9 and
11 A. Probably. 11  Class 41.
12 Q. Okay. And Gene Hackman in one or more 12 1 have not been able to find any of
13  of them? 13 that information to really make things crystal clear.
14 A. ThatIdon't recall. 14 No.
15 Q. Allright. Do you know if the actors i5 MS. HOLLAND: Let's refer back to Exhibit 2.
16 in the motion picture series were different than the 16 And, gentlemen, just so you know where
17  actors in the television series for "Superman'? 17 I'mgoing, I would like to finish my motion picture
18 A. Ishould know this. And I won't tell 18 (questions before we break for lunch, and then break
19 youwhy. - 19  for lunch -- I don't know -- in the next 20 minutes?
20 But there was a change of actors. 20 If that's all right with you. We can
21 Q. Was the motion picture series filmed 21  take an hour break and come back after lunch.
22  at a different time than the television series? 22 MR. HALLAM: That's fine with me.
23 A.  Well, presumably it was. Presumably 23 THE WITNESS: Yes.
24 it was many years later. 24 (DISCUSSION HELD OFF THE RECORD)
25 Q. And the "Superman' motion pictures 25 /)
Page 67 Page 69
1  that you were referring to, were those exhibited in 1 BY MS.HOLLAND:
2 wide release theatrically? Just to the best of your 2 Q. Referencing your declaration. We're
3 recollection. 3 going to start at Paragraph 17, which is on Page 7 of
4 A.  Probably. But when I gave you the 4  Exhibit 2. And let's skip ahead to Paragraph 19,
5  example of "Superman,” that's the first thing that 5  actually. Paragraph 19, en Page 8, you say,
6  came to my mind. 6 "First, I prepared for
7 I don't have specific knowledge as to 7 Roxbury’s filing on July 6, 2005,
8  exactly what trademarks are registers for Superman. 8 an 'Intent to Use' application
9  But that's an obvious, extreme example of what I 9 which combined the Motion Picture
10  would call a franchise motion picture. 10 Registration in International
11 Q. Okay. Let me give you another 11 Class 9 with an Intent to Use
12 example. What current television series do you 12 application for the DVD/Videocassette
13  watch? Just one of them. 13 Registration, also in Class 9, and
14 A. "60 Minutes." 14 a Current Use application for the
15 - Q.”  OkKkay. Something fictional. Something 15 Television Program Registration in
16  scripted. 16 Class 41."
17 A. "Mad Men." 17 Do you see that?
18 Q. '"Mad Men." Okay. So would "Mad Men,"” 18 A. Yes.
19  the television series on AMC, would that also be 19 Q.  Allright. Why did you initially file
20  something that, if they contacted you and said, '""We 20  the motion picture application on an intent to use
21  want to register this a motion picture series,” do 21  Dbasis?
22 you think it would be something that you would apply 22 A. I was not satisfied at the time that
23 for as a motion picture series? 23 the mark had been used in connection with everything
24 A. If they were going to exhibit it in a 24 in the application.
25  theater? Possibly. 25 Q.  All right. And then you later
18 (Pages 66 to 69)
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1 modified the date of first use for the motion picture 1 Q. Okay. Who drafted this declaration?
2  series to May of 2007, right? 2 A.  Mr. Hallam probably drafted it
3 A. Yes. 3 initially.
4 Q.  Allright. So I'm trying to 4 Q. Allright.
5 understand then your earlier testimony about the 5 A. I'm making the assumption. I don't
6 television series, once exhibited publicly, could 6  have personal knowledge of that. But I received it
7  qualify as a motion picture series. 7  from him.
8 And I may be paraphrasing it too much 8 Q. Do you remember writing this
9  or too little or incorrectly, but that's what I'm 9  declaration yourself? _
10  referring to. ) 10 A. My recollection is that I probably
11 If you believe that the television 11  modified it in some way.
12  series itself on film, once exhibited in a theater, 12 MS. HOLLAND: Okay. In the documents you
13  would qualify for registration as a motion picture 13 produced today, there were a couple e-mails
14  series, why did you prepare the file as an intent to 14  referencing the office action related to the motion
15  use in July of 2005 for the motion picture series 15  picture. I'll just find those.
16 registration? ‘ 16 I would like to mark these three
17 A. Well, first, my understanding was that 17  e-mails as Exhibits 4, 5 and 6.
18 itreally hadn't been exhibited in the theater at i8 (THE DOCUMENTS REFERRED TO WERE
19  that point in time. And probably I had some question 19 MARKED AS EXHIBITS 4, 5 AND 6 AND
20  about that issue. 20 ARE BOUND UNDER SEPARATE COVER)
21 As I said, it's not crystal clear. 21 MS. HOLLAND: Okay. We've marked as Exhibit 4
22 Q. In Paragraph 20, you reference that, 22 an e-mail dated July 17, 2006. The first one is from
23 "I understood that Roxbury was 23 KM Hallam to Paul Supnik, and it's Bates numbered
24 preparing a motion picture film series 24 000033 through 34.
25 featuring various combined episodes 25 Q. Do you see that document? .
Page 71 Page 73
1 of the Route 66 Television Programs 1 A. Yes.
2 for exhibitions in theaters and 2 Q. Itbegins with an e-mail from you,
3 other public venues." 3  Mr. Supnik, dated July 17th, 2006.
4 Do you see that? 4 Do you see that?
5 A.  Yes. 5 A. Yes.
6 Q. Okay. What was the basis of your 6 Q. ' Allright. Why were you contacting
7  understanding? 7  Mr. Hallam by e-mail? '
8 A.  The basis of the understanding was 8 A. I wanted to get some clarification as
S  probably a telephone conversation with Kirk Hallam. 9  to how we might move forward with these applications.
10 Q. And then you go on that, 10 Q. Okay. In paragraph Number 3 of your
11 "...I understood from 11  e-mail you reference the third application for a
12 Roxbury had been suggested by the 12 series of motion pictures featuring drama, action and
13 original creator and producer of 13  adventure.
14 the Route 66 Television Programs 14 Do you see that paragraph?
15 a few years earlier, and which 15 A. Yes.
16 Roxbury intended to implement." 16 Q. And then you also reference the office
17 When you say you understood from 17  action and the deadline to respond is November 19th,
18 Roxbury, are you again referring to Mr. Hallam? 18  2006.
19 A. Yes. 19 A. Yes.
20 Q. And then when you reference the 20 . Q.  'What did you mean with the next
21  original creator and producer of the ROUTE 66 21  statement, ""We will need to specify the media in
22 television programs, who are you referring to? 22 which the film is sold"?
23 A, The... Idon't remember the name of 23 A. That might have been a reference to
24 the individual. But, again, this is what was 24  what the examiner said in the office action. But1
25  presented to me from Mr. Hallam. 25  don't recall specifically.
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1 Q. Okay. And then the next sentence 1 Q. They are the Bates numbers on the
2 says, ""We could probably add something about 2 bottom right-hand corner.
3 downloadable films as well." 3 A, 39.
4 Do you see that? 4 Q. 39 through 40.
5 A. Yes. 5 A. Yes.
6 Q. What did you mean by that? 6 Q. We've marked this as Exhibit 6. And I
7 A.  Probably at this peint in time, I was 7  was just describing it as another e-mail exchange
8  probably thinking about how to define or refine the 8  between you and Mr. Hallam.
9  identification of goods. 9 This one begins with an e-mail from
10 Q. So you were thinking about adding 10  you, to Mr. Hallam, dated November 13th, 2006. And,
11 something to the description relating to downloadable 11  on the second page of this e-mail exchange, you write
12 films? 12 to Mr. Hallam and reference the office action related
13 A. Possibly. But, you know, I wasn't 13  to the motion picture series.
14  real clear in my mind. 14 Do you see that?
15 Q. Did you have any communications with 15 A, Yes.
16  Mr. Hallam about whether the films were available for (16 Q. Soyou told Mr. Hallam that you plan
17  download? 17  to respond to that office action with a different
18 A. Idon't believe so. 18  description of the goods, correct?
19 Q. And then Mr. Hallam responded to your 19 A. Yes.
20  e-mail. 20 Q.  And what description were you
21 A. I think this was -- yeah - this was 21  proposing?
22 an intent to use application. And so I was trying to 22 A.  T'was proposing a description that
23 think of the various ways that, when the registration 23 would specifically identify the particular media of
24 js obtained, we might want to be more specific about 24  distribution.
25  what's in there, 25 Q.  Okay. Is that referenced in your
Page 75 Page 77
1 Q. Okay. All right. Let's look at the 1 e-mail?
2  npext e-mail, which we've marked as Exhibit 5. And 2 A. Um..
3 thatis Bates numbered 000035 through 36. This 3 Q.  Let me just ask another question.
4  starts with an e-mail from you, to Mr. Hallam, and it 4 ‘What description were you proposing?
5  begins, 5 A.  Well, it says here, in the media of
6 "Kirk, 6 film, digital optical disc, electronic media and
7 "I spoke with the Examining 7  digital download.
8 Attorney today. She said that 8 Q. Okay. So the full proposal you were
9 distribution is not an entertainment 9  making was, quote,
10 service in Class 41." Kt cetera. 10 ""Motion picture film series
11 ‘Who was the examining attorney that 11 featuring drama, action, and adventure,
12 you're referencing? 12 distributed in the media of film,
13 A.  Oh, the examining attorney would have 13 digital optical disc, electronic
14  been Jill Alt. 14 media and digital download."
15 Q. Okay. Are you referring to a 15 Right?
16  different conversation than the one we discussed 16 A. Yes.
17  earlier about the motion picture series, in this 17 Q. And Mr. Hallam responds that he likes
18 e-mail? 18  the language proposed by the examining attorney,
19 A. Idon't know, frankly. 19 correct?
20 Q. Okay. All right. Let's look at what 20 MR. HALLLAM: Objection; misstates the
21 we've marked as Exhibit 6, which is Bates number 21  document.
22 000039 through 40. Another e-mail string between you 22 I would prefer it if you could read
23 and Mr. Hallam. - 23 the actual statement from the document rather than
24 A. I'msorry. Ididn't understand the 24  characterizing it.
25  numbers that you're mentioning. 25 THE WITNESS: Okay. I've read it.
20 (Pages 74 to 77)
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1 BY MS. HOLLAND: 1  Paul D. Supnik on November 16th, 2006.
2 Q. What was Mr. Hallam's response? 2 A. Yes.
3 A.  He essentially suggested that we use 3 Q. Does that refresh your recollection
4  the examiner's language. 4 about the date on which you spoke with Ms. Alt?
5 Q. Okay. He said that, 5 A.  Well, it suggests that I spoke with
6 "The language suggested by 6  her on the 16th.
7 the examiner for the 3rd application 7 Q. Okay. And during that discussion with
8 in Class 9 sounds perfect...” 8  Ms. Alt, now that you've had a chance to look at your
9 Right? 9  e-mails at or around that time, do you remember
10 A. Yes. 10  whether you proposed the description of Class 9 goods
11 Q. And he also said, 11  that you referenced in your November 13th e-mail to
12 "... since the tv show was 12 Ms. Alt?
13 in fact shot on film," 13 A. You mean with the extra limiting
14 Right? 14  language?
15 A.  Yes. 15 Q.  Yes. Describing the extra mediums of
16 Q.  And then he asks another question, 16  optical disc, electronic media, digital download.
17 "Is there some reason why 17 A. I'm not sure if I specifically did
18 we would not want to just use the 18  that or not. But I know that I was a little bit
19 examiner's language verbatim, instead 19  concerned, because of that ambiguity as to "films,"
20 of modifying it the way you did?" 20  and so I did bring it up.
21 Right? 21 Q. Okay. Did you submit anything to
22 A.  Yes. 22 Ms. Alt in writing, suggesting a different
23 Q. Did you respond to that question? 23 description of the class of goods?
24 A. Idon't recall. 24 A. Not to my recollection.
25 Q. I'll give you a moment to read your 25 Q. And then shortly after that
Page 79 Page 81
1 e-mail. 1 conversation with her, is it your understanding that
2 A. Maybe I did respond in the next 2  sheissued the examiner's amendment?
3  e-mail. Let me take a look. 3 A, Yes.
4 MS. HOLLAND: All right. 4 MS. HOLLAND: All right. It's 12:20. Let's
5 (WITNESS REVIEWS DOCUMENT) 5  break for lunch.
6 THE WITNESS: I see that. 6 THE WITNESS: Okay.
7  BYMS. HOLLAND: 7 (AT THE HOUR OF 12:20 P.M. A LUNCH
8 Q.  So what was your response to his 8  RECESS WAS TAKEN. THE DEPOSITION RESUMED AT
9  question: "Is there some reason why we would not 9  1:26 P.M. WITH THE SAME PERSONS BEING PRESENT, WITH
10  want to just use the examiner's language verbatim?" 10  THE ADDITION OF MS. SMITH APPEARING TELEPHONICALLY)
11 A. I'mnot sure I gave him a real i u
12  response, because I pointed out future forms of use 12
13  and distribution. 13w
14 I'm not sure. 14
15 Q.  Well, let's look again. And keeping 15
16  Exhibit 6 there as a reference, and going back to 16
17  Exhibit 2, which is your declaration, and 17
18  specifically Page 43 of Exhibit 2. 18
19 A.  Yes. 19
20 Q. Allright. So your e-mail exchange 20
21  with Mr. Hallam is on November 13th, November 14th, @ 21!
22 and Nevember 15th of 2006, right? 22
23 A.  Yes. 23
24 Q. And then the examiner's amendment 24
25  references that the amendments were authorized by 25
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1 LOS ANGELES, CALIFORNIA; TUESDAY, APRIL 19,2011 | 1 Otherwise, 1 would expect that I will be paid for
2 1:26 P.M. 2  this case.
3 3 But I do not have a financial interest
4 4 as that term is normally understood in the case.
5 MS. HOLLAND: Okay. Let's go back on the 5 Q. Okay. How do you define the term
6  record. 6  "financial interest"?
7 7 A. "Financial interest" is used as a
8 EXAMINATION (RESUMED) 8  contingency matter.
9 9 No, it's not.
10. BY MS. HOLLAND: 10 Q. How long have your fees been
11 Q. Mr. Supnik, do you have a financial 11 outstanding?
12  interest in the outcome of any of the litigation 12 A. Ican'tsay. I don't know.
13  surrounding the ROUTE 66 marks? 13 Q. More than a year?
14 A. My only interest is that Mr. Hallam be 14 A. Idon't know the answer to that.
15  able to pay my legal fees. 15 Q. Is Mr. Hallam or Roxbury also paying
16 Q. Okay. How much does he owe you? 16 your fees for the Conkle cancellation petition?
17 A. Idon't know what the exact amount is. 17 MR. HALLAM: I'm going to object and instruct
18 Q. Isit more than $10,0007 18 the witness not to answer, unless you are officially
19 MR. HALLAM: Objection. Instruct the witness 19  opening the discovery in the Conkle petition matter.
20  not to answer. 20 Otherwise, it has no relevancy to
21 No one's ever allowed me to ask those 21  these proceedings, and I'll instruct the witness not
22 questions in this litigation, and I tried. 22  to answer.
23 MS. HOLLAND: What is the basis of the 23 MS. HOLLAND: On relevance grounds?
24  instruction? 24 MR. HALLAM: On relevance grounds. On the
25 MR. HALLAM: On the grounds of attorney/client 25  grounds that this is way outside the bounds of the
Page 83 _ Page 85
1 work product. Also on the grounds that it's not 1  issues in this litigation. And Mr. Conkle who is, I
2  reasonably calculated to lead to the discovery of 2  understand, the petitioner in that matter, is not
3  admissible evidence. And there has been no proffer 3 here and is not represented by counsel here.
4  ofany relevance whatsoever to the issues in this 4 And I think that you're trying to
5  cancellation petition. 5  circumvent the rules of the TTAB and the procedures
6 MS. HOLLAND: Okay. Well, "relevance” isn't a 6  of'the TTAB by crossing over into an entirely
7  ground for an instruction, but I will proffer that my 7  separate matter.
8  original question was: 8 MS. HOLLAND: So you're instructing the
S Mr. Supnik, do you have a financial 9  witness, on those grounds?
10  interest in this case or any of the litigation 10 MR. HALLAM: Oh, yeah.
11  related to the ROUTE 66 marks? 11 MS. HOLLAND: I just want to point out that
12 And he answered: Only to the extent 12 Mr. Conkle is represented by counsel here. Both
13 that I would like Mr. Hallam to be able to pay my 13  Mr. Supnik and you, Mr. Hallam, are counsel of record
14  legal fees. 14  in his proceeding.
15 Which, you know, it might have been 15 MR. HALLAM: We're not appearing here as
16  flip. It might have been serious. You know, I 16  counsel for Mr. Conkle. This is not the Conkle
17  understand that, certainly as a lawyer who has fees 17  petition.
18  that sometimes aren't paid myself. 18 But, as I say, if you want to consult
19 But where I'm going with this is: [ 19  with your client, who is on the phone, and officially
20  npeed to know if the witness has an interest in 20  open the discovery period for the Conkle petition
21  winning this case other than... 21  matter, I will consider whether we will allow you to
22 Q. Are you going to get paid, regardless 22 do that, at this point.
23 of the result of the case, Mr. Supnik? 23 MS. HOLLAND: I'm not negotiating. I'm just
24 A. If Mr. Hallam files for bankruptcy at 24  asking questions. And if you have an instruction,
25  some point in time, I probably would have a problem. 25 just state it for the record and we'll take it up, if
22 (Pages 82 to 85)
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1 necessary. 1 A.  Who came up with the specific
2 MR. HALLAM: Well, your client is on the 2  jdentification?
3  phone. So if that's what you intend to do, is open 3 Q. No. Who proposed that an application
4 the door and officially open discovery in the Conkle 4 be filed for Class 9 with the description of goods
5  petition today, then please let me know. Otherwise, 5 thatincluded a reference to a motion picture film
6 I think you should get on to questions that relate to 6  series?
7  this petition. 7 A. It was probably me that came up with
8 MS. HOLLAND: I'm just asking questions about 8 the overall identification.
9  Mr. Supnik’s financial interest in the outcome of the 9 Q. Did you come up with the idea to
10  casesrelating to the ROUTE 66 mark, and I'm entitled 10 register ROUTE 66 for a motion picture film series?
11  toexplore that. It goes to his credibility and 11 A. I'mnot sure if I came up with an idea
12  bias. ' 12 forit. I probably had some input as to the
i3 MR. HALLAM: Yeah. And it has nothing to do 13  objectives, and then I came up with a proposed
14  with Conkle. 14  jdentification.
15 And I think you and your co-counsel in 15 Q. What was your process? How did you
16 this case have attempted to convert this cancellation 16 determine which classes of goods in which to register
17  petition into one that's interrelated with the Conkle 17  or to apply for registration of ROUTE 66?
18  petition, and I don't think the TTAB has acknowledged 18 A.  Well, usually in entertainment
19  aright to do that. 19 properties, I think most frequently in Classes 9 and
20 And I think the TTAB's procedures and 20 41.
21  orders are clear. And we're in the discovery period 21 Q. And what questions did you ask of
22 not for the Conkle matter, but for the petition to 22  Mr. Hallam in making the determinations of the
23 cancel the ROUTE 66 marks of Roxbury Entertainment. 23 classes of goods for the applications?
24 And on that, we're open for questions. 24 A. . I'm not sure that I recall any
25 //f 25  specific questions. I probably asked him something
Page 87 Page 89
1 BY MS. HOLLAND: 1  in the nature of what he's done with ROUTE 66 and
2 Q. So are you refusing to answer the 2 what he plans to do.
3 question, based on your counsel's instructions, 3 Q. Going back to Exhibit 2. And
4  Mr. Supnik? 4  specifically, let's start at Paragraph 5, on Page 3
5 A.  Yes. 5  of Exhibit 2.
6 Q. So you won't tell me whether Roxbury 6 To your knowledge, was Roxbury or
7  is paying your legal fees for your representation of 7 Cloudstreet - or Mr. Hallam, for that matter — were
8  Mr. Conkle? 8  any of those entities using ROUTE 66 on DVDs as of
9 MR. HALLAM: Same objections. Same 9  February 28, 1995?
10 instruction. 10 A. I don'tbelieve so.
11 MS. HOLLAND: On the grounds of 11 Q. When was ROUTE 66 first used on DVDs
12  attorney/client privilege? 12 by Roxbury or Cloudstreet, to your knowledge?
13 MR. HALLAM: All of the grounds that I stated 13 A. Well,Idon't have a specific
14  in the last five minutes. 14 recollection, but this would suggest — this
15 But, as I say, if you want to confer 15  declaration would suggest — that it might have been
16  with your client and determine whether you intend to 16  2005.
17  open the discovery period in the Conkle petition 17 Q. The declaration prepared by
18  matter, then, you know, we can consult with our 18 Mr. Hallam?
19  client and see whether he authorizes us to go forward 19 A. Yes.
20  with that discovery. 20 Q. And do you know where that 2005 date
21 But as of right now, my understanding 21  or what the basis of the 2005 date is?
22 s that discovery period has not opened yet. 22 A. Ido notrecall.
23 BY MS. HOLLAND: 23 Q. Did Mr. Hallam provide you with any
24 Q. Who came up with the idea to register 24 sales receipts demonstrating that there have been DVD
25  a motion picture series related to ROUTE 667 25  sales in 2005?

23 (Pages 86 to 89)

KIMBERLY COURT REPORTERS - 818.789.8960



PENTHOUSE VS CLOUDSTREET
DEPOSITION OF P. SUPNIK, VOL. I

TUESDAY, APRIL 19, 2011

Page 90 Page 92
1 A. Idon'trecall. 1  District Court proceedings. That's number one.
2 Q. Did you ask him for any sort of 2 Number two, your co-counsel,
3 records that would show sales of DVDs by Roxbury or 3 Mr. Mandell, stipulated with me, a stipulation which
4  Cloudstreet in 2005? 4  your firm then submitted in the form of a pleading to
5 A. TIdon'tbelieve I did. 5 the TTAB, an agreement that there was to be no
6 Q.  What type of inquiry did you make 6 further discovery beyond what had been taken in the
7  regarding that date? The 2005 date. 7  District Court proceedings in this cancellation
8 A. It was probably a verbal inquiry. 8  petition proceeding.
9 Q.  And what did you ask? 9 And we are here, even though it's not
10 A. 'Well, I don't have a specific 10  consistent with that stipulation, we're here to give
11  recollection as to what was asked. 11  you more than what I think you're entitled to.
12 Q. Whatis your general recollection? 12 Certainly more than what your
13 A. 1Iprobably asked for... I prebably 13  co-counsel had stipulated would be allowed in this
14  asked him for dates. I don't know. I might have 14  proceeding.
15  done it by e-mail. I might have done it by 15 MS. HOLLAND: We never stipulated to that.
16 telephone. 16 And discovery is open in this case.
17 Q. Ifyou did it by e-mail, would you 17  This is the first deposition you've actually allowed.
18  have saved your e-mail? 18  We probably will have to take it separately to the
19 A. Probably. 19 TTAB and move to compel production.
20 Q. And where would the e-mail be today? 20 MR. HALLAM: Perhaps.
21 A. Iwould think that it would be in the 21 MS. HOLLAND: And, of course, we'll reserve
22  documents that were brought in. _ 22  rights on that, because there are costs associated
23 Q. Okay. Let's focus on those e-mails 23 with the tactics that you're adopting.
24  for a minute. 24 MR. HALLAM: There are costs associated with
25 Did you do an e-mail search before 25  breaching one's word, filed in a stipulation with the
Page 91 Page 93
1  your deposition today? 1 TTAB by your law firm, Ms. Holland.
2 A. No,Idid not. 2 And your law firm may not believe that
3 Q. Did you undertake any kind of 3  its word as set forth in a stipulation of counsel
4  e-discovery or electronic records search, in 4 that's submitted to the TTAB has any meaning, but I
5 responding to the subpoena and appearing for 5  think the TTAB may feel differently, and I certainly
6  deposition today? 6 do. .
7 A. Idon't believe so. No. 7 And I have heard nothing from you,
8 MS. HOLLAND: Mr. Hallam, the issue with the 8  Mr. Mandell, or anyone else in your firm to deny the
9  document production is that this is a case in which 9  statement made in the pleadings submitted to the TTAB
10  we are alleging fraud and intent is at issue. 10  clearly asserting that there is an agreement between
11 So complete files and complete records 11  the parties, through their counsel, that there will
12 are essential for me to-be able to conduct a full 12 be no further discovery in this TTAB proceeding, and
13  examination and cross-examination of what took place 13 that we're limited to the discovery taken in the
14  with these registrations. 14  District Court proceeding.
15 So the selective production of e-mails 15 I understand you've changed your minds
16  without the other documents from the files really 16 and your position, perhaps as you sat down and
17  makes it impossible for me to undertake the 17  figured out that it would somehow behoove you to
18 examination I'm entitle to undertake. 18 re-take all the depositions that we took in the
19 MR. HALLAM: Well, my answer to that is 138  District Court, or that you made a tactical error
20 twofold. 20  when you made a calculated decision not to take
21 One, we produced -- though I don't 21  Mr. Supnik's deposition.
22  think we were obligated to -- we produced all of the 22 But that's your decision. And I think
23  records of communications between myself and 23 you have to live with the agreements that your
24  Mr. Supnik, in any form, and any attachments to 24  co-counsel, Mr. Mandell, made in this case and that.
25  those. And we produced numerous documents in the 25  were filed with the TTAB. And you cannot deny that.
24 (Pages 90 to 93)
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1 TItisafact. 1 that you're submitting a witness and now producing
2 MS. HOLLAND: We filed a stipulation. I'm not 2  what you would like to and saying that: That's all
3  denyingit. 3 have to do.
4 It doesn't say what you're contending 4 That's not the position that we've
5 itsays. 5 ever accepted. It's not something that we're going
6 And we're here today. Mr. Supnik is 6 to allow without a motion. And it's unfortunate,
7  subpoenaed. You didn't move for a protective order. 7 because this conduct continues to escalate the costs
8  Youdidn't do anything that would have prevented the 8  of this case.
9  deposition. You didn't even give me written 9 MR. HALLAM: AndifI didn't agree, then
10 objections. And you didn't produce the documents 10  whichever one of the multitude of lawyers from your
11  thathe has in his possession. And I'm entitled to 11  law firm that signed that pleading saying, quote,
12 those. 12  "Counsel have agreed there shall be no further
13 And so I'm giving you the chance. 13  discovery in this matter, and the discovery shall be
14  What I'm giving you the chance to do is agree to give 14  limited to that taken in the District Court
15 me those documents, we'll agree on a date, I'll go 15 proceedings," that person's lying then, obviously, in
16  overthem. 16 the form of a pleading that they submitted to the
17 If I need to continue questioning 17 TTAB.
18  Mr. Supnik, we'll pick a date that's convenient is MS. HOLLAND: I guess we'll just brief the
19  within the current schedule, and we'll avoid a 19 issue. .
20 motion. Otherwise, we're going to have to bring a 20 I think the record is pretty clear
21  motion on that. 21  that you have only selectively turned over documents
22 MR. HALLLAM: You may have to bring your 22  inresponse to a subpoena.
23  motion. And I'll be bringing one, too, to try to 23 MR. HALLAM: And if there is anybody that's
24  enforce the stipulation that counsel reached. 24  vexatious litigators, it is you and your law firm,
25 And I asserted in numerous e-mails to 25 Ms. Holland.
Page 895 Page 97
1  you and Mr. Mandell and Ms. Smith that there was a 1 After reaching that agreement, you're
2  stipulation in place, that we do not believe you have 2 now trying to re-take all the depositions or take the
3  theright to take any depositions in this proceeding, 3 depositions that you made tactical decisions not to
4 because you reached a stipulation which you filed 4  take in the District Court proceedings after agreeing
5  with the TTAB in the form of a pleading. 5 it would be limited to what we did take in the
6 And we are going way above and beyond 6  District Court proceedings.
7  what we are obligated to do in making Mr. Supnik 7 And if that's not vexatious
8  available today and producing all of the documents 8 litigation, I don't know what it is.
9 that are responsive to your subpoena that were 9 MS. HOLLAND: I don't think you do know what
10  previously withheld on the grounds of privilege in 10  vexatious litigation is. Because you continue to
11  the District Court case. 11 engage in it, with total disregard of efficiency,
12 And I think that you should just 12 cost savings, or even common sense with respect to
13  proceed with your questions, because you're not going 13  what privileges and what a subpoena means and, you
14  to get anywhere sitting there telling me that you 14  know, confirming dates and all of that.
15  didn't reach a stipulation, that it wasn't filed with 15 So, maybe you're right, you don't know
16 the TTAB, and that you don't have to live up to the 16  whatit means.
17  agreements that you made with counsel. 17 MR. HALLAM: And I guess I don't know what it
18 MS. HOLLAND: 1 didn't say any of those 18  means when you and your law firm submit something in
19  things. 19  apleading to the TTAB saying there is an agreement
20 And, actually, I just want to point 20  of counsel that no further discovery shall be taken
21  out that the stipulation that you are referencing, 21  in this matter and that we shall be limited to the
22  younever signed. You never signed it. You never 22 discovery taken in the District Court proceedings. I
23  responded to us. You never executed a stipulation. 23 guess I don't know what that means either.
24 So it's curious that you're now 24 And I guess I don't know what it means
25  relying on something that you never agreed to, and 25 . to abide by a stipulation and the word between
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1 counsel. I guessIdon't. Maybe it's the new law. 1 "Entertainment services,
2  The new way that law is practiced. 2 namely, title of a television
3 BY MS. HOLLAND: 3 series; television production
4 Q. Mr. Supnik, do you know who David 4 services; television distribution
5 Garland is? : 5 services."
6 A. No,Idon't. 6 Let's focus on that language for a
7 Q. So you don't know what his address is? 7 moment.
8 A. No,Idon't know who he is. 8 Q. What was the basis of the statement
S Q. Allright. Let's go back to your 9  "television production services"? That ROUTE 66 was
10  declaration. Paragraph 5. And, actually, I'm now 10  currently being used in association with television
11  referring to Paragraph 7. 11  production services?
12 You refer to Section 903.09 of the 12 A. My understanding was that Mr. Hallam
13  Trademark Manual of Examining Procedure. 13  wasinvolved in trying to develop various types of
14 Do you see that? 14  entertainment properties using ROUTE 66.
15 A. Yes. 15 Q. Including television?
16 Q.  What version of the Trademark Manual 16 A. Idon't have a specific recollection
17  of Examining Procedure were you referring to? What 17  of television. But my thought was that there were
18 year? 18 some sort of production services.
19 A. TIhave no idea what year. 19 Q. So what types of production services
20 Q. Are you aware that currently there is 20  was Roxbury or Cloudstreet engaged in with respect to
21  no Section 903.09? 21  the ROUTE 66 mark —
22 A. Ithink that I did notice that that 22 A. Development.
23  had been eliminated. Or some aspect of that had been 23 Q. --in, I guess, 2005, when this
24  eliminated in the most-recent version. 24  application was filed?
25 Q. Now, what documents exist, if any, 25 A. My thought was that it was development
Page 99 Page 101
1  supporting the statement you make in your declaration 1 services.
2  that: As of July 6, 2005, the Registrant was using 2 Q. Development of another television
3 the ROUTE 66 mark in commerce or in connection with 3  production?
4  an ongoing television program? 4 A. Well, when you create a property, you
5 A.  Idon't know if there are any specific 5 don't necessarily develop it for a...
6  decuments in my mind. 6 You might be developing it for a
7 Q. Well, what is your understanding when 7  specific media. But usually you have in your mind
8  you say that: The Registrant was using ROUTE 66 with 8 development in a variety of different types of media.
9  an ongoing television program? What did you mean by 9 So whether it was in the idea of a
10  that? 10 motion picture or made-for-television type of a
11 MR. HALLAM: I'm sorry. Can I ask where 11  motion picture or something else, I kind of lumped
12  you're referring specifically. 12  that all together in production services.
13 MS. HOLLAND: Sure. It'sin... 13 Q. So television production services
14 I'm sorry. I'm reading from my 14 includes motion picture production services, in your
15  outline, and I don't have it marked in a section in 15 mind?
16  the declaration. I'll find it in a moment. 16 A. Ifit's also potentially geared for
17 But right now, I'll refer you to 17  television as well, yes.
18  Page 29 of 55, and I'll switch to something else, so 18 Q. Did Mr. Hallam or anybody at Roxbury
19  Ican find the reference. 19 or Cloudstreet tell you that they were producing a
20 This is, again, referring to 20 television series?
21  Exhibit 2, Page 29, the trademark application for 21 A. TIdon'trecall
22  gerial number 78664154. 22 Q. Did they provide you any specimens or
23 And on the second page of that 23  examples of use in connection with television
24  application, under the description of class of goods 24  production services?
25  in International Class 41, 25 A. Idon't know that they did.
26 (Pages 98 to 101)

KIMBERLY COURT REPORTERS - 818.789.8960




PENTHOUSE VS CLOUDSTREET
DEPOSITION OF P. SUPNIK, VOL. I

TUESDAY, APRIL 19, 2011

Page 102 Page 104
1 Q. Do you know if they ever produced a 1 Q. Whatis your understanding as to the
2  television series using the ROUTE 66 mark? 2 identity of that predecessor-in-interest company?
3 A.  Well, I know that they were continuing 3 A. My vague recollection was it was
4  to work with the series that they already had. But 4  either the producer or Sony had — one of the two, or
5 I'm not sure exactly the specific manner in what they 5  both - had rights.
6  were doing. 6 Q. And what is the basis of your
7 Q. What was your understanding of exactly 7  understanding in that respect?
8  what Roxbury or Cloudstreet was doing in connection 8 A. Probably telephone conversations with
9  with the existing series? 9 Kirk Hallam.
10 A. It was limited, but my understanding 10 Q. Did you ever see any of - to the
11  is that they were doing whatever they could to 11  extent I'm just assuming they exist — the documents
12  exploit that series. 12  that would convey rights from Columbia TriStar to
13 So if it meant doing things to improve 13  Roxbury or Cloudstreet?
14  the quality of the existing series, doing something 14 A. T have not seen them.
15 on the postproduction end, or putting it in some sort 15 Q. Do you know what rights Roxbury holds
16 of a different format, or trying to work with other 16 in the ROUTE 66 property? :
17  people that would do something in that regard, I 17 A. My guess is that they own —
18  considered that under the broad umbrella of i8 MR. HALLAM: I would just counsel you not to
19 production services. 19  speculate or guess.
20 And that would probably include 20 THE WITNESS: Ishould know that.
21  television production services, as well as other 21 MR. HALLAM: If you know, then please answer.
22 forms of production services. 22  But, please, don't speculate.
23 Q. Okay. What does the phrase 23 BY MS. HOLLAND:
24  "television distribution services," which you used in 24 Q. Do you know?
25  the description there, what does that mean to you? 25 A. TIdon't know.
Page 103 Page 105
1 A. That means, essentially, licensing of 1 Q. Did you seek permission from Columbia
2 the... Licensing. It's a significant part of it. 2 TriStar Television for the applications for
3 Q. Okay. So, in your mind, licensing is 3 registration of any of the ROUTE 66 trademarks?
4  asignificant part of distribution services? 4 MR. HALLAM: Objection. Assumes a fact
5 A. Licensing is a significant part. And 5  contrary to the evidence, that there was any need to
6  delivery of product to the licensees. 6 seek permission from Sony or Columbia TriStar.
7 Q. Do you know whether Roxbury ever saw 7 MS. HOLLAND: You can answer. It's just "Yes"
8  the television distribution of ROUTE 66? The 8  or"No."
9  original series? 9 Q. Did you seek permission from Columbia
10 MR. HALLAM: Objection; vague and ambiguous, 10 TriStar to apply for the registrations?
11  as to time frame. 11 A. No.
12 MS. HOLLAND: At any time. 12 Q. Did you have any discussions with
13 THE WITNESS: My thought, and I'm not sure if 13  Mr. Hallam or anyone at Roxbury or Cloudstreet about
14  it's accurate or not, was that they had some 14  Roxbury's standing to apply for those registrations?
15 involvement with distribution. Certainly not in the 15 A. Yes.
16  '60s, but in the time frame during the time of the 16 Q. What were those discussions?
17  application. That was my general impression. 17 A. T have a vague recollection of asking
18 ‘Whether they did or not, I don't know. 18  Mr. Hallam the basis on which he acquired the rights.
19 BY MS.HOLLAND: 19 Q. And what did he tell you?
20 Q. Youreference in your declaration, at 20 A. My understanding was that there were
21  various points, that Roxbury was the 21  agreements that transferred the rights to - I'm not
22 successor-in-interest to some other company. Or that 22 sure who — if it was to Cloudstreet or exactly who.
23 it had a predecessor-in-interest with respect to the 23 But there were some rights that were transferred.
24 rights of the ROUTE 66 television series. 24 And I also heard, I guess is it
25 A. Yes. 25  Herbert Leonard that was referenced?
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1 But I don't recall specifically 1 A.  First, I'm not sure that was the
2  exactly how the rights were transferred. 2 representation that was made in the trademark
3 Q. Okay. So you asked him: Do you have 3  application.
4  the right to apply, and he said yes, basically, and 4 However, my sense is that
5 gave you an explanation? 5  international licensing might be sufficient to
6 A. Basically my understanding was that 6  establish use of the mark as the title of a
7  Cloudstreet, at that point in time, owned the rights 7  television series.
8  to the ROUTE 66 series. 8 The title of a television series in
9 Q. Okay. And you took Mr. Hallam's word 9  Class 41 is one of those creatures of trademark
10 forit? 10 practice that is very vague and very fuzzy.
11 A. Yes. 11 I have done some research on that back
12 Q. In Paragraph 11 of your declaration 12 in the time of this application. And my recollection
13 and also the trademark application, you referenceda 13  is that...
14  date of first use for the television program as at - 14 I don't remember if this was at the
15 least as early as September 30th, 1960. 15 time of the Lanham Act, where there was testimony or
16 A. Yes. 16  discussion by congress.
17 Q. Okay. What is the basis of your 17 And the idea was that congress was
18 understanding that that was the date of first use? 18 supposed to provide protection for trademarks
i9 A.  That was, I believe, the date that was 19 relating to television features, aspects of
20 communicated to me as the date the program aired on 20  television shows. And there wasn't much more that I
21  television. 21  was able to find.
22 Q. And who communicated that to you? 22 So as to whether or not use is
23 A. It would have been Mr. Hallam. 23  established by continuously broadcasting the show on
24 Q. Okay. Do you know if the television 24  television, whether the use is established by
25  program was continuously aired on television from 25  licensing between, which is commerce between the
Page 107 Page 109
1 1960 to 2005? 1  United States and another country, it's all very
2 A. Idon't know what you mean 2 fuzzy. SoIcan't tell you. I can't tell you
3  "continuously." 3 whether that's satisfactory or not.
4 Q. Well,1don't mean was it on every 4 But I don't know that that continuous
5 minute of every day. But, I mean, was it generally 5 use for a period of time prior to the application is
6  being exhibited on a periodic basis on television, 6 something that's really meaningful.
7  network, cable, whatever -- broadcast television -- 7 Q. Se, in your mind, Roxbury's date of
8  throughout the period 1960 through 2005? 8 first use related back to Columbia TriStar's date of
9 A. Well, Idon't have any knowledge that 9 first use?
10 it was on, other than on network television, 10 A. Ithink that's what... I thought that
11 personally, other than during that initial broadcast 11 that was a reasonable interpretation.
12 rum. 12 Q. Did you verify the air dates of the
13 My understanding is that it was 13  series?
14  licensed internationally. And I thought, from 14 A. No.
15  conversations with Mr. Hallam, that it was broadcast . ;15 Q. Did Mr. Hallam provide you with any
16 in some manner or way on syndication. But I don't 16 documents related to the original air dates of the
17  have specific knowledge. 117  television series? -
18 Q. Okay. If there were gaps of time when i8 A. Iremember I had a listing of... I
19 ROUTE 66 the television series was not being 19 don't know if it was air dates. I don't remember
20  broadcast in the United States, but it was being 20  what that was.
21  broadcast outside the United States, would that 21 I think it's part of one of the
22 satisfy as continuous use of the mark? 22  exhibits here. ButI don't remember if that was tied
23 A. For what purpose? 23 intoitornot. .
24 Q. For purposes of the representations 24 Q. Okay. Are you referring to the
25  you made in the trademark applications. 25  exhibit that begins on Page 21 of Exhibit 2?
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1 A.  Yes. 1 Leonard Enterprises, of rights associated with
2 Q.  And goes through Page 27? 2 ROUTE 66?
3 A. Yes. 3 A. 1think I was told at one time the
4 Q. That exhibit, beginning on Page 22, 4  manner in which Roxbury acquired the rights. ButI
5  who prepared it, if you know? 5 couldn't remember exactly how that occurred.
6 A. Idon't know. 6 Q. This exhibit also doesn't reference
7 Q. Who provided it to you? 7  Columbia TriStar at all, does it?
8 A. It would have been provided by 8 A. No.
9  Mr. Hallam's office. 9 Q. So you registered marks for Roxbury
10 Q. Do you see, the fourth column says 10  without any documents demonstrating that Roxbury
11 "PUBDATE"? 11  owned the rights to the television series?
12 A.  Yes. 12 A. Ibased it on my communication with
13 Q. Do you know what that represents? 13 Mr. Hallam.
14 A.  That probably was an exhibition date. 14 Q. So you were relying entirely on
15 But -- well - frankly, I don't know. I don't know. 15 Mr. Hallam's representations?
16 Q.  Under the fifth column, Registration le A.  Yes.
17  Number, do you knew what those are? 17 Q. Did you do any independent research or
i8 A.  Those look like copyright registration 18  inquiry to determine whether the dates on the
19 numbers. 19  exhibit, beginning at Page 22, were the correct air
20 Q. Okay. And the next column is 20  dates of the ROUTE 66 episodes listed?
21 "REG.DATE." Do you know what that refers to? 21 MR, HALLAM: I'm going to object. It's
22 MR. HALLAM: Objection; no foundation. 22 contrary to the testimony of the witness. He didn't
23  Calling for speculation.’ 23 recall specifically seeing that document.
24 THE WITNESS: I don't know. 24 BY MS. HOLLAND:
25 /// 25 Q. Did you do any independent inquiry to
Page 111 Page 113
1 BY MS.HOLLAND: 1 verify the first air dates of any of the ROUTE 66
2 Q. And under the next column, "CLAIMANT," 2  episodes?
3 do you know what that refers to? 3 A. No.
4 MR. HALLAM: No foundation. Calls for 4 Q. Is Exhibit 2 a document from your
5  speculation. 5 files?
6 THE WITNESS: I don't know. 6 A. I'mserry?
7 BY MS. HOLLAND: : 7 Q. TI'msorry. I called it Exhibit 2.
8 Q. And, the last column, which says 8 Is the chart that begins on Page 21 of
9 "AUTHOR," do you know what author refers to? 9  what we've marked as Exhibit 2, which is your
10 MR. HALLAM: Same objections. 10  declaration, is that chart something from your files?
11 THE WITNESS: I don't know. 11 A. Itwas probably... I don't know. I
12 BY MS.HOLLAND: 12  mean, in other words, I might have received a copy of
13 Q. Roxbury Entertainment is not listed as 13  it. Butit was provided to me in this declaration
14  aclaimant or author for any episode on this exhibit, 14  from Mr. Hallam.
15 isit? 15 Q. OkKay. It's referred to in
16 A. Idon'tseeit. No. 16  Paragraph 11 of your declaration. And I'll just let
17 Q. When you received this, did you ask 17  youread that paragraph.
18  Mr. Hallam if there were any documents showing an 18 ‘What I'm trying to determine is...
19  assignment or transfer of rights from Lancer 19  Well, I'll just have a series of follow-up questions
20  Productions to Roxbury Entertainment? 20  here, but...
21 A. Iremember having some discussion, but 21 On Pages 4 and 5 of your declaration,
22 ] don't remember specifically if it was regarding 22 in Paragraph 11, you reference the chart we've been
23  acquisition from Sony or from Herbert Leonard. 23  discussing.
24 Q. Did you ask Mr. Hallam or anybody at 24 A. Okay.
25  Roxbury if they had an assignment, from Herbert 25 Q. And the sentence in your declaration
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1 is, 1 A. It's vague as to what you mean by
2 "Confirmation of this date" -- 2 "yuse." Idon't know the answer to that. My vague
3 And I believe this date is referring 3 recollection is hearing dates in 2005. But I don't
4  to the 1960 date. 4  know the answer.
5 -- "was provided to me by 5 Q. Did you investigate whether the
6 Roxbury Entertainment in the form 6 ROUTE 66 mark had been abandoned prior to 2005
7 of an historical list showing the 7  because of, for example, non-use?
8 dates of first airing for each’ 8 A. In my mind, the mark was not
9 episode of the original Route 66 9 abandoned. Because even whether it was used or it
10 Television Program (a true and correct 10 wasn't used, there is a residual goodwill for a
11 copy of which is attached hereto as 11  mark - for an iconic mark like that — that just
12 Exhibit 2)." 12 liveson.
13 Right? And that's what we've been 13 Q. Do you believe that any periods of
14  talking about, that spreadsheet? 14 non-use before the date of filing the applications
i5 A. Yes. 15 for registration were immaterial to the decision by
16 Q. Okay. So when did you receive the 16 the patent and trademark office to issue the
17  chart with the air dates on it? 17 registrations?
18 A. TIdon't have a specific recollection. 18 A. Ifthere were — and I don't know if
i9 Q. Was it before you signed your 19 there were any — if there were, I think it's
20  declaration? Or was it around the same time that you 20 immaterial.
21  signed your declaration? 21 You can't take a major property like
22 A. Ide notrecall. 22  that and say: Well, if it hasn't been used for a
23 Q. Do you know if you received the chart 23  period of time, therefore there are no rights in the
24  at or around the time you filed the service mark 24 mark.
25  application in 2005? 25 Q.  When you signed your declaration which
Page 115 Page 117
1 A. Idon'trecall 1  we've marked as Exhibit 2, October of 2009, did you
2 Q. Is it possible that you only received 2 at that time make any inquiries about the chain of
3  the chart a few years after you filed that 3 title to the ROUTE 66 properties? '
4  application? 4 A. Imight have asked about, you know,
5 A. Yes. 5 what was the transaction.
6 (SPEAKING SIMULTANEOUSLY) 6 I don't recall specifically what the
7 MR. HALLAM: Objection. It calls, by its 7  response was, other than the fact that I think I was
8  explicit terms, for pure speculation. 8  probably told, you know: We've got it through "this"
9 MS. HOLLAND: You were about to answer. 9  reason or "this" reason. But I don't recall the
10 Q. Isit possible that you received the 10  specifics.
11  chart several years after you filed the application? 11 Q.  And again, for that chain of title and
12 MR. HALLAM: I would counsel you not to 12  acquisition of rights, the information you were
13  speculate. If you remember, fine. If you don't, 13  relying on is what Mr. Hallam told you?
14  don't speculate, please. 14 A.  Yes.
15 THE WITNESS: I don't recall. 15 Q. You referenced domestic and
16 MS. HOLLAND: Okay. 16 international licenses for distribution in your
17 Q. So as you sit here today, you don't 17  declaration by Roxbury's predecessor, Sony.
18 recall having this chart -- i8 What domestic or international
19 A. Ideon'trecall 19 Ilicenses were you referring to?
20 Q. -- when you filed the 2005 20 A.  And this, again, goes based on my
21  application? 21 verbal discussions.
22 A. Idon'trecall if I had it or didn't 22 My understanding is that there was
23  haveit. Nor did I think it was pertinent, 23  some certain international licensing that had gone on
24 Q.  When did Roxbury Entertainment first 24  for the ROUTE 66 series. And based on those
25 use the ROUTE 66 mark on anything? 25  conversations, my understanding was there was some
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1  international licensing that had gone on. 1 by Seny?
2 And so my thinking is: Well, that's 2 A. Idon't know. I don't know the answer
3 fine. That's use, because it's use of a mark between 3  to that.
4  the United States and another country. 4 Q. Allright. And your understanding was
5 Q. So, again, your information about 5  based on discussions with Mr. Hallam, correct?
6  domestic and international licenses for distribution 6 A. Yes.
7  was from Mr. Hallam? 7 Q. And only on those discussions?
8 A.  Yes, it was. 8 A. Yes.
9 Q. And not based on any review of 9 (WHEREUPON MS. PANTON EXCUSED
10 - documents? 10 HERSELF TELEPHONICALLY FROM THE
11 A. That's correct. 11 DEPOSITION PROCEEDINGS)
12 Q. You also reference in your declaration 12 BY MS.HOLLAND:
13  that VHS copies of ROUTE 66 were being sold in 2005. 13 Q. Mr. Supnik, do you know whether a new
14  AndI'm referring to Paragraph 15. 14 feature film called ROUTE 66, using new footage, you
15 At Lines 6 and 7, you reference a 15 know, current actors, do you know whether a new film
16  "sell-off of VHS copies of the Route 66 television 16 has been shot?
17  program by Sony and its licensees..." 17 A. Thave no knowledge that a new film
18 Do you see that? Lines 6 and 7 of 18  has been shot.
18  Paragraph 15? 19 Q. Okay. And ]I just want to clarify.
20 A. Yes,Ido. 20  You said you received some DVDs from Mr. Hallam?
21 Q. What is the basis of that statement 21 A. Yes.
22  that a sell-off was taking place? 22 Q. And that they contained episodes of
23 A. That was through Mr. Hallam. 23 the television series ROUTE 66?
24 Q. Did you do any independent 24 A. Yes.
25  verification of whether VHS copies were being sold 25 Q. Did you receive the DVDs that were the
Page 119 Page 121
1 off? 1 motion picture versions of the ROUTE 66 episodes?
2 A. No. 2 MR. HALLAM: Objection; no foundation. Calls
3 Q. Then, at Lines 7 and 8 of that same 3 for speculation.
4  paragraph, 15, you mention "... Roxbury's use of the 4 THE WITNESS: Yeah. I don't know what you
5 Markin connection with the development of a remake | 5 mean by "the motion picture versions."
6  of the original Series..." . 6 MS. HOLLAND: Okay. I don't think there were
7 Do you see that? 7  motion picture versions, but...
8 A. Yes. 8 MR. HALLAM: Move to strike the commentary.
9 Q. What were you referring to with 9  That's not a question.
10 respect to a remake of the original series? io MS. HOLLAND: I think that's why there is
11 A. Ithought they were going to do 11  confusion. Because there wasn't actually a motion
12  something with creating a new series, as well as a 12 picture.
13 motion picture. But I didn't have any specifics. 13 MR. HALLAM: I move to strike. I think your
14 Q. Was that based on discussions with 14  vexatious litigation and your opinions should be kept
15 Mr. Hallam? 15 to yourself.
16 A. Yes. 16 BY MS.HOLLAND:
17 Q. Was it based on anything other than 17 Q. But let's assume, for purposes of
18 discussions with Mr. Hallam? 18  argument, that there was a motion picture, and that
19 A. No. 19 it was exhibited at that Fort Lauderdale film
20 Q. How was ROUTE 66 being used in 20 festival on DVD.
21  commerce in connection with a television programin 21 Did you receive a copy of the DVD that
22 2005? 22  was exhibited at the Fort Lauderdale film festival?
23 A. My thinking was that there was some 23 A. Ido not recall whether... Xdon't
24  licensing or syndication that was going on. 24 have personal knowledge as to whether the DVDs that I
25 Q. Was that the licensing or syndication 25  received were the identical DVDs that were exhibited
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1  at the Fort Lauderdale film festival. 1 Q.  Ofboth television shows and, in your
2 Q. Okay. How many motion pictures are 2  mind, motion pictures?
3 required to constitute a series, for purposes of 3 A.  Yes.
4 trademark registration? 4 MR. HALLAM: Those pictures do move.
5 A.  Well, I think generally, when you talk 5 BY MS. HOLLAND:
6  in terms of series and talk in terms of creative 6 Q.  So there is no distinction between a
7  works, in my mind, two constitute a series. 7  television show and a motion picture, in your mind?
8 Q.  Are you aware that the ROUTE 66 8 A. Ithink, depending upon the context,
9 television series episodes each had their own titles? 9  there can be an overlap in the meanings. And,
10 A. Yes. 10 obviously, it's not perfectly clear.
11 Q. And that no two were titled the same? 11 If you were going to show, every week,
12 A. I would assume that that's correct. 12 the identical episode, that might not be a series.
13 And that's all the more reason why ROUTE 66 is 13 MR. HALLAM: It might not be watchable either.
14  clearly a trademark. 14 MS. HOLLAND: Okay. Let's mark as Exhibit 7
15 Q.  With respect to the television series? 15  Plaintiff Roxbury Entertainment's Privilege Log.
16 A.  Well, with respect to the television 16 (THE DOCUMENT REFERRED TO WAS
17  series and any ancillary uses. 17 " MARKED AS EXHIBIT 7 AND IS
is Q. So how many ROUTE 66 motion pictures 18 BOUND UNDER SEPARATE COVER)
19 are there, as of 2011, that you are aware of? 19 BY MS. HOLLAND:
20 A. Idon't know the specific number. I 20 Q. Have you seen this document before,
21  think I saw in here, the list had something like 116 21 Mr. Supnik?
22  episodes. ButI don't know what you're referring to. 22 - A. No, I have not.
23 Q.  So every episode of the series would 23 Q. So you didn't help prepare this
24  be a separate motion picture? 24  document?
25 A. Yes. 25 A. No.
Page 123 Page 125
1 Q.  Even though each episode has a 1 Q.  You see, though, that you're the
2  (different title? 2 author of various communications listed in this
3 A.  Oh, absolutely. 3  chart?
4 Ask me that question again. I didn't 4 A. Yes.
5  understand that. 5 Q. And you're also the recipient of
6 Q. Okay. I asked you and it started 6  various communications listed?
7  with: How many ROUTE 66 motion pictures are there as 7 A. Yes.
8  0f2011. And then you referred to the list of 8 Q. And they appear to be organized in
9  episodes, and said there were over a hundred. 9  chronological order by date, starting with the
10  Something like that. 10  earliest first?
11 A.  That's correct. 11 MR. HALLAM: Objection. I think the document
12 Q.  And then I think I said - I can have 12 needs to speak for itself. Plus, it's contrary to
13  itread back — but I think I said: So every episode 13  whatI see.
14  in the series is a motion picture? 14 Also, no foundation. The witness
15 A.  That's correct. For example, in the 15  already testified he's never seen this before and he
16  copyright office, the terminology they used to use is 16  didn't help prepare it.
17  if you have a television show, I think they refer to 17 MS. HOLLAND: I see what you're saying about
18  that as a motion picture, under the old copyright 18  the date.
15  scheme. 19 After the first page, it looks like
20 Q. OkKkay. And then I said: Well, every 20  the dates are chronological, with the oldest first.
21  episode has a different title. So how could the 21  But the first page does have some shuffling of
22 episodes constitute a motion picture series? 22 documents.
23 A.  But they all go under the same 23 Q.  So the documents that your counsel
24  trademark: ROUTE 66. 24 gave me today include communications between you and
25 So it's used as a title for a series. 25  Kirk Hallam, correct?
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1 A. Yes. 1 MS. HOLLAND: So...

2 Q. Infact, they're mostly communications 2 MR. HALLAM: And if you want to list -- on the

3 between you and Mr. Hallam? 3 assumption that you'll do the same for me when the

4 A.  Yes. 4  time comes up -- the documents that we did not

5 Q.  E-mail communications, right? 5 produce, because they are not responsive and they're

6 A. Yes. . 6 privileged, because they don't relate to this

7 Q. And, for the record, those were 7  cancellation proceeding, I'll be happy to give you

8  numbered 000001 through 66. 8  that list.

9 ~And the numbers on the documents that 9 MS. HOLLAND: Okay. I need something that
10  were provided today don't appear to correspond to the (10  shows me what you've produced and what you're still
11 document numbers referenced in this Exhibit 7, do 11  withholding, that corresponds to the document numbers
12 they? 12 on Exhibit 7 and to the new numbers on the documents
13 MR. HALLAM: Objection; no foundation. Calls 13 youjust provided today, so I can tell if there are
14  for speculation. 14  any other e-mails within the relevant time period.

15 The witness already testified he's 15 Especially with the description like
16  never seen this before. What are we accomplishing 16 the first one, "Redacted emails re trademark
17  here? ' 17  application," whether, you know, those are things
18 BY MS. HOLLAND: 18 that I should have been provided.
19 Q. Do they? 19 MR. HALLAM: I will let you know and give you
20 A. Idon't understand what you're saying. 20  alist of any documents that are on this privilege
21 Are you saying that these numbers — 21 list, which you marked as Exhibit 7, that we have not
22  the Bates numbers, the control numbers — do not 22  produced.
23  match the numbers in the document? 23 MS. HOLLAND: Okay.
24 Well, I don't see "P" in front of 24 MR. HALLAM: And I just want to repeat again,
25  these numbers. 25  for the record, that our production of clearly
Page 127 Page 129

1 Q. And these numbers all appear to be in 1  privileged documents is not intended as a waiver and

2  the thousand-plus range, right, on Exhibit 7? 2 should not be construed as a waiver of the

3 MR. HALLAM: The document speaks for itself, 3  attorney/client privilege in general.

4  Counsel. Why are you asking him to go through a 4 We produced and waived the privilege

5  12-page document and compare numbers? You can do 5 only with respect to documents that pertain to the

6  that for yourself. You don't need him to do that. 6 trademark applications at issue in this cancellation

7 That's not what he's here to testify 7  proceeding.

8  about. It's nothing he's ever seen before and never 8 We're not waiving the privilege with

9  helped prepare. 9  respect to any other communications with Mr. Supnik
10 BY MS.HOLLAND: 10  that do not pertain to the trademark applications at
11 Q. The documents under the column 11  issue in this litigation.

12  "DOCUMENT #," P001007 is the first one there. 12 MS. HOLLAND: Well, again, by putting

13 Do you see that? 13  Mr. Supnik's intent at issue in this case and putting
14 A. Yes. 14  him on the witness list, we think you've waived the
15 Q. That does not correspond to the Bates 15 privilege as to communications with him about

16  numbering on the documents that your office provided 16  certainly the registrations at issue. And maybe

17  to me today, does it? 17  we're in agreement on that.

18 MR. HALLAM: No foundation. Calls for 18 MR. HALLAM: You know, yeah, we are. I'm not
19  speculation. 19  disputing that.

20 Counsel, let me just cut through it. 20 And I haven't withheld any documents

21  No. These numbers from our document privilege list 21 that have anything to do with the registrations of
22 and the District Court proceeding do not correspond 22  the applications.

23 with the numbers in the documents that we produced 23 But Mr. Supnik has represented Roxbury
24  today. We've just done it over at Number 1 and 24 and advised us on numerous unrelated matters, that
25  finished up with Number 66, apparently. 25  is, unrelated to the trademark applications at issue
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1  in this cancellation proceeding. Including 1  the declaration of Paul D. Supnik in support of
2 litigation and prospective litigation. 2 Plamtiff's Opposition to Defendants' Motion to Stay.
3 BY MS. HOLLAND: 3 BY MS.HOLLAND:
4 Q. Did you register the mark "Gone in 60 4 Q. So you state that if the motion to
5  Seconds" on, for among other things, pre-recorded 5 suspend those proceeding is not granted --
6  videotapes, DVDs, et cetera, Mr. Supnik? 6 MR. HALLAM: Where are you reading from,
7 A. I'm hesitant to get into a discussion 7  Counsel?
8  about that, because there is probably attorney/client 8 MS. HOLLAND: It's Line 23 of Paragraph 4.
9  privilege that I'm concerned about with respect to 9 Q. Are you referring to Roxbury's motion
10 other clients. 10  to suspend the cancellation proceeding that we're
11 Se... 11  discussing today?
12 Q. Well, were you attorney of record with 12 A. Ithink so. I'm a little bit confused
13  respect to "Gone in 60 Seconds"? 13  because it seems to me there was another proceeding.
14 A. Yes. 14 But I guess this is the only one that
15 MS. HOLLAND: Allright. I would like to mark 15 was... I'm somewhat confident that that's what we're
16  as Exhibit 8 another declaration of Paul D. Supnik. 16 talking about.
17 (THE DOCUMENT REFERRED TO WAS 17 MS. HOLLAND: Okay. Well, let me mark as
18 MARKED AS EXHIBIT 8 AND IS 18  Exhibit 9 Registrant Cloudstreet Inc.'s initial
19 BOUND UNDER SEPARATE COVER) 19  disclosures.
20 BY MS. HOLLAND: 20 (THE DOCUMENT REFERRED TO WAS
21 Q. Did you sign this declaration, 21 MARKED AS EXHIBIT 9 AND IS
22  Mr. Supnik? 22 BOUND UNDER SEPARATE COVER)
23 A. Yes, Idid. 23 MS. HOLLAND: I'm just going to refer you to
24 Q. Even though this copy isn't signed, at 24  Page 2 of that.
25  some point you did sign it? 25 MR. HALLAM: I'msorry. I didn't get a copy.
Page 131 Page 133
1 A. 1believe so. 1 BY MS. HOLLAND:
2 Q. Okay. In Paragraph 2 of this 2 Q. Section '"I. DISCLOSURES," Paragraph A.
3  declaration, you state that you, 3 "Persons Likely to Have Discoverable Information That
4 "... communicated with the 4  Registrant May Use to Support Its Claims."
5 attorney at the TTAB who is handling 5 And identified in that paragraph is
6 the Petition to Cancel, filed by 6  Paul Supnik, Esquire. So you've been identified.
7 Penthouse Digital Media Productions, 7 Do you understand that?
8 Inc. on September 12, 2008." 8 A.  Yes.
9 ‘What was the subject of that 9 Q. And the general subject areas of
10 communication? 10  knowledge include preparation and submission of the
11 A. Frankly, I don't remember. 11  applications for registration.
12 Q. Well, in Paragraph 4, you state that 12 Correct?
13  you have 20-plus years dealing with the TTAB. 13 A. Yes.
14 Correct? 14 Q. Representations to the PTO in
15 A.  Yes. 15 connection with the applications, correct?
16 Q. Was that true? 16 A.  Yes.
17 A. Itprobably is. 17 Q. Okay. The rules and guidelines in
18 Q. And what was this declaration filed in 18  connection with the Patent & Trademark Office and the
19  suppeort of, if you remember? 19 TTAB, including the Trademark Manual of Examining
20 MR. HALLAM: If you remember. If you don't... 20  Procedure.
21 THE WITNESS: Yeah. I think the idea was to 21 Do you see that?
22  probably suspend the TTAB proceeding for the District 22 A. Yes. _
23 Court proceeding. 23 Q.  And then finally, the subjects set
24 MR. HALLAM: And just for the record, in fact, 24 forth in Mr. Supnik's declarations filed in the
25  the document states itself, at the bottom, that it's 25  District Court proceeding in support of Registrant's
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1  Opposition to Petitioner's Motion to Stay filed on 1 (THE DOCUMENT REFERRED TO WAS
2  November 10, 2008, and Registrant's Motion for 2 MARKED AS EXHIBIT 10 AND IS
3  Summary Judgment filed in October of 2009. 3 BOUND UNDER SEPARATE COVER)
4 Do you see that? 4 MS. HOLLAND: Okay. Paragraph 3 of that
5 A. Yes. 5  declaration, which was filed on... Let's just look
6 Q. Are you planning to offer testimony on 6  at the filing date for a minute.
7  any of those subject areas in the cancellation 7 The filing date at the top of the
8  proceeding? 8  document shows it was filed with the District Court
9 MR. HALLAM: I'm going to object and instruct 9  on December 2nd.
10  the witness not to answer, to the extent that your 10 THE WITNESS: November 2nd.
11  answer would disclose any communications with me 11 MS. HOLLAND: I'm sorry. November 2nd --
12 regarding your prospective testimony in this case. 12 you're right -- 2009.
13 Other than that, if you have anything 13 But then your signature block says it
14  to offer other than what we may have discussed, you 14  was executed in Madrid Spain, on the 3rd of November.
15 may answer. 15 THE WITNESS: That was probably at
16 THE WITNESS: Just in general, these appear to 16  1:00 o'clock in the morning.
17  be the general subject areas that I would imagine 17 BY MS. HOLLAND:
18  would probably be discussed in the testimony. 18 Q.  So that's due to the time difference?
19 BY MS. HOLLAND: 19 A.  Ithink so.
20 Q. And since we've got it in front of us, 20 Q. Allright. So in Paragraph 3,
21  Exhibit 8, which is your November 10th, 2008 21 Line 16, you state,
22 declaration... 22 "I believed then as I believe
23 A. Yes. 23 now that all of the statements made
24 MR. HALLAM: I think I can help short-circuit. 24 to the PTO in relation to the filing
25  There doesn't seem to be anything in Exhibit 8 that's 25 and processing of Roxbury's applications
Page 135 Page 137
1  relevant to this cancellation proceeding. 1 for its Marks in Route 66 were made
2 I think we were just, in an abundance 2 truthfully and accurately to the
3 of caution, being all inclusive of anything that he's 3 best of my knowledge and based on my
4  ever said before that he might testify to. 4 understanding of applicable PTO guidelines
5 But reading through it, other than the 5 and procedures, as well as applicable
6  fact that it says in Paragraphs 1 and 2 that he 6 law."
7  specializes in intellectual property and appears 7 Do you still believe that all of those
8  before the TTAB, and he filed on behalf of Roxbury 8 statements were truthfully and accurately made?
9  Entertainment the applications for registration of 9 A. Yes.
10 ROUTE 66, I don't think the rest of it really has 10 - Q. Do you still believe that you fully
11  anything to do with our cancellation proceeding. 11  complied with the TMEP guidelines pertaining to the
12 MS. HOLLAND: Thanks. That's all. I just 12 date of first use in those applications?
13  wanted to make sure I wasn't missing anything there. 13 A.  Asfar as I understand it, yes.
14 MR. HALLAM: But he was sure right on the 14 Q. And do you believe that you undertook
15 timing. 15  the requisite diligence in determining that Roxbury
16 MS. HOLLAND: I think you underestimated the 16 or Cloudstreet had the right to apply for those
17  timing. Even if you doubled the timing, it would 17  registrations?
18  still be... 18 A. Based on my acquaintanceship with
19 Oh, I suppose we're still somewhere in 19 Mr. Hallam over a long period of time, yes.
20  the window that you asked me. 20 Q. And in Paragraph 6 of this
21 We'll mark as Exhibit 10 a 21  declaration, at Line 14, you state,
22  Supplemental Declaration of Paul Supnik in Support of 22 "If I had been subpoenaed,
23  Plaintiff's Reply to Motion for Summary Judgment, or 23 I would have provided my testimony
24  inthe alternative, Summary Adjudication. 24 and any requested documents other
25 /f 25 than any which weuld have disclosed
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1 my privileged communications with 1 A. As aretained expert? No.
2 my clients, Roxbury Entertainment 2 Q. As an unretained expert, do you expect
3 or its President and counsel, Kirk 3 to be asked to testify?
4 Hallam." 4 A. That's possible.
5 Do you see that? 5 Q. What would your area of expert
6 A. Yes. 6  testimony be?
7 Q. OkKkay. Is that still your position? 7 MR. HALLAM: Objection; calls for speculation.
8 MR. HALLAM: That he would have, had he been 8 No foundation. Also, attorney/client privilege;
9  subpoenaed? 9  calling for the communications with me as to what
10 BY MS. HOLLAND: 10 subjects he might be asked to testify about.
11 Q. Do you still agree with that 11 MS. HOLLAND: So you're instructing him, and
12 statement? 12 you're following the instruction?
13 A.  Privilege. Oh, privileged 13 MR. HALLAM: Yes.
14  communications. 14 THE WITNESS: Yes.
15 I don't see anything about work 15 BY MS. HOLLAND: .
16 product here. So probably work product would have 16 Q. What is the difference in your mind
17  had to be excluded as well. 17  between being a retained expert and being an
18 Q. Okay. So now you have been 18 wunretained expert?
19  subpoenaed. 19 A. I guess a retained expert is somebody
20 A.  Yes. 20  that's been retained especially for the purposes of a
21 Q. Have you provided everything except 21  litigation and, in which case, all documents
22 privileged and work product communications to us? 22  generated and created in that context are available
23 MR. HALLAM: I think we've covered that 23 for discovery.
24  subject. AndIwill instruct the witness not to 24 Whereas I'm not sure that I have
25  answer, based on attorney/client privileged 25  anything specific for an unretained expert.
Page 139 Page 141
1  communications with me. 1 Q. Okay. We've covered a few
2 And I think it's very evident that 2  conversations with the examining attorney. One
3 this exhibit that you're asking him about references 3  specific to the motion picture registration?
4  asubpoena in the District Court proceeding some two 4 A. Yes.
5  years ago, and not a subpoena at this stage, after 5 Q. Another, you referenced in Exhibit 8,
6 there was a stipulation of counsel reached and filed 6  which was the declaration, but you couldn't recall
7 by the law firm of Katten Muchin referencing that 7  what it was about. It was in September of 2008.
8  agreement that we had concluded our discovery on this 8 A. Yes.
9  matter. 9 Q. You still don't remember what that was
10 MS. HOLLAND: So you're instructing him not to 10 about?
11  answer that question? 11 A. No.
12 MR. HALLAM: [ am. Because any answer would 12 Q. Okay. Do you recall any other
13  reflect communications he's had with me. 13 communications with the examining attorney with
14 BY MS.HOLLAND: 14  respect to any of the three registrations that you
15 Q. In Paragraph 7, you state as of 15 prepared for ROUTE 66 marks?
16 December 2009 I have never been retained as an expert (16 A. There was something in one of those
17  to testify in this litigation. 17  e-mails that we went over that suggested that there
18 Do you see that? 18 was a communication. Because, I think in that
19 A. Yes. : 19  e-mail, it said "I spoke to the examining attorney
20 Q. Have you, as of today's date, been 20  today."
21  retained to testify as an expert in this cancellation 21 Q. OkKkay. And you're referring to the
22  proceeding? 22  e-mail... Let me make sure we covered all the
23 A. No. 23  communications.
24 Q. Do you expect to be retained as an 24 A.  That's Exhibit 5, at the bottom.
25  expert to testify in this cancellation proceeding? 25 Q. Right.
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1 A.  And that has a date of August 15, 1  but.
2 2006. 2 MR. HALLAM: I understand, Kristin. And as I
3 MS. HOLLAND: Let me see if I can find that 3 said to you when we took a break just a minute ago,
4 one. 4 it's my belief and I am aware there is one of four or
5 (PAUSE IN THE PROCEEDINGS) 5  one of five and you don't see the rest.
6 MS. HOLLAND: I'm going to mark the whole set 6 It's because we previously produced
7  of documents you gave me this moming as the next 7  them in the District Court litigation. And we were
8  exhibit. ButIneed to go make a quick copy of a few 8  producing -- although we were not obligated to -- we
9  pages, to make them complete. 9  were producing the privileged documents that we had
10 So can we go off the record for a few 10  not produced in the District Court proceeding without
11  minutes, so I can do that? 11  aduplication of all the rest of the documents.
12 MR. HALLAM: Yes. 12 But, as I said to you off the record,
13 (WHEREUPON A RECESS WAS HELD 13 I will determine for you, if that is in fact the
14 FROM 3:04 P.M. TO 3:10 P.M.) 14  case, in a situation where it says 1 of more than one
15 MS. HOLLAND: So this is going to be 15 and you only see one here.
16  Exhibit 11. i6 MS. HOLLAND: Well, just since it happens to
17 (THE DOCUMENT REFERRED TO WAS 17  be the first in the stack, I'm referring back to
18 MARKED AS EXHIBIT 11 AND IS 18  Exhibit 7, which is the privilege log.
19 BOUND UNDER SEPARATE COVER) 19 I don't see any log entry for a
20 MS. HOLLAND: Back on the record, please. 20  document. I might be missing it, but I don't see a
21 So we've marked as Exhibit 11 a 21  log entry for a document from July 6, 2005.
22  complete set of the documents that were provided 22 And this document now, Bates stamped
23  today by Mr. Hallam on your behalf, Mr. Supnik. 23 1, the first page of Exhibit 11, is an e-mail from
24 I would like you to take a look at 24  Mr. Supnik to you from Wednesday, July 6, 2005.
25 this first page, which is Bates stamp 000001. And on 25 THE WITNESS: That's the first one on here,
. Page 143 Page 145
1 the top right-hand corner, it says "Page 1 of 5." 1 isn'tit?
2 Q. Do you see that? 2 MS. HOLLAND: Isit? Oh, you know what? I
3 A.  Yes. 3 apologize. See, it's right in front of my face.
4 Q. Do you know where the remaining four 4  Okay.
5  pages are of that e-mail? 5 So you're saying, Mr. Hallam, that if
6 A. Probably it would still be on a 6 Ilook at PO0107 in the District Court production
7 computer that I was using at that point in time. Or 7  I'll be able to find possibly the other four pages of
8 I'mnet sure, frankly. I generally don't print out 8  this e-mail?
9 those types of e-mails. °] MR. HALLAM: Where did you get that number
10 Q. So who assembled these documents for 10 from?
11  production? The documents we're looking at now, 11 THE WITNESS: Here. Look.
12 Exhibit 11. 12 MR. HALLAM: Oh, most likely, yes. Unless
13 MR. HALLAM: I've already addressed that. And 13 there is some other document that's an e-mail dated
14  I'm going to instruct the witness not to answer. 14  July 5th. But, most likely, on July 6th those are
15 MS. HOLLAND: On the grounds of 15 oneinthe same. Yes.
16  attomey/client privilege? 16 MS. HOLLAND: Has this e-mail been redacted?
17 MR. HALLAM: Um-hmm. And on the grounds that 17 THE WITNESS: No. No.
18 it's asked and answered, and that it's been covered 1i8 MS. HOLLAND: No, it has not. Okay.
19  ad nauseam throughout this deposition. 19 They do seem to be, now that you've
20 MS. HOLLAND: Well, I'll just note that I 20  shown me, Mr. Supnik, they seem to be corresponding
21  don't have a complete record of even the e-mails that 21  with the dates on your privilege log, Number 7, with
22 you've agreed to produce. 22 some exceptions. It might be type-os, but...
23 Apparently, because I don't have, for 23 Do you know if you applied a date
24 example, the remaining four pages of the first 24  cutoff, Mr. Hallam, to when you produced things? It
25  e-mail. AndI'll go through the rest of the stack, 25  looks like the production from today ends in May of
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1 '07. 1 A. Idon't know what I was provided with.
2 MR. HALLAM: I produced everything that had 2 Q. Let's look at an earlier chain. I'll
3 not previously been produced in the District Court 3 refer you now to Pages 14 and 15 of Exhibit 11.
4  litigation. That is, it was withheld on the grounds 4 A. Yes.
5 of privilege, that had anything to do with the 5 Q. Itlooks like these are e-mails
6 trademark applications or their prosecution. 6 related to the "DEMO" issue.
7 So, no, I didn't use a time cutoff,- 7 Do you see those?
8 but.. 8 A. Yes.
9 BYMS. HOLLAND: 9 Q. Mr. Hallam writes to you,
10 Q. You mentioned earlier, Mr. Supnik, 10 "Paul, I do understand the
11  that you have a long history with Mr. Hallam? 11 problem with the word 'demo’ and I
12 A. Yes. 12 can delete that and send it back to
13 Q. When did you first meet Mr. Hallam? i3 you."
14 A. Ibelieve when he was either a friend 14 Does that refresh your recollection
15 or aclerk of -- probably a friend of -- an attorney 15 when you read that?
16 thatI shared office space with many years ago. 16 A. Itdoes not.
17 How many years ago? 17 Q. Do you have a copy of the specimen
18 MR. HALLLAM: A hundred. 18  with the word "demo" on it that's referred to in this
19 THE WITNESS: Maybe 20. 19 e-mail?
20 I'm not sure that he had even gone to - 20 A. Idon't know if the specimen was an
21  law school yet. He might have gone.... Frankly, I 21  actual DVD or something else. I don't recall seeing
22 don't remember. Idon't remember. 22  anything like that. '
23 MS. HOLLAND: Okay. 23 Q. Do you have any understanding of what
24 Q. So more than 20 years? 24  Mr. Hallam means, in his e-mail at the top of
25 A. Probably. 25 Page 14, where he says,
Page 147 Page 149
1 (DISCUSSION HELD OFF THE RECORD) 1 "But I don't understand your
2 BY MS. HOLLAND: 2 point that for the service mark, the
3 Q. When did you first start working for 3 sample has to have been in use at
4 Roxbury Entertainment or Cloudstreet? 4 least by the time of filing."
5 A. My guess is it's somewhere in the 5 A. Yeah. And what was the question?
6 neighborhood of five or six years ago. 6 Q. Do you know what he was referring to
7 Q. Okay. Let's look at Bates number 7  there?
8 000011 in Exhibit 11. There are some e-mails here 8 A. No. Because I'm not sure where the
9 referencing a specimen of goods. One of which 9 word "demo" appeared. If it was on packaging. Ifit
10 contains the word "DEMO." 10 was stamped on a DVD. I don't understand. Or if it
11 Do you see that? 11  was on a... What it was.
12 A.  Yes. 12 Q. Well, the next sentence, Mr. Hallam
13 Q. And then, your e-mail at the top of 13  says,
14 the chain to Mr. Hallam, in the middle of the e-mail, 14 "This is not only a specimen
15 yousay, 15 of the mark in use at this very
16 "The other reason that this 16 moment, but it is also a sample of
17 may not be a good specimen is that 17 the mark as used on each of the
18 it says 'DEMO’ suggesting that this .18 episodes of the series from September
19 is not being sold." i 30, 1960 to today. As I mentioned,
20 Do you see that? 20 the artwork/logo on the dvd is
21 A. Yes. 21 lifted directly and exactly from
22 Q. 'What were you referring to? 22 the first frames of each episode.
123 A. Frankly, I don't recall. 1 did see 23 This is the mark taken directly
24  this and I don't — frankly - I don't remember. 24 from the masters of the series. I
25 Q. Okay. 25 will delete the 'demo' and send it
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1 back to you, but I think with that 1 "By the way, I recall that
2 deleted I am giving you exactly 2 when I tried, unsuccessfully, to
3 what you are asking for: a specimen 3 register Gone in 60 Seconds, and I
4 of the mark as used since 1960 through 4 sent the PTO a photo of the logo
5 today." 5 on a box with the toy car in it,
6 So in reading that now, you don't know 6 the PTO thought I was trying to
7  what he's talking about? 7 register the car design as well as
8 A. Ireally don't know. 8 the words 'Gone in 60 Seconds',
9 Q. Do you know whether Roxbury had in use 9 even though I specifically described
10  the specimen that Mr. Hallam is suggesting he create 10 in the application that the mark
11  in this e-mail as of July of 2005? 11 was only the words and not any other
12 A. It depends upon what you mean by 12 artwork or designs."”
13 "in use." 13 Did you work with Mr. Hallam on the
14 Q.  Well, he is referencing here the 14 "Gone in 60 Seconds" registration?
15  artwork/logo on the DVD, right? 15 A. Yes. Well, when I say "Yes," I'm not
16 A. Yes. 16  sure which particular registration, but I did work
17 Q.  And apparently it has the word "demo" 17 with Mr. Hallam.
18 onit. Because you're debating whether "demo' hasto 18 Q. On one or more registrations for '"Gone
19  beon or off. 19  in 60 Seconds"?
20 So do you know whether that DVD was 20 A. Yes.
21  being sold to anybody in commerce as of July 1st, 21 Q. And he asks you the question:
22 2005? 22 "How do you avoid the PTO
23 MR. HALLAM: Does he recall now, as he sits 23 here thinking that we are trying to
24 here now? 24 trademark the corvette in the picture
25 THE WITNESS: Idon'trecall. I don't know. 25 with the words 'Route 66' and not
Page 151 Page 153
1 Idon't have a specific recollection of what occurred 1 just the words?"
2 right here. 2 Did you answer that question?
3 - MS.HOLLAND: Okay. Well, we have to reserve 3 A. Imay have.
4  the right to continue questioning on this issue once 4 Q. What was your answer?
5  we get your complete file and get a copy of whatever 5 A. Well, if I answered, the way I would
6 the specimen was with the word "demo" on it and then 6  have answered is that I think he was probably
7  what it was without the word "demo" on it. 7  confusing what's called a specimen with a drawing.
8 MR. HALLAM: And we reserve the right to 8 The drawing being the configuration of
9  enforce the stipulation of counsel that was reached 9  the mark which is actually being registered as
10  and submitted to the TTAB by petition to counsel. 10  opposed to the specimen, which is a proof of the
11 MS. HOLLAND: All right. We understand your 11 manner in which the mark is being used.
12  position but, you know, I guess we agree to disagree 12 Q. For the ROUTE 66 marks, were you
13  onthat 13  registering word marks?
14 Q. Again, let's look at Page 16 of 14 A. My recollection is yes.
15 Exhibit 11, It's another e-mail from Mr. Hallam. 15 Q. And the word marks only?
16  And this one is from July 5th of 2005, a few days 16 A. Yes.
17  after the prior e-mail exchange. 17 Q. Let'slook at Page 17. This one
18 This e-mail references a photo of the 18  contains your response to the e-mail we just read.
13 ROUTE 66 mark, but there is no attachment. 19 MR. HALLAM: By the way, I believe, looking at
20 Was there an attachment to this 20  Exhibit 16, that the picture that's being referred
21 e-mail? 21  to, although the photo of the ROUTE 66 mark, is the
22 A. Idon't have a specific recollection 22  photo that's a part of the exhibits to his
23 of this e-mail. 23 declaration, which is Exhibit Number 2 in this
24 Q. And then, this is Mr. Hallam writing 24  deposition.
25  in the next paragraph, 25 MS. HOLLAND: Okay.
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1 MR. HALLAM: That you have. 1 resolved by the TTAB.
2 MS. HOLLAND: Our position is we're still 2 And it was in that vein that
3 entitled to the records as they're kept. The 3 Mr. Mandell and I reached an agreement there would be
4  business records. And we're not required to piece 4 no further discovery in the TTAB proceedings. An
5  things together from different productions and 5 agreement that obviously he doesn't feel that he has
6 different cases and assume that certain other 6 tolive up to.
7  documents with different numbers are the missing 7 MS. HOLLAND: Again, we continue to disagree
8  pages of these e-mails. 8  about the scope of the stipulation and all of those
9 MR. HALLAM: And our position is that 9 things. But the proper procedure would have been to
10  Mr. Mandell very explicitly stipulated there will be 10  seck a protective order, and you did not do that.
11  no further discovery, and that we be limited to the 11 MR. HALLAM: Well, you think it would have
12  discovery taken in the District Court proceeding, and 12  been the fault of the TTAB?
13 that he submitted that in a pleading to the TTAB. 13 MS. HOLLAND: I don't know. It probably would
14 That is, he made the statement that 14  be the District Court from where the subpoena is
15 there is and was an agreement among counsel to that 15 issued. Butif you researched it and you know you
16  effect and the parties. 16  should have filed it...
17 So I don't think we need to be 17 MR. HALLAM: But somehow you're willing to
18  producing anything to you or taking any depositions. 18 stipulate that we can get the TTAB to resolve our
19 But nonetheless, we are giving you the 19  discovery disputes and hear a motion for a protective
20  unrequired discovery that is taking forth here today. 20  order or motions to quash subpoenas. And I'm all for
21 MS. HOLLAND: The order is pretty clear that 21 it. ButIdon'tseeit.
22  discovery is open. And we subpoenaed Mr. Supnik for 22 MS. HOLLAND: In any event, whatever the right
23  the deposition. You didn't object to the subpoena. 23 forumis...
24  You didn't seek a protective order. 24 MR. HALLAM: Maybe we can. Maybe we should
25 MR. HALLAM: Oh, I objected quite vehemently 25  try that and see if the examining attorney will step
Page 155 Page 157
1 to any discovery in this proceeding, but nonetheless 1  in and be our discovery magistrate.
2 allowed you to take this deposition today and produce 2 MS. HOLLAND: Wherever the right forum is, the
3 documents that previously were held on the grounds of 3 proper procedure with the third party subpoena is
4  privilege. ButI objected loudly and clearly on the 4  secking a protective order, if you disagree with the
5  basis of the stipulation of counsel that your firm 5  scope, and you didn't do that.
6  submitted to the TTAB. 6 And we're here today, and we don't
7 MS. HOLLAND: But the proper procedure -- 7  have all the documents here. So we'll probably have
8 MR. HALLAM: And I objected at the outset of 8  to bring a motion to compel if we can't come to some
9 this litigation. 9 agreement and a continue date to finish this up.
10 MS. HOLLAND: But the proper procedure was to 10 MR. HALLAM: There is a suggestion. I'm going
11  seek a protective order, and that wasn't done, so 11  to bring a motion for a protective order with the
12  this deposition is proceeding as noticed on the 12 TTAB. But at your suggestion, I'm going to do just
13  documents as requested and in the spirit of 13  that
14  efficiency. 14 MS. HOLLAND: Well, the procedure requires
15 MR. HALLAM: From whom was I supposed to seek 15  that you do it before the deposition, and we've
16  aprotective order? 16 already begun the deposition, so...
17 MS. HOLLAND: The TTAB. 17 MR. HALLAM: And when I say I'm going to bring
18 MR. HALLAM: No. They don't issue protective 18 amotion for a protective order, you and your
18  orders. 19 colleagues accused me of being a vexatious litigator,
20 MS. HOLLAND: Then the District Court in which 20  even though I'm simply trying to enforce an agreement
21  the subpoena was issued. 21  that Mr. Mandell made and submitted in writing in a
22 MR. HALLAM: Very well. 22 pleading to the TTAB.
23 I think the District Court made it 23 So when I take a more conciliatory
24 clear it was deferring this case to the TTAB and is 24  approach and allow you to take limited discovery even
25  not interested in our disputes until this thing is 25  though it's in breach of the agreement that counsel
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1  made that was submitted in writing to TTAB, now I'm 1 the file history there.
2 suddenly a vexatious litigator. So you've obviously 2 Q. Idon't have the whole thing right
3 created a complete Catch 22 and turned it on its 3 here, but I could probably go back and find it.
4  head 4 MR. HALLAM: And I'll represent that the
5 Mr. Mandell agreed there would be no 5  attached office action was produced in the District
6  further discovery. There is nothing ambiguous about 6  Court proceeding. And I merely supplemented it with
7  what he and your colleagues submitted to the TTAB in 7  the attorney/client privileged communication between
8 apleading. ‘ 8  myself and Mr. Supnik, which was withheld on the
9 And the only thing that is contrary to 9  grounds of privilege in the District Court.
10  thatis your continued efforts to take or re-take 10 BY MS. HOLLAND:
11  depositions and re-litigate issues that are already 11 Q. It's a different office action, in any
12 litigated before the District Court. 12  event, than the one we discussed earlier about the
13 MS. HOLLAND: We disagree, but I'll just move 13  meotion picture series issue, correct?
14 on 14 A. Thereis a reference to it below on
15 Q. So moving on to Page 19, this e-mail 15 document number 000020.
16 references an office action which apparently involved 16 Q. Okay. Thank yeu.
17  other pending applications. This was from January of 17 So what was the result of that office
18  2006. 18 action?
19 Do you know what Mr. Hallam is 19 A.  Well, if you go to e-mail 000024, it
20  referring to there? 20  says,
21 A. No, Idon't. Well, wait. Referring 21 "It appears that the
22 to where? 22 ROUTE 66 application by the New
23 Q. I'msorry. At the top of Page 19, 23 Jersey company in Class 9 has
24  Mr. Hallam writes you, 24 been abandoned as of about a week
25 "Paul, 25 ago."”
Page 159 Page 161
1 "I'm in Bulgaria for the 1 And then it says,
2 next month on Rin Tin Tin so we 2 "... I plan to respond to
3 will have to communicate via email."” 3 the outstanding office actions,
4 Do you see that? 4 now in each of the 3 soon to be
5 A. Yes. 5 divided applications arguing lack
6 Q. "What are these other prior 6 of confusing similarity with the
7 pending applications? How come we 7 ROUTE 666 application."
8 did not pick these up in our search? 8 Q. How did you respond? In writing or by
9 Pending applications don't come up? 9  phone call? Do you remember?
10 ‘What do you think is the proper 10 A.  Well, I'm sure it would have been in
11 course of action in relation to these 11  writing. For a confusing similarity, I must have
12 pending applications? How much a 12  responded in writing.
13 problem?" 13 Q. And did you produce those documents?
14 What is Mr. Hallam referring to there? 14 A. Ihave no idea.
15 A. Frankly, I don't know. There might 15 MR. HALLAM: I'm going to object again. I
16 have been some applications in response to an office 16  think we've made it clear that we produced everything
17  action. Except that the examiner cited. But, 17  that was already produced in the District Court
18  frankly, I don't recall. 18  proceeding that's referred to here.
19 Q. Okay. And I'll just represent that, 19 MS. HOLLAND: What was the Bates number,
20  going through the privilege log which we marked as 20  Mr. Hallam, of the production?
21  Exhibit 7,1 think there were some documents missing 21 MR. HALLAM: Idon't have aclue. Ididn't
22 from October of 2005 that might -- I don't know -- 22 come here having memorized thousands of pages of
23  they might relate to this issue? 23  Bates numbers.
24 A. Well, there is a reference here to 24 We made a production, and we're not
25  office action 1.26.06. So I take it you must have 25  about to repeat the production that we made
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previously in the District Court.
MS. HOLLAND: This was --
MR. HALLAM: I don't think we would be
obligated to if Mr. Mandell hadn't stipulated that
there would be no further discovery. But especially
in light of that stipulation by Mr. Mandell, which
was submitted to the TTAB in a pleading.
I think it's absurd for you to suggest

9  that we are obligated to go back and reproduce
10  everything that was previously produced in the
11 District Court. That's just... Talk about wasting
12  resources and vexatious litigation, I think that's
13  quintessential.
14 MS. HOLLAND: I haven't asked for that.
15 Q. Really, the answer to my question is
16  just: Did you bring with you today, Mr. Supnik, the
17  response that you prepared in writing to the January
18  office action?
is MR. HALLAM: Mr. Supnik didn't bring documents
20  to this deposition. I brought them and produced them
21  on his behalf.
122 MS. HOLLAND: I'm just asking Mr. Supnik.
23 Q. Did you bring that with you today?
24 A. Did I bring an office action with me?
25 No, I did not bring an office action with me.
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entitled to know what business records Mr. Supnik has
since his intent is at issue in this case.

MR. HALLAM: T'll give you all the Bates stamp
numbers of all the documents that we produced in the
District Court litigation, and then you can do your
homework and see what you've already got in your
file.

I'm not obligated to do that homework
for you.

MS. HOLLAND: That's not the way this works.
But I've heard --

MR. HALLAM: Apparently it works whichever way
you and Mr. Mandell decide, one day at a time, that
it's to work.

I'm sorry. But I make stipulations
with opposing counsel, and I expect them to keep to
their word. Especially when they file with the TTAB
in the form of a pleading. That's how it's supposed
to work, Ms. Holland.

MS. HOLLAND: I'm just going to move on.

Q. Referring to Page 27, Mr. Hallam
refers to,

Our first sales anywhere of the DVD of
the Best of Route 66 Television Series at the
Route 66 Rendezvous on September 15th, 2005.

1 Q. And you didn't bring your response to

2 the January office action with you either?

3 A. No. Personally, no.

4 Q. And neither did your attorney?

5 MR. HALLAM: Objection; no foundation.

6 BY MS. HOLLAND:

7 Q. Did he?

8 A. Idon'thave... I don't know whether

9  hedid or didn't.

10 MR. HALLAM: I suggest you go back and look at
11  the thousands of pages of documents that were

12  produced to you in the District Court litigation.

i3 MS. HOLLAND: I suggest that we have the right
14  to Mr. Supnik’s files in response to a subpoena that

15 wasserved on him.

16 MR. HALLAM: I don't believe that you do. And
17  Thave stated my reasons why.

i8 MS. HOLLAND: I have stated our position, too.
19 I'm exploring what other documents are

20  out there. I'm entitled to do that.

21 And if you could identify them and

22 just describe them particularly, where I'm supposed
23  to find them, maybe that would be a sufficient meet
24  and confer.

25 But you can't do that, and I am still

Page 163
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Do you see that?

A. Yes.

Q. Did he send you any samples or
specimens of the DVDs that he says were sold at that
rendezvous?

A. Idon'trecall.

Q. And then he says the first sales of
interstate commerce via web and Amazon were on

September 19th, 2005.
Do you see that?
A.  Yes.

Q. Do you know if he sent you any
documents or records of any kind reflecting those
sales?

A. lden'trecall

MR. HALLAM: You've got tons of that in your
files, Ms. Holland, that were produced in the
District Court proceeding, that you obviously choose
to ignore, making frivolous allegations.

BY MS. HOLLAND:

Q.  Itsays in this e-mail that Stephanie
will send you a couple of samples of the packaged
Route 66 DVDs.

Do you know if you received those?

A. Treceived packaged DVDs. Idon't
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Page 166 Page 168
1  know if they were these. 1 entertainment services, namely,
2 Q. And you still have those at your 2 title of an ongoing television
3 office, in the files? 3 series to Entertainment in the
4 A. Ihave one packaged DVD at the office 4 nature of on-going television program
5 and one set of the packaged DVDs opened at home. 5 in the field of drama, action and
6 Q. Okay. On Page 28 of Exhibit 11, 6 adventure. Please confirm whether
7  responding to Mr. Hallam's e-mail, you say. 7 or not distribution is of your own
8 "] think that it is worth 8 show, or if it is distribution of
9 the effort to do some research and 9 the series for others. If not for
10 use the earlier date some 25 years 10 others, then distribution needs to
11 ago, since it is very difficult to 11 be deleted."
12 later allege an earlier date of use 12 So let me break this down here.
13 if necessary." 13 Why did you describe it as an ongoing
14 Do you recall what you were referring 14  television program?
15  to there? is5 A. That was probably a request in an
16 A. Imean, I don't specifically recall 16 office action, I would think.
17  this e-mail. But, you know, obviously I sent it, 17 Q. And what is an ongoing television
18  yes. 18 program, in your mind?
19 Q. Okay. Were you asking Mr. Hallam to 19 A. A television program that has more
20  do research to determine the first or earliest date 20  than one episode.
21  that the ROUTE 66 television series was sold on VHS? {21 Q. Even if it stopped being filmed 40
22 A. I'm not sure specifically what I was 22  years before you filed the application, it's still
23  referring to. But I did want the first... I did 23  ongoing?
24  want to get the earliest date of first use that we 24 A. It was ongoing at one time. And the
125  could reasonably allege. 25 fact that the broadcast of new episodes stopped does
Page 167 Page 169
1 Q. And that would have been first use by 1 not necessarily mean that it's not ongoing.
2  Bert Leonard or his company Sony? Is that what you 2 Q. So programs that stopped having new
3  were referring to? 3  episodes many years ago can still be ongoing
4 A. Let'ssee. Well, this is for Class 9, 4  television programs, in your mind?
5  so probably so. 5 A. In my mind.
6 Q. Okay. On VHS? 6 The problem with this Class 41 in
7 A. Probably so. 7  reference to titles is that there is no good
8 Q. Allright. Okay. Looking at Page 33 8  explanation in the TMEP as to what this is all about.
9  of Exhibit 11. And I believe we previously marked 9 And I have not been able to find any
10  this as well, as Exhibit 4. So we're now looking at 10  good definitive answer to these types of questions.
11  what was also marked as Exhibit 4 in this depesition. 11  FEither for Class 41 or Class 9.
12 Okay. So your e-mail -- 12 Q. Okay. And then you ask Mr. Hallam to
13 THE WITNESS: Can we take a break? 13  counfirm whether the distribution is of your own show
14 MS. HOLLAND: Oh, sure. Of course. 14  orifitis distribution of the series for others.
15 (WHEREUPON A RECESS WAS HELD 15 Why did you ask for that
16 FROM 3:52 P.M. TO 3:56 P.M.) 16 clarification?
17 BY MS. HOLLAND: 17 A. Probably... And I don't know the
18 Q. So going to Page 33 now, in 18  answer to this, because I don't have the office
19  Paragraph 2 of your e-mail there, your July 17th, 19  action in front of me.
20 2006 e-mail to Mr. Hallam, you say, 20 But a common rejection is, when you
21 "With respect to the 21  have "distribution" in the application, the examining
22 application in class 41 for 22 attorney will often say: Is this distribution for
23 entertainment services, I plan to 23  yourself or is it for others?
24 submit an amendment changing the 24 Just as in Class 35, they'H ask: Are
25 identification of goods from 25  you doing your own advertising or you're doing it for
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1 others? 1 MS. HOLLAND: Page 35, at the bottom.
2 If you're doing advertising for your 2 MR. HALLAM: Thank you.
3 own product, if you're distributing your own product, 3 MS. HOLLAND: And I'm just noting that this
4  you're not providing a distribution service and 4  was previously marked earlier as Exhibit 5 to this
5  therefore it doesn't belong there. 5  transcript as well.
6 Q. So do you know if Roxbury 6 Q. So after going over the prior e-mails,
7  Entertainment was distributing the television series 7  is your recollection refreshed about your discussion
8  for itself or for others? 8  with the examining attorney, that's referenced on
9 A. My impression was it was really 9 Page35?
10  probably distributing it for itself, and therefore I 10 A. Iecan't tell you whether or not it's
11  thought the thing to do was to delete it from the 11  completely refreshed. In other words, I don't have a
12  application. 12  specific recollection of that discussion.
13 Q. Do you know whether Roxbury 13 But it seems entirely likely that this
14  Entertainment had the right to license ROUTE 66 for 114 is an e-mail that I sent, and that based on this
15  broadcast television in the United States back in 15 e-mail, I had a conversation with the examining
16 2006? 16 attorney about this subject.
17 A. My impression was that it did, based 17 Q. Okay. And then, as a result, you
18  on general conversations with Mr. Hallam. 18  asked her -- the examining attorney - to drop the
19 Q. And Isaid broadcast television. But 19 "distribution services' from the description?
20  would that same understanding apply to any medium? 20 A. Yes.
21 A. Iwould think that when you're saying 21 Q. And what's the import of dropping
22  broadcast television, I would think it would include 22  "distribution services" from the description?
23  broadcast, cable and syndication. 23 A. Ifyou haven't used a particular
24 Q. Mr. Hallam responds, at the top of the 24  service in an application, it shouldn't be there.
25  page, 33, 25 Also, it's possible the distribution
Page 171 Page 173
1 "... I further confirm that 1  might have been in a class other than Class 41. It
2 Roxbury Entertainment OWNS the 2  might have been Class 35, for example.
3 entire 116 episode television series 3 I don't know the answer to that
4 Route 66." 4  offhand.
5 Did that answer your question about 5 Q. Allright. Just for the record, on
6  whether distribution was of its own show or of the - 6  Page 42, that is'a trademark principal register for
7  series for others? 7  ROUTE 66, registration number 3,189,543,
8 A. ' My sentence immediately following, 8 Correct?
9  especially that they really weren't distributing for 9 A. Yes.
10  others, they were just distributing on their own 10 Q. And that shows that the mark has been
11  behalf. 11  registered for pre-recorded DVDs and videocassettes
12 Q. And that understanding was based on 12 featuring drama, action and adventure, in Class 9.
13  Mr. Hallam's statements to you? 13 Correct?
14 A. Statements to me and, for example, 14 A. Yes.
15  probably that e-mail. 15 Q.  And this is for the word mark only?
16 Q. Okay. In writing and verbally? 16 A, Yes.
17 A. Probably. 17 Q. And then, moving ahead to Page 47,
18 Q. Okay. And new we get to what we 18  Page 47 of Exhibit 11 is the service mark principal
19  previously marked as Exhibit 5, and that reference to (19 register for ROUTE 66 for entertainment services,
20  the conversation with the examining attorney about 20  pamely, entertainment in the nature of an ongoing
21 Class 41 and distribution. 21  television program in the field of drama, action and
22 Do you see that? 22  adventure television production services, in
23 A. Yes,Ido. 23 Class4l1.
24 MR. HALLAM: I'm sorry. You're looking now, 24 Right?
25  just for reference... 25 A. Yes.
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1 Q. And then, again, it's for a word mark, 1  attachments which are not attached. 14 pictures,
2 correct? 2 JPG.
3 A. Yes. 3 Do you see that?
4 Q. Do you know if the mark is still being 4 A. Yes.
5 used in connection with an ongoing television series 5 Q. Do you know if you retained copies of
6 as of today's date, 2011? 6 those attachments?
7 A.  Well, I guess it goes back to the -7 A. It's possible.
8  definition of what you mean by "being used." 8 Q. Where would you look to find out?
9 You mean is it currently being... Is 9 A. I'dlook on my computer.
10  the show currently being broadcast or distributed... 10 Q. Do you have a special file for your
11  Let's try that again. 11  work on ROUTE 66 registrations on your computer?
12 Is the series being broadcast, cable 12 A. Ihave a file for Roxbury on my
13 cast or used either in the United States or outside 13  computer, yes. '
14  the United States today? 14 Q. Did you review that file in
15 And the answer is: I don't know. 15 preparation for your deposition today?
16 MR. HALLAM: You haven't seen it on your local 16 A. I might have simply clicked to see
17  TV? You're not looking carefully. 17  what was there, but I didn't open up anything.
18 THE WITNESS: I don't watch a lot of 18 Q. Okay. Did you send any of the
19 television. 19 documents in that file to Mr. Hallam?
20 MS. HOLLAND: They keep adding channels. Is 20 A. Idon't recall doing so.
21 it on somewhere? 21 MR. HALLAM: If you look in your file from the
22 .  MR.HALLAM: It's on over 500 stations around 22  production in the District Court case, you will find
23  the country. 23  that we produced those.
24 MS. HOLLAND: Ihaven't been looking. 1 24 MS. HOLLAND: I mean, again, we're entitled to
25  haven't looked for it either. I should look for it. 25  get a production so that I can tell it's from
Page 175 Page 177
1 MR. HALLAM: But I can't tell you what time 1 Mr. Supnik's office. Ineed to be able to
2  or, you know, what day. 2  distinguish the source of records.
3 MS. HOLLAND: TI'm just looking to see if you 3 And the fact that I have one copy of
4  attached or provided the final registration with 4  something somewhere doesn't satisfy that requirement.
5 these documents. And I don't see it, but I know we 5 And I don't know whether I have these
6  have that. Ijust have a copy of it. 6  ornot, but assuming that we do have some version
7 Q. ButIdo see a cover letter, document 7  somewhere, I'm still entitled to know what's in
8 587 ' 8  Mr. Supnik's files, and I'm entitled to get a
9 A. Isee that -- oh, no. I was looking 9  response to a business records subpoena from
10 ata cover letter. A different one. 10 Mr. Supnik.
11 Q. Document 58 references a trademark 11 MR. HALLAM: And, again, I don't believe that
12  registration registered September 11, 2007 for 12  you are, because Mr. Mandell very clearly, in an
13 ROUTE 66, in Class 9. 13  agreement that was confirmed to the TTAB ina
14 A.  Yes. 14  pleading, said that discovery has been concluded, we
15 Q. Is that the registration that relates 15  are going to be limited to the discovery taken in the
16 to the motion picture film series? 16  District Court case, and we have given you more than
17 A. Actually, I don't know offhand. 17  you are entitled to today.
18 Because we had the two Class 9 applications. 18 MS. HOLLAND: I don't think one deposition
19 Yeah, that would be for the film 19  with an incomplete document production is more than
20  series. 20  we're entitled to.
21 Q.  So the film series registration issued 21 MR. HALLLAM: It has to do with duplication of
22  September 11th, 2007? 22 all the discovery. I know you would, but that is not’
23 A.  According to this, yes. 23 what Mr. Mandell agreed to.
24 Q. Okay. Looking at Page 62 -- well, 61 24 MS. HOLLAND: No, we didn't. We didn't depose
25 and 62 - it's another e-mail, and it references some 25 Mr. Supnik before. We never received his files.
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Page 178 Page 180
1 That's all we want. 1 BY MS.HOLLAND:
2 MR. HALLAM: Your choice, Counsel. Your 2 Q. What we've marked as Exhibit 12 is the
3  choice. That was your choice not to subpoena 3  Answer to the Amended Consolidated Petition to
4  Mr. Supnik in the District Court proceeding. 4  Cancel, and it's signed by Paul D. Supnik.
5 And I'm sure you have an explanation 5 Do you see that, Mr. Supnik?
6  of why tactically you chose not to, but... 6 A. Yes.
7 MS. HOLLAND: We didn't think you were going 7 Q. Did you draft this document?
8  to use him as a witness. That's why. Because you 8 A. Idon't believe so.
9  didn't disclose him. That's why. 9 Q. Do you know who did?
10 We knew Mr. Supnik existed, of course, 10 A. My assumption is it was Mr. Hallam.
11 justlike we knew you as counsel existed. But we 11 Q. But you know you didn't draft it?
12  didn't know he was going to be a percipient witness 12 A. No.
13  until you submitted his declaration in support of the 13 Q. Correct?
14  summary judgment briefing. 14 A. Correct.
15 MR. HALLAM: You chose to hide your head in 15 Q. Okay. Well, you have just saved
16  the sand. You knew he was a key witness. You were 16 yourself and me 20 pages of questions, I think, based
17  given declarations for Mr. Supnik. You said he was 17  on this document. But let's look at the affirmative
18  the attorney who handled all the trademark 18  defenses at the end, which begin on Page 25.
19  applications and all the communications with the 19 Okay. As one of the counsel of record
20  examining attorney. 20 in this case, I would like for you to let me know
21 You were given that in the initial 21  what facts you believe support the first affirmative
22 stages of the litigation. And yet you chose not to 22  defense, which is that Petitioner's Amended Petition
23 take his deposition or subpoena documents from him. 23  to Cancel fails to state a claim upon which relief
24 MS. HOLLAND: We're subpoenaing documents and 24  can be granted.
25  taking his deposition now, as is our right. 25 MR. HALLAM: I am going to instruct the
’ Page 179 Page 181
1 MR. HALLAM: Well, you waived that right when 1  witness not to answer, to the extent his answer will
2  Mr. Mandell entered into that stipulation which was 2  disclose communications with me on the
3  confirmed in a pleading with the TTAB. And I've 3 attorney/client privilege basis, and advise the
4  heard nothing to explain that away. 4  witness that Ms. Holland is now asking a question
5 MS. HOLLAND: If anything, the stipulation was 5  which, seems to me, is calling for your work product.
6  designed to avoid duplicative discovery. 6 And all the rest of the questions that
7 This is not duplicative discovery. 7  she is going to ask you, based on my previous
8  This is a different witness, and possibly different 8  experience with Ms. Holland, are going to all
9  documents, and it will probably be easier just to 9 likewise ask you for your work product; that is, your
10  produce them since they're probably limited in volume 10  opinion or view as to what facts and what legal
11 than it would be to brief it and wait for a ruling. 11  theories support this, that, or the other defenses.
12 MR. HALLAM: I think we produced everything 12 All of which clearly call for your work product.
13  either in the District Court litigation or today. 13 And on that basis, I would advise you
14 MS. HOLLAND: I have no way of verifying that, 14  that you need not answer the question.
15  Mr. Hallam, unless I have Mr. Supnik's file to 15 MS. HOLLAND: Okay. Well, I'm just going to
16  compare to the prior production. I have no way of 16 refer back briefly to the records. And then if
17  verifying that. I certainly can't do it with the 17  you're going to instruct him on all of these
18  documents that you gave me today. 18 defenses, we can shortcircuit this.
19 All right. I'm marking as Exhibit 12 19 But in Exhibit 9 --
20 the Answer to the Amended Consolidated Petition to 20 MR. HALLAM: Well, I advised him that... I
21  Cancel in this case. 21  didn't instruct him not to answer. I instructed him
22 (THE DOCUMENT REFERRED TO WAS 22 notto answer, to the extent that his answer would
23 MARKED AS EXHIBIT 12 AND IS 23  disclose any communications with me on the
24 BOUND UNDER SEPARATE COVER) 124  attorney/client privilege.
25 25 I advised him that I feel your
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Page 182
1 question is calling for his work product, but that's 1 And if you want to ask him on specific
2 his privilege to assert. 2  matters that he's been designated as testifying on
3 MS. HOLLAND: Okay. Well, he's been 3 and ask specific questions, then that's fine.
4  identified as a witness with knowledge about the 4 But when you ask him to tell you all
5  rules and guidelines in connection with the Patent & 5 the facts supporting all the affirmative defenses,
6  Trademark Office and the TTAB, specifically but not 6  what you're doing is the same thing that you
7  limited to the Trademark Manual of Examining 7  attempted to do with me in the District Court case,
8  Procedure of the TMEP, which will refute Petitioner's 8  which is to delve into, in this case, Mr. Supnik’s
9 claims at issue. 9 opinions, legal understanding, or his opinions and
10 So that's a quote from your 10 conclusions with respect to affirmative defenses.
11  Registrant's initial disclosures, which we've marked 11 And to ask it in a catch-all way, just
12  as Exhibit9. 12  asking him to dump all of his work product onto the
i3 So Mr. Supnik's been designated as 13 table, and I don't think he should do that. I would
14  someone who is going to refute Petitioner's claims, 14  certainly advise him not to do that.
15  and I just want to explore the scope of that 15 If you want to ask him specific
16 testimony. And I was going to use the affirmative 16 questions, again, about specific issues that are
17  defenses as the framework to do that. 17 related to the applications and the issues in this
18 MR. HALLAM: That's not what the initial 18 proceeding, please do so.
19  disclosure says he's going to testify to. It doesn't 19 But not in a catch-all: Give me all
20  say he's going to testify in support of each 20  of your opinions and conclusions as a lawyer with
21  affirmative defense and provide all of the opinion 21  respect to an affirmative defense. That's not
22  testimony or factual evidence supporting affirmative 22  appropriate.
23  defenses. 23 MS. HOLLAND: Okay. So we've got our
24 It specifically says what he is going 24  respective positions. We disagree. Et cetera. I'll
25  to testify to on those subject matters. And you're 25  just ask some questions and see how far we get.
Page 183 ’ Page 185
1  more than welcome, as I think you have been, to ask 1 Q. The first affirmative defense is:
2  him questions pertaining to those specific subject 2  "Petitioner's Amended Petition to Cancel fails to
3 matters and specific questions. 3  state a claim upon which relief can be granted."
4 But when you just ask him in general: 4 Do you see that?
5 "Give me all the facts supporting the second 5 A.  Yes.
6 affirmative defense," you are asking counsel of 6 Q.  And this is, again, on the answer that
7  record in this petition to provide you with their 7  you signed, right?
8  work product. 8 A. Yes.
9 MS. HOLLAND: All right. I'll ask my 9 Q. Do you have any factual information to
10  questions and you can object or instruct, as is your 10  support that affirmative defense?
11  right, and we'll disagree where we need to. 11 And for all of these questions, please
12 But you've designated him as someone 12 exclude atterney/client privilege or work product.
13 who is going to refute our claims, and I need to 13 MR. HALLAM: Again, I would instruct you, to
14  explore the scope of the testimony that he's going to 14  the extent that your answer would disclose any
15 provide on that issue. 15  communications with me and based on attorney/client
16 If you want to withdraw that 16 privilege.
17  designation, that's something that we can consider. 17 And I would advise you, with respect
18 ButIneed to know what he's going to testify about. 18  to the question in general, that it clearly calls for
19 MR. HALLAM: Again, the disclosure does not 19  your work product, and it is your determination
20  say and you cannot show me where it says that he is 20  whether or not to disclose your work product. But
21  going to provide testimony to support all of our 21 youneed not.
22  affirmative defenses. 22 THE WITNESS: Well, I think it's a two part.
23 MS. HOLLAND: It didn't say that. 23 First, on advice of Counsel, I will
24 MR. HALLAM: No, it doesn't. It says he is 24  not disclose work product in responding to this.
25  going to testify on specific matters. 25 Second, I don't even have, clearly in
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1 my mind, Petitioner's petition to cancel at the 1 refusing to answer.
2  present time. 2 Q. Okay. The second affirmative defense
3 So it's a little difficult for me to 3 alleges that Petitioner, my client, lacks standing
4  respond, even if I was not disclosing work product. 4 under applicable provisions of the Lanham Act as it
5 MS. HOLLAND: Okay. Well, I only marked the 5 lacks a real interest in the outcome of this
6  answer because it actually repeats the whole petition 6 proceeding and a reasonable belief of damage,
7  to cancel verbatim. 7 et cetera.
8 But I'll mark as Exhibit 13 the 8 Did you draft that language?
9  Amended Petition to Cancel, just for clarify. 9 A. Idon't believe so.
10 (THE DOCUMENT REFERRED TO WAS 10 Q. Do you have any understanding of what
i1 MARKED AS EXHIBIT 13 AND IS 11 it means to have standing to assert a cancellation
12 BOUND UNDER SEPARATE COVER) 12  claim in the trademark trial and appeal board?
13 THE WITNESS: Well... 13 MR. HALLAM: Same objection. Same instruction
14 MS. HOLLAND: So now you have the Amended 14  and advice. It clearly calls for work product, and
15  Petition to Cancel in front of you. I know you 15 nothing more.
16 haven't read the whole thing, because not enough time 16 THE WITNESS: That's a foundational question.
17  has elapsed for you to do that. 17  TI'll answer it.
18 Q. Do you have any facts supporting the 18 And, in some situations, probably.
19 first affirmative defense? 19 MS. HOLLAND: Okay.
20 MR. HALLAM: Again, I'm going to restate my 20 Q. What is your understanding of the
21  objection and my instruction and my advice. 21  elements of standing for asserting a cancellation
22 Asking that question is not asking 22 claim?
23 Mr. Supnik for him to testify as to facts on which he 23 MR. HALLAM: Same objection, instruction, and
24 is a percipient witness. And that is the only basis 24 advice.
25  on which Mr. Supnik is here before us today. 25 You need not answer it if you don't
Page 187 Page 189
1 You're asking him as a lawyer who is 1  care to disclose your work product.
2 co-counsel in this petition or in opposition to this 2 THE WITNESS: I will not answer.
3 petition to give all of his legal theories and 3 BYMS.HOLLAND:
4  opinions, and the facts supporting those legal 4 Q. On the grounds of work product?
5 theories and opinions that support the affirmative 5 A. Work product. Yes.
6  defenses. 6 Q. Allright. And the third affirmative
7 And that is wholly inappropriate. It 7  defense refers to Federal Rules of Civil Procedure
8  has nothing to do with specific questions of a 8  9(b) and the Bose decision.
9 percipient witness. You're just trying to pry into 9 And it states that Petitioner's
10 the legal opinions and conclusions of counsel of 10 cancellation claims based on alleged fraud fail to
11 record. 11 set forth with sufficient particularity allegations
12 And you know, as well as I do, that 12 of fraud and mistake and special damages.
13  thatis not appropriate. 13 A. The same response.
14 And I would advise Mr. Supnik that it 14 Q. Same response of no answer?
15  is certainly within his prerogative to assert the 15 A. That's correct.
16  work product privilege and not to answer those types 16 Q. Allright. Again, based on work
17  of questions. 17 product and attorney/client privileges?
18 BY MS. HOLLAND: 18 A. Yes.
19 Q. Are you refusing to provide the facts 19 Q. Can we agree that your response would
20  supporting the first affirmative defense? 20  be the same, and the same refusal to answer, as to
21 A. I am refusing to disclose work 21 the fourth, fifth, sixth, seventh, eighth and
22  product. 22 ninth affirmative defenses?
23 Q. So you're refusing to answer my 23 A. Yes.
24  question? 24 MR. HALLAM: If you asked him the same kind of
25 A.  That particular question, I am 25  general question: What facts support that
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1  affirmative defense? 1 And you have spent the last eight
2 Or if you asked him specific questions 2 hours delving in to those specific questions where
3 calling for his percipient knowledge relating to any 3 the witness has percipient knowledge. And we have no
4 of these affirmative defenses. That's the 4  objection to that.
5  distinction I'm trying to get across here. 5 But it's where you just choose to ask
6 MS. HOLLAND: The witness said "Yes," and I'm 6  him questions as the counsel of record in this
7  trying to shortcircuit this. 7  proceeding as to what, all facts and legal theories,
8 I've asked the question three or four 8  he has that support that affirmative defense.
9  different ways. I get the same diatribe from you, 9 That's not asking for percipient
10  the same speaking objections that I've asked you not 10 testimony.
11  to keep making. 11 And really, break them down and go
12 MR. HALLLAM: And I've asked you not to ask 12 through the allegations. But I think that's what
13  absurd questions calling for work product, but you 13  you've been doing the last eight hours. And ask him
14  continue to do it, even though you sat there at the 14  where he was involved. Where he has percipient
15 table of the deposition of Larry Sutton and made the 15  testimony and firsthand knowledge. Not his theories.
16  work product objection and instruction 147 times. 16 MS. HOLLAND: I didn't ask him his theories.
17 You sit here now, before me, and you 17 And we haven't been here for eight
18  continue to ask questions calling not for any 18  hours. We started after 10:00 o'clock. We took an
19 percipient testimony, but for the work product of the 19  hour lunch break. And it's only 4:30 right now,
20  co-counsel in the case. 20  so..
21 So, you know, don't tell me what 21 MR. HALLAM: Well, I got here at 8:59, and I
22 you've asked me not to do. I've asked you repeatedly 22 have proof of that. My parking ticket.
23 notto do that. But you insist. 23 MS. HOLLAND: So...
24 I'm just trying to make it clear for 24 MR. HALLAM: And my client was here already,
25  therecord, my objections and my instructions are not 25  waiting for me, so...
Page 191 Page 193
1 thesame. Idon't have that objection or instruction 1 MS. HOLLAND: Right. But the testimony has
2 oradvice if you were to ask specific questions 2 been less than six hours. And the delay at the
3 calling for this witness' percipient testimony; that 3 beginning was because you provided documents that I
4 is, testimony about facts that he has firsthand 4  wanted to be able to copy, so we could move this
5 knowledge of. 5  thing as quickly as possible.
6 But when you ask him to give you all 6 Q. Do you have an understanding of the
7  the theories that his client puts forth in support of 7  equitable doctrine of unclean hands?
8  an affirmative defense, that's clearly work product 8 MR. HALLAM: Objection; calls for work
9  and not percipient testimony or anything on which you 9  product, and I would advise you you need not give
10  have aright to inquire. 10  your opinion or conclusions on that legal subject.
11 MS. HOLLAND: I think you've designated him as 11 THE WITNESS: I decline to respond, on the
12 aperson with knowledge about our compliance with 12 ground of work product.
13  rules and guidelines. 13 BY MS. HOLLAND:
14 He's certainly designated with respect 14 Q. You understand that part of the
15  to refuting our allegations of fraud, and I'm now 15  petition to cancel is based on allegations that the
16  going affirmative defense by affirmative defense to 16  marks were not in continuous use and have been
17  identify any facts that he may know and may be 17  abandoned.
18 testifying to, and you're not allowing him to answer. 18 Are you familiar with those
19 And it's not the way I'm asking the 19  allegations?
20  questions, Mr. Hallam, it's that you don't -- 20 A.  Vaguely.
21 MR. HALLAM: No, itis. It is, Counsel. 21 Q. Do you have an understanding of what
22 MS. HOLLAND: -- want me to explore this area. 22 it means to abandon a trademark, in the legal sense?
23 MR. HALLAM: You were permitted to ask him 23 MR. HALLAM: Again, I would state the same
24  specific questions about specific allegations of 24  objection, and advise you that you need not disclose
25  fraud. 25  your work product if you don't care to.
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1 THE WITNESS: I will abide by that. 1  conclusions as a lawyer.
2 BY MS. HOLLAND: 2 MS. HOLLAND: I think we've got a record on
3 Q. And you're not going to answer that 3 that.
4  question? 4 Q.  Just to wrap up, do you have any
5 A. That's right. 5  personal knowledge that Roxbury or Cloudstreet
6 MR. HALLAM: If you want to ask him that 6  produced a motion picture film series, under the mark
7  question reflecting his state of mind at the time 7  ROUTE 66, as of May 22nd, 2007?
8  that he filed something, so it's percipient 8 A. I'm not aware that Cloudstreet
9 knowledge, please... 9  produced a television film series other than the
10 MS. HOLLAND: I think -- . 10 existing television film series from the '60s.
11 MR. HALLAM: That's what we're here for. 11 Q. Okay. And do you have any personal
12 MS. HOLLAND: I think I want to ask the 12 knowledge that Roxbury or Cloudstreet produced a
13 question I'm asking. 13 motion picture on film, under the ROUTE 66 mark, as
14 MR. HALLAM: And I'm going to continue to 14 of May 22nd, 2007?
15 state the objections where they're appropriate. 15 A.  Say that again.
16 But I do want the record to be clear, 16 Q. Do you have any personal knowledge
17  we have no problem with you asking him questions 17  that Roxbury or Cloudstreet produced a motion picture
18  about his state of mind when he filed those 18 on film, under the ROUTE 66 mark, as of May 22nd,
19 applications and when he prosecuted those 19 20077
20  applications, and even where they involve legal 20 MR. HALLAM: Objection; asked and answered.
21  concepts. 21 THE WITNESS: The answer is: No.
22 Because that's his percipient 22 BY MS. HOLLAND:
23  knowledge that's relevant to these proceedings. Not 23 Q. Do you have any personal knowledge
24  his opinions as co-counsel in defending this against 24 that Roxbury or Cloudstreet was using ROUTE 66 on
25  this cancellation petition. 25  DVDs as of July 14th, 2006?
Page 195 Page 197
1 BY MS.HOLLAND: 1 A. Idon't recall specifically the date,
2 Q. Are you aware that Registrant has 2 but my understanding was that they were using the
3 alleged that Petitioner, my client, has made 3 mark in connection with DVDs somewhere in that time
4  knowingly false assertions and contradictory 4  frame. But I'm not sure what it is.
5  allegations regarding Registrant's date of first use 5 Q. And your understanding is based on
6  in connection with the sale of DVDs? 6  what?
7 MR. HALLAM: Say that again. I'm sorry. 7 A. Communications with Mr. Hallam and
8 BY MS. HOLLAND: 8  probably the e-mails that we've seen here.
9 Q.  Are you aware that the Registrant, 9 Q. Which were also communications from
10  Cloudstreet/Roxbury, claims that my client, 10  Mr. Hallam, correct?
11 Penthouse, has made knowingly false statements about 11 A.  Yes.
12 the date of first use in connection with the sale of 12 Q. Does the ongoing TV program
13 ROUTE 66 DVDs? Are you aware that Roxbury alleges 13  registration rely on any other television program
14  that? 14  other than the 116 episodes of the ROUTE 66
15 A. No. 15 television series that first aired in approximately
16 MS. HOLLAND: Let me just finish up on the 16 19607
17  rest of these. 17 A. Not to my knowledge.
18 I'm going to assume, based on your i8 Q. Okay. Do you have any personal
19  answer earlier, that any further questions about the 19  Kknowledge that the ROUTE 66 television show was being
20  affirmative defenses are going to result in 20  aired as of July 6, 2005?
21  instructions, so I'll move on to some other 21 MR. HALLAM: Was being aired?
22  questions. 22 MS. HOLLAND: Yes.
23 MR. HALLAM: Only if they're not specific 23 THE WITNESS: Telephone conversations with
24  questions calling for this witness' percipient 24  Mr. Hallam gave me the impression that somewhere it
25  firsthand knowledge rather than his opinions or 25  was.
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1 MS. HOLLAND: Okay. 1 Mr. Supnik so that he can go on his way.
2 Q.  But other than the information you 2 MS. HOLLAND: Okay.
3 received from Mr. Hallam, did you have any personal 3 MR. HALLAM: And we won't take any more of his
4  knowledge? 4 time.
5 A. No. 5 MS. HOLLAND: That's fine.
6 MS. HOLLAND: Allright. Let me just take a 6 And I will then ask you for
7  five-minute break. I'm probably finished. 7  Mr. Garland's address. We have not been able to
8 (WHEREUPON A RECESS WAS HELD 8  locate him, and we need to speak with him.
9 FROM 4:40 PM. TO 4:49 P.M.) 9 MR. HALLAM: And there is a lot of discovery
10 MS. HOLLAND: Back on the record. 10  issues we have. First and foremost, the stipulation
11 Our discovery cutoff is coming up in 11  of counsel, as we know it.
12 June, so what I'll propose with respect to this 12 MS. HOLLAND: Okay. Cathay, did you speak
13  transcript is we'll order an expedited copy. And our 13  with Floyd?
14  court reporter has told me she can get that done by 14 MS. SMITH: Idid. We are all good in
15  Friday. 15  Chicago.
16 And then we would like to have a 16 MS. HOLLAND: Okay. We're all good in
17  14-day turnaround on that, if that's possible, 17  Chicago.
18 instead of a 30-day turnaround. 18 So I'm reserving the right to continue
19 Would that be okay with you guys? 19  this deposition and ask additional questions when I
20 MR. HALLAM: Idon't know. Can I confer with 20.  get the documents from your files, Mr. Supnik.
21  my client and get back to you on that? I just don't 21 I'm concluding it for today. I'm
22  know with his time and my time. 22  leaving it open. I think we still have time on the
23 MS. HOLLAND: Yes. ' 23  seven hours, and because the documents aren't here
24 THE WITNESS: Oh, you mean in my reviewing it? 24  today, we can't conclude it in one day.
25 MS. HOLLAND: Yes, in your reviewing it. If 25 But if we need more time than that,
Page 199 Page 201
1 we get you the -- 1 we'll make that part of our request for relief to the
2 MR. HALLAM: Let's just you and I talk about 2  TTAB or the District Court. Wherever we need to go
3 that later. 3 and file that motion to compel. _
4 MS. HOLLAND: Okay. We'll table that for a 4 And with that, I have requested that
5 moment. 5  we agree to an accelerated review time for the
6 MR. HALLAM: There's going to be a lot of 6  transcript, since the discovery cutoff date is in
7  depositions taken in this case. 7 June.
8 MS. HOLLAND: And that's my other question. 8 MR. HALLAM: First of all, I do have some
9  We have two depositions noticed for next week, 9  questions.
10  Cloudstreet and yours, Mr. Hallam. 10 MS. HOLLAND: Oh, you have questions? All
11 Are you planning to appear for those? 11  right.
12 The 25th and 26th? 12 MR. HALLAM: Yes, I do.
13 MR. HALLAM: I'm not prepared to take up the 13 And there will be very few, based on
14  reporter's time to talk about this on the record, but 14  my understanding that in order to memorialize the
15 TI'll be happy to talk to you about it off the record 15 testimony for presentation at the trial with the
16  and after the deposition is concluded. 16 TTAB, we have to do this all over again, at some
17 MS. HOLLAND: Oh, we can go off the record 17 point. That is, take Mr. Supnik's deposition and ask
18 now. 18  him questions.
19 MR. HALLAM: I don't want to take Mr. Supnik's 19 But based upon that understanding, I
20  time for that. 20  only have a very few questions to, I think, address
21 MS. HOLLAND: I just need an answer today. 21  some issues on which there may have been some
22 MR. HALLAM: Okay. 22  confusion during the course of this deposition today.
23 MS. HOLLAND: Can you give me an answer when 23/
24  we go off the record today? 24 J/ff
25 MR. HALLAM: Yes. After we have finished with 25 ///
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1 EXAMINATION 1 A. It was proof that the mark was used in

2 2 connection with the sale of DVDs using the mark

3 BY MR. HALLAM: 3 ROUTE 66.

4 Q. Mr. Supnik, I would like you to look 4 Q.  And do you recall receiving an actual

5 at what's been previously marked as Exhibit 2, which 5  packaged DVD that had this artwork on it?

6 is your declaration in Support of Plaintiff's Motion 6 A, Iknow I have two DVDs with packaging.

7  for Summary Judgment, filed in the District Court 7 Now, if those DVDs are the same one, yes, unless

8  proceeding. 8  there was a subsequent DVD.

9 And specifically, the exhibit which is 9 I don’t recall.

10  attached thereto and is identified as Exhibit 1 to 10 Q. Allright. And when you submitted
11  your declaration. And it bears the numbers in the 11 this as a specimen of use in connection with the
12  upper right-hand corner of the page, 13 of 55 through | 12  amendment to alleged use for the Class 9
13  page -- what does that say — 19 of 55. 13  registration, did you understand that this was a
14 Can you tell us what this document 14  product or represented a specimen of a product that
15  which is Exhibit 1 within Exhibit 2 is? 15  was first sold in 20052
16 A.  Exhibit 1 is called an amendment to 16 MS. HOLLAND: Objection; leading. Lacks
17 - alleged use. Which is something that you would file 17  foundation. Assumes facts.
18 to prove to the trademark office that the mark has 18  BY MR. HALLAM:
19  actually been in use. 19 Q.  Well, if you would look at Page 18 of
20 Q. And would you look at the third page, 20 55, and on the left side, in the bottom, where it
21  which says Page 15 of 55 to your declaration. 21 says "ROXBURY ENTERTAINMENT COPYRIGHT 2005, do you
22 A. Yes. 22  remember seeing that at the time you submitted this
23 Q. Can you tell, from anything on this 23 specimen of use?
24  page, when this document was submitted to the PTO? | 24 MS. HOLLAND: Objection; leading. Assumes
25 A. Well, let's see. It's between 25  facts.
Page 203 Page 205

1 July 14, 2006 and July 17, 2006. 1 THE WITNESS: I don't have a specific

2 But let me see if I can... Okay. 2 recollection of looking at that copyright note. But

3 Transmission date is July 14, 2006. 3 Iwould have been surprised if I didn't.

4 Q. Okay. And if you would, please, look 4 I mean, when I get a specimen to send

5 at Page 18 of 55 to your declaration, which is 5  in to the trademark office, I usually look at it

6  Exhibit 2. 6  reasonably carefully. And there wasn't that much to

7 A.  Yes. 7 it. SoIwould think that I would have seen that.

8 Q. Can you tell us what this is? 8 MR. HALLAM: Okay.

9 A. Itis a DVD packaging and insert. And 9 Q. And when you prepared the application
10  thatis the thing that goes between the plastic on 10 for Class 41, television services for the ROUTE 66
11  the outside of the DVD box, and it's inserted, and it 11  mark, it contained certain allegations of prior use
12 basically tells you what is inside, and it's 12  of the mark in connection with television services?
13  essentially the packaging. Exterior packaging. 13 MS. HOLLAND: Objection; leading. Assumes
14 Q. And did you submit those pages, 18 and 14  facts. Lacks foundation.

15 19 of 55, as specimens of use for this amendment to 15 THE WITNESS: I didn't understand what the

16 alleged use? 16  questionis.

17 A. Well, Idon't have a specific 17 MR. HALLAM: Okay.

18 recollection of submitting two copies of this. 18 Q. Do you recall being asked questions by

19 Because there is a Page 18 and 19. 19  Ms. Holland about whether the mark, ROUTE 66, was in
20 But based on the amendment to alleged 20  continuous use in the 1960s and '70s in connection

21  use, it essentially refreshes my recollection that I 21  with the Class 41 application in television services?
22  must have submitted a JPEG of this particular image 22 A.  Yes.

23  to the trademark office. 23 Q. Did you have an understanding — any

24 Q. And what did you understand that this 24  understanding — at the time that you submitted the
25  image represented, as far as a specimen of use? 25  application for the Class 41 mark for ROUTE 66 as to
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1 whether there had been continuous use since 1960? 1  conclusion and calls for an expert opinion.
2 A. Idon't think it mattered so much. 2 MR. HALLAM: I'm just asking you for your
3 MS. HOLLAND: Move to strike; nonresponsive. 3 Dbelief at the time that you submitted or that you
4 BYMR. HALLAM: 4  prepared the application.
5 Q. Was it your opinion or your belief, 5 THE WITNESS: At the time, my sense was that
6  when you submitted the application for the Class 41 6 the overall collection of facts, whatever they might
7  television services mark, that whether or not there 7  be, was sufficient to file an application for
8  had been continuous use was material or immaterial to 8  Class 41, based on actual use.
9  the PTO in issuing the mark? 9 BY MR. HALLAM:
10 MS. HOLLAND: Leading. Calls for an expen 10 Q.  And at the time that you filed the
11  opinion. Assumes facts. 11  application for the Class 41 mark for television
12 THE WITNESS: My understanding was that the 12  services, did you have a belief or opinion as to
13  application required use. But it didn't require 13  whether abandonment of the mark or potential
14  continuous use from the date of first use alleged in 14  abandonment of the mark in the 1970s or '80s was a
15  the application. 15 material consideration to the PTO in deciding whether
16 It's not a basis upon which the office 16  to issue that registration?
17  would grant or not grant an application. 17 MS. HOLLAND: Leading. Calls for a legal
18 BY MR.HALLAM: 18  conclusion.
19 Q.  And, your understanding at that time, 19 THE WITNESS: Well, my sense was that there
20  what was the material basis with respect to a date of 20  were several aspects to that.
21  use or continuous use? 21 First, if there was an abandonment --
22 MS. HOLLAND: Leading. Calls for a legal 22  and I don't think there was -- if there was an
23  conclusion. Calls for an expert opinion. Assumes 23  abandonment, as long as the mark was being used prior
24  facts. 24  to the filing of the application, that would be okay.
25 THE WITNESS: My understanding is that the 25  And that was my sense of the situation.
Page 207 Page 209
1 mark needed to have some sort of use somewhat around 1 I don't think that there was an
2  the time that the application was filed. 2  abandonment, because I think as I mentioned before,
3 BYMR. HALLAM; 3 we've got an iconic television series. Frankly, you
4 Q. And was it your understanding at the 4  know, one of the top -- probably, at least in my
5  time the application was filed for the Class 41 mark 5 mind -- one of the top four or five television series
6  for television services that there was use at or 6  of the era; right up there with Twilight Zone and
7  before the time the application was submitted? 7  Hitchcock.
8 MS. HOLLAND: Leading. Calls for a legal 8 It was a really significant television
9  conclusion. 9  series. And the residual goodwill of that just
10 THE WITNESS: Well, my understanding based on 10  doesn't disappear.
11  my communication with you is that the mark had been 11 And my sense also is that that
12 in use, based on what I understood. 12 goodwill follows the owner of the series. The
13 And I think I had questioned you on 13  copyright and the series. That's where the goodwill
14  this. That the mark had been used in part based on 14  resides.
15  the fact that there was international licensing that 15 So that's my sense of that. That the
16  had been going on. 16 mark was existing at the time the application was
17 And that the mark shows it had been 17  filed.
18  distributed or, let's say, had been aired at various 18 MR. HALLAM: I have no further questions,
19  points in time after the 1960 date. 19 based on my understanding that, as I said, we will
20 BY MR.HALLAM: 20  have to do this all over again, to obtain
21 Q. And did you have a belief or opinion 21  Mr. Supnik's testimony for use at the trial in this
22 at that time as to whether that was the material 22  matter.
23  consideration for the PTO in issuing or not issuing 23 MS. HOLLAND: Okay. And I'm not going to
24  that registration? 24  follow up on those questions.
25 MS. HOLLAND: Leading. Calls for a legal 25 I've already stated that I just am
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1 leaving the deposition open pending the resolution of 1 If you don't want to stipulate that

2  the issues associated with the document production, 2  we're relieved of the obligation for Mr. Supnik to

3  and the instructions not to answer various questions 3  come and look at it at the court reporter's office, I

4 during my questioning that I think we're entitled to 4  guess I can't persuade you otherwise, but that

5  answers to. 5  certainly won't help expedite things. That's for

6 And then I'll reiterate my request 6 sure. .

7  that we agree to an expedited review of the 7 THE REPORTER: Do you want to go off for a

8  transcript. And I'm proposing a 14-day turnaround, 8 minute?

9  based on a transcript being prepared by Friday. 9 MS. HOLLAND: Yes. Let's go off the record.
10 Is that acceptable to you? 10 (DISCUSSION HELD OFF THE RECORD)
11 MR. HALLAM: Well, since you insisted on doing 11 MS. HOLLAND: So we've agreed to a
12 it on the record, and I want to do it off the record, 12  stipulation:

13  after Mr. Supnik is done... 13 The court reporter will be relieved of
14 MS. HOLLAND: I thought you needed to speak 14  her duties of retaining the original.
15  with him. 15 She will send the original to
16 I'm asking both of you, does 14 days 16 Mr. Hallam's office. My office has requested a copy.
17  work? Ifit doesn't, we can maybe agree to something 17 Mr. Hallam and Mr. Supnik will review
18 else. 18 it and will endeavor to get us their changes, if any,
19 MR. HALLAM: What is the rush, from your 19  within 14 days.
20  standpoint? 20 If I don't hear from you guys with
21 MS. HOLLAND: We have an order. I'll give you 21  changes or a request for an extension, we're going to
22  acopy. Ihave an extra copy. 22  assume that the transcript is final and it can be
23 MR. HALLAM: That's okay. 23  used for all purposes in this case.
24 MS. HOLLAND: It's just that the discovery 24 MR. HALLAM: Well, I didn't agree to that
25  cutoff date is June 10th. And since we need to make 25  stipulation. Isaid we will try to get it done in
Page 211 Page 213

1  amotion, we wanted to get the transcript finalized. 1 14 days. But we're not stipulating that you can use

2 And we'll make a motion with the 2  itif we don't.

3 transcript as it is, but we wanted to get it 3 And what I had suggested was you let

4  finalized sooner, so that we could get it on file and 4 us talk about it and get back to you on whether we

5  not at the last minute with the TTAB. 5  can get it done in 14 days.

6 MR. HALLAM: Well, I will take up your request 6 MS. HOLLAND: Okay. When will you be able to

7  with Mr. Supnik and get back with you on that. 7  get back to me on that?

8  Obviously Mr. Supnik's time and restrictions are a 8 MR. HALLAM: By tomorrow.

9  paramount concern, as well as mine. 9 MS. HOLLAND: All right. That's fine. Okay.
10 MS. HOLLAND: Okay. Then, I guess, if we 10 And then I think I've preserved my
11  can't agree to stipulate to what we do with the 11  record on all of that. And with that, I am happy to
12  transcript, that has ramifications for where the 12  conclude the deposition for today.

13  original resides, and you'll probably have to review 13 Thank you very much.
14 it at the court report's office or whatever happens 14
15  when people can't stipulate. 15 (AT THE HOUR OF 5:12 P.M.
16 MR. HALLAM: Well, you're holding that hostage 16 THE DEPOSITION WAS ADJOURNED
17  forusto agree? Which I said we will take into 17 SINE DIE)
18 consideration. 18
19 MS. HOLLAND: Usually people agree right now. 19
20  That's the thing. I don't know. You're here. Just 20
21 tell me how much time you need. 21
22 MR. HALLAM: We need to sit down and we need 22
23  to look at his calendar and my calendar over the next 23
24 14 days. And we will do that and get back to you 24
25  expeditiously. 25
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DECLARATION

1 HEREBY DECLARE I AM THE DEPONENT IN THE
WITHIN MATTER; THAT I HAVE READ THE FOREGOING
DEPOSITION AND KNOW THE CONTENTS THEREOF, AND I
DECLARE THAT THE SAME IS TRUE OF MY KNOWLEDGE EXCEPT
AS TO THE MATTERS WHICH ARE THEREIN STATED UPON MY
INFORMATION OF BELIEF, AND AS TO THOSE MATTERS, I
BELIEVE IT TO BE TRUE.

1 DECLARE UNDER THE PENALTIES OF PERJURY OF
THE STATE OF CALIFORNIA THAT THE FOREGOING IS TRUE AND
CORRECT.

EXECUTEDONTHE ____ DAY OF ,

2011, AT , CALIFORNJA.

PAUL D. SUPNIK
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I, KIMBERLY WILDISH, CSR NO. 8078, A
CERTIFIED SHORTHAND REPORTER FOR THE STATE OF
CALIFORNIA DO HEREBY CERTIFY:

THAT PRIOR TO BEING EXAMINED, THE WITNESS
NAMED IN THE FOREGOING DEPOSITION WAS BY ME DULY
SWORN TO TESTIFY THE TRUTH, THE WHOLE TRUTH,
AND NOTHING BUT THE TRUTH, PURSUANT TO SECTION NO. 2093
OF THE CODE OF CIVIL PROCEDURE;

THAT SAID DEPOSITION WAS TAKEN BEFORE ME AT
THE TIME AND PLACE THEREIN SET FORTH, AND WAS TAKEN
DOWN BY ME IN SHORTHAND AND THEREAFTER REDUCED TO
TYPEWRITING VIA COMPUTER-AIDED TRANSCRIPTION UNDER MY
DIRECTION;

IFURTHER CERTIFY THAT I AM NEITHER COUNSEL
FOR, NOR RELATED TO, ANY PARTY TO SAID ACTION, NOR IN
ANYWISE INTERESTED IN THE OUTCOME THEREOF;

IN WITNESS WHEREOF, I HAVE HEREUNTO
SUBSCRIBED MY NAME THIS 21ST DAY OF APRIL, 2011.

KIMBERLY WILDISH
CSR NO. 8078
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Holland, Kristin L.

From: Smith, Cathay Y. N.

Sent: Thursday, April 07, 2011 8:31 AM

To: Kirk Hallam

Cc: Paul Supnik; Mandell, Floyd A.; Holland, Kristin L.

Subject: RE: Penthouse v. Cloudstreet, TTAB Canceliation No. 92049926: Subpoena to James Rosin
Attachments: Stipulation Between The Parties (3).DOC=.DOC

Dear Kirk:

As discussed during our Rule 26(f) conference, our client agrees that any and all discovery used in the district court
proceeding may be used in this cancellation proceeding. In that regard, please review and sign the attached draft
stipulation that | sent to you on March 24, 2011 so that the parties' agreement may be officially noted in the TTAB, and so
that the parties do not need to re-issue or re-notice discovery that they have already obtained in the district court action.

Additionally, thank you for confirming that you will be representing Mr. Rosin at his deposition. As you know, Mr. Rosin
signed a declaration in the district court proceeding and has also been identified by your client in its initial disclosures in
this proceeding on January 11, 2011 as having knowledge of "Registrant's continuous use of the mark as the title of the
television service from the 1960s to the present; and the lack of abandonment of Registrant's mark." We do not believe
you have any legitimate basis to prevent him from being subpoenaed in this case nor do we believe that you will be able
to prevent him from being deposed. Accordingly, unless you provide us with agreeable alternative dates for Mr. Rosin's
deposition, | will be at Hangley Aronchick Segal & Pudlin on April 13 at 1pm with a court reporter for Mr. Rosin's noticed
deposition. If Mr. Rosin does not appeared at his deposition, we will have no choice but to proceed agamst Mr Rosin
pursuant to’ Rule 45(e). Please pass this along to your client.

We look forward to hearing from you today, as | plan to finalize my flight and hotel reservatlons for Philadelphia by the end
of the day. ;

Thank you -

Cathay

CATHAY Y. N. SMITH

Attorney

Katten Buchin Rossnman LLP

525 W. Monroe Street / Chicago, IL 60661-3693
p/{312) 902-5252 f/ (312) 577-4506
cathay.smith@kattenlaw.com / www.kattenlaw.com

From: Kirk Hallam [mailto:kmhallam@aol.com]

Sent: Wednesday, April 06, 2011 11:35 PM

To: Smith, Cathay Y. N.

Cc: Paul Supnik; Mandell, Floyd A.; Holland, Kristin L.

Subject: Re: Penthouse v. Cloudstreet, TTAB Cancellation No. 92049926: Subpoena to James Rosin

Cathay,



I will be representing Mr.Rosin and intend to hold your client and Mr Mandel to their agreement to limit
discovery to that taken in the district court proceeding, with the exception of Mr Supnik's deposition. I will
pursue the formal procedures in this regard when I return to the office on Monday.

Regards
Kirk Hallam
Counsel for Roxbury Entertainment

Sent from my iPhone

On Apr 6, 2011, at 1:23 PM, "Smith, Cathay Y. N." <cathay.smith@kattenlaw.com> wrote:

Dear Paul:

Please let us know whether you and/or Kirk plan to attend the deposition of Mr. Rosin, currently
scheduled for April 13, 2011 in Philadelphia, as we will need to enter your name(s) with security in the
building. | plan to reach out to Mr. Rosin directly to confirm his attendance at his deposition unless you or
Kirk are representing Mr. Rosin. If this is the case, please let me know ASAP.

Thank you -

Cathay

CATHAY Y. N. SMITH
' Attorney

525 W Monroe Street / Chxcago IL 60661-3693
p/(312) 902-5252 f/ (312) 577-4506
cathay.smith@kattenlaw.com / www.kattenlaw.com

From: Cole, Shirley

Sent: Monday, March 28, 2011 5:02 PM

To: paul@supnik.com; kmhallam@aol.com

Cc: Mandell, Floyd A.; Holland, Kristin L.; Smith, Cathay Y. N.

Subject: Penthouse v. Cloudstreet, TTAB Cancellation No. 92049926: Subpoena to James Rosin

Counsel:

Attached please find a Subpoena to James Rosin (incl. Ex. A) in relation to the Penthouse v. Cloudstreet
TTAB cancellation proceeding which was served on Mr. Rosin on March 26, 2011.

Regards,

SHIRLEY COLE

Secretary to Floyd A. Mandell, Kristin J. Achterhof, Carolyn M. Passen and Cathay Y.N. Smith
Rattan : Mosenman LLP

525 W. Monroe Street / Chicago, IL 60661-3693




p/(312) 577-8536 f/ (312) 902-1061
shirley.cole@kattenlaw.com / www.kattenlaw.com

CIRCULAR 230 DISCLOSURE: Pursuant to Regulations Governing Practice Before the Internal

Revenue
Service, any tax advice contained herein is not intended or written to be used and cann

be used
by a taxpayer for the purpose of avoiding tax penalties that may be imposed on the

taxpayer.

CONFIDENTIALITY NOTICE:
This electronic mail message and any attached files contain information intended for th

exclusive
use of the individual or entity to whom it is addressed and may contain information tha

is
proprietary, privileged, confidential and/or exempt from disclosure under applicable la

If you
are not the intended recipient, you are hereby notified that any viewing, copying,
disclosure or

distribution of this information may be subject to legal restriction or sanction. Plea
notify

the sender, by electronic mail or telephone, of any unintended recipients and delete th
original

message without making any copies.

NOTIFICATION: Katten Muchin Rosenman LLP is an Illinois limited liability partnership

that has
elected to be governed by the Illinois Uniform Partnership Act (1997).

<3-24-11 Letter to Mr. James Rosin.PDF>
<Subpoena -- James Rosin.PDF>
<Exhibit A to J. Rosin Subpoena.pdf>
<Certificate of Service.pdf>



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PENTHOUSE DIGITAL MEDIA )
PRODUCTIONS INC., )
)

Petitioner, )

)

v. ) Cancellation No. 92049926

)

CLOUDSTREET, INC. )
d/b/a ROXBURY ENTERTAINMENT, )
)

Registrant. )

STIPULATION CONCERNING

DISCOVERY EXCHANGED IN THE RELATED CIVIL ACTION

In the matter of Cancellation No. 92049926 (the “Cancellation Proceeding™), Petitioner
Penthouse Digital Media Productions Inc. (“Petitioner”) and Registrant Cloudstreet, Inc. dba
Roxbury Entertainment (“Registran"t”) hereby stipulvate to the following:

1.  Any discovery requests, including document requests, interrogatories? and
requests. to admit, served by any party in the related civil action between the parties entitled
Roxbury Entertainment v. Penthouse Media Group, Inc. et al., Case No. 2:08-cv-3872, in the

-Central District of California (hereinafter, the “Related Civil Action™), may be used in this
Cancellation Proceeding as if such discovery had been served in this Cancellation Proceeding.

2. Any responses to discovery requests, including responses and objections to
document requests, answers and objections to interrogatories, and responses and objections to
requests to admit, served by any party and/or nonparty in the Related Civil Action may be used
in this Cancellation Proceeding as if such responses to discovery requests had been served in this

Cancellation Proceeding.



3. Any depositions taken in the Related Civil Action by any party, and any
deposition testimony given by any party or nonparty in the Related Civil Action, may be used in
this Cancellation Proceeding as if such depositions had been taken in this Cancellation
Proceeding and as if such deposition testimony had been given in this Cancellation Proceeding.

4. Any objections to discovery made by any party in the Related Civil Action, and
any rulings on any objections to discovery obtained by any party in the Related Civil Action,
shall be preserved in this Cancellation Proceeding as if such objections or rulings had been made
in this Cancellation Proceeding. Nothing in this paragraph shall be construed to imply that any
such objections were substantively appropriate unless ruled upon in the Related Civil Action.

5. The parties enter into this Stipulation Concerning Discovery Exchanged In The
Related CiVil Action (“Stipulation”) in the interest of judicial economy and efficiency and in
order to avoid duplication of either party’s efforts in discovery in this Cancellation Proceeding.

6. .- This Stipulation is without prejudice to any rights-that €ither party may have to
challenge the authenticity or admissibility of any discovery. However, the parties agree not to .
challenge the authenticity or admissibility of any discovery based on the argument that such

discovery was originally obtained and/or given in the Related Civil Action.



Dated: March 2011

By:

Paul D. Supnik

Paul D. Supnik Law Office
9401 Wilshire Blvd, Suite 1250
Beverly Hills, CA 90212

Kirk M. Hallam

Law Offices of Kirk M. Hallam
201 Wilshire Boulevard, 2™ Floor
Santa Monica, California 90401
Tel: 310.393.4006

Fax: 310.393.4662

Email: kmhallam@aol.com

. Attorneys.for Registrant

By:

Floyd A. Mandell

Cathay Y. N. Smith

Katten Muchin Rosenman LLP
525 W. Monroe Street

Chicago, IL 60661-3693
Telephone: 312.902.5200
Facsimile: 312.902.1061

Kristin L. Holland

Katten Muchin Rosenman LLP
2029 Century Park East, Suite 2600
Los Angeles, CA 90067
Telephone: 310.788.4400
Facsimile: 310.788.4471

Attorneys for Petitioner



